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INTRODUCTION

Chapter | — Introduction *

1 Introduction to Patent Law Treaty

The Patent Law Treaty (PLT) was concluded during a Diplomatic Conference held at the
World Intellectual Property Organization (WIPO) in Geneva (Switzerland) from May 11 to
June 2, 2000.” The PLT is open to States member of WIPO and/or States party to the
Paris Convention for the Protection of Industrial Property;? it is also open to certain
intergovernmental organizations, such as the European Patent Organization.*
Instruments of ratification or accession must be deposited with the Director General of
WIPO. The PLT entered into force on April 28, 2005.

The Patent Law Treaty emanated from discussions on the reform of substantive patent
law that began in 1984. Those discussions continued until June 1991, during which a first
part of a Diplomatic Conference to conclude a "Treaty Supplementing the Paris
Convention as far as Patents are Concerned”.®> The second part of the Diplomatic
Conference was scheduled for July 1993, but did not take place. In January 1994, the
United States discontinued the discussion on substantive patent law harmonization due
to a lack of domestic support for the effort.® The international community was
disappointed by the ensuing “loss of momentum” on the subject of substantive patent
law harmonization as a result of the position of the United States.

[y

Parts of this Chapter in relation to the Negotiation history of the PLT have been submitted for
publication in Intellectual Property Quarterly: Cees Mulder: "On the Negotiation History of the
Patent Law Treaty”.
> Patent Law Treaty, WIPO Publication No. 258(E).

See http://www.wipo.int/treaties/en/ip/plt/.
3 Paris Convention for the Protection of Industrial Property, WIPO Publication No. 201(E).
See http://www.wipo.int/treaties/en/ip/paris/.
At present, the European Patent Organization is not a Contracting Party to the Patent Law
Treaty. The option for Intergovernmental Organisations to become Party to the PLT was
created in Article 20(2) PLT. In addition, the European Patent Organization is explicitly
mentioned in Article 20(3) and Article 26 PLT as one of the Regional Patent Organisations that
may become Party to the PLT.
In the Basic Proposal for the Revision of the European Patent Convention (issued in
preparation of the Revision Conference in November 2000), the European Patent
Organization indicated its wish to become a Contracting Party to the PLT.
See "Basic Proposal for the Revision of the European Patent Convention”; Document MR/2/oo,
Travaux Préparatoires to the EPC 2000; comment in relation to Article 8o EPC.
See
http://www.epo.org/patents/law/legal-texts/archive/epc2ooo/travaux/dc-documents.html.
> "“Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris
Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —
The Hague, 1991”, WIPO Publication No. 351(E).
"The Situation Concerning the Patent Law Treaty (PLT)” (memorandum of the International
Bureau), Consultative Meeting for the further preparation of the Diplomatic Conference for
the Conclusion of the Patent Law Treaty, Document PLT/CM/2 (March 1995), Items 4 and 7.
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In 1995, it was agreed that another approach for promoting harmonization, covering
matters concerning the formality requirements of national and regional patent
procedures, would be initiated by WIPO. Five sessions of the Committee of Experts on the
Patent Law Treaty,® and three sessions of its successor, the Standing Committee on the
Law of Patents (SCP),® were held to develop the “Basic Proposal” to be presented to the
Diplomatic Conference for the Adoption of the Patent Law Treaty, which was held from

10-11

May 11 to June 2, 2000.

The Final Act of the Patent Law Treaty witnessing the Diplomatic Conference and its
outcome, was signed by 104 countries and 3 Intergovernmental Organizations. At
present 66 countries signed the PLT. In 2005 the PLT was in force in 11 countries; in 2011
there are 28 Contracting Parties.™

The PLT includes 27 articles and 21 rules. In addition, six Agreed Statements were
adopted at the end of the Conference.™

2 Aimand purpose of the PLT

Since the adoption of the Patent Law Treaty (PLT), the involvement of the World
Intellectual Property Organization (WIPO) has diminished because there are no
centralized functions. The International Bureau of WIPO merely acts as depository of the
PLT and is not in a position to give an official interpretation of the Treaty, as such
interpretation is the exclusive competence of the PLT Contracting Parties.

The PLT aims at harmonizing and streamlining formal procedures relating to national
and regional patent applications and maintenance of patents. In spite of the goal of
harmonization, the PLT does not establish a uniform procedure for all PLT Contracting

7 “Report” (adopted by the Assembly), Assembly of the International Union for the Protection of

Industrial Property (Paris Union), Document P/A/XXIl/2 (October 1994).

Committee of Experts on the Patent Law Treaty.

See http://www.wipo.int/meetings/en/topic.jsp?group id=53.

9 Standing Committee on the Law of Patents.

See http://www.wipo.int/meetings/en/topic.jsp?group id=61&items=30.

Diplomatic Conference for the Adoption of the Patent Law Treaty.

See http://www.wipo.int/meetings/en/topic.jsp?group id=136.

"Records of the Diplomatic Conference for the Adoption of the Patent Law Treaty (Geneva,

2000)”, WIPO Publication No 327(E).

* PLT Contracting Parties.

See http://www.wipo.int/treaties/en/ShowResults.jsp?lang=en&treaty id=4.
On October 19, 2011, the PLT entered into force for Kazakhstan thereby becoming the 28"
Contracting Party.

3 “Agreed Statements by the Diplomatic Conference regarding the Patent Law Treaty and the
Regulations under the Patent Law Treaty” (adopted by the Diplomatic Conference on June 1,
2000).

See http://www.wipo.int/treaties/en/ip/plt/statements.html.
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Parties by leaving many requirements optional, thereby allowing divergence in
implementation between PLT Contracting Parties.™

The PLT sets forth, with one exception, maximum formal/procedural requirements that
Contracting Parties may impose on patent applicants and patentees. Otherwise, PLT
Contracting Parties are free to provide requirements that, from the viewpoint of
applicants and owners, are more favorable than PLT requirements.™ The one exception
to this freedom are the filing date requirements, which are both a maximum and a
minimum, i.e., a so-called “filing-date standard.” *®

The aim of the Patent Law Treaty is to simplify the formal obligations and reduce
associated costs for patent applicants and owners of patents in obtaining and preserving
their rights in inventions in many countries of the world. The PLT complements the
existing international obligations and fosters the policy of strong intellectual property
protection. The PLT simplifies the filing of an application and obtaining and maintaining
of patents throughout the world and, to a large extent, promotes the merging of national
and international formal requirements associated with patent applications and patents.

In a birds’ eye view, the principle features of the Patent Law Treaty offer the following
advantages:

o The PLT simplifies and minimizes application requirements for obtaining a filing
date;

o The PLT imposes a maximum on the formal requirements that a PLT Contracting
Party may impose;

The PLT eases representation requirements for formal matters;
The PLT provides a basis for means of communications, including the electronic
filing of applications;

o The PLT provides relief in respect of time limits that may be imposed by the Office
of a PLT Contracting Party and re-instatement of rights where an applicant or
owner has unintentionally failed to comply with a time limit and that failure has the
direct consequence of causing a loss of rights; and

o The PLT provides for correction or addition of priority claims and restoration of
priority rights.

* “Basic Features to the Patent Law Treaty” (prepared by the International Bureau) (November
2006), Item 3.
See http://www.wipo.int/patent-law/en/plt.htm.
> "Report” (adopted by the Standing Committee), Standing Committee on the Law of Patents,
Document SCP/3/11 (September 1999).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3824.
"Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/2/4 (February 1999).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
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A main feature of the PLT is that it provides standardized formality requirements for
patent applications which are filed with a national or regional patent Office. Instead of
defining these requirements again or differently in the PLT, it was decided to incorporate
by reference the provisions of the PCT and its Regulations, wherever appropriate, into
the PLT." The main reason for this is that the PCT already regulates in detail the
formality requirements with respect to patent applications.*®

From the viewpoint of inventors, applicants and patent attorneys, standardization and
simplification of the formality requirements lead to a reduced risk of formality errors
resulting in a less frequent loss of rights. On the other hand, Offices may operate more
efficiently because of the simplification of procedures and the streamlining of the
process. Eventually, this will result in cost reductions on both sides.

3 Basic features of the PLT

19-20-21

In many documents, the main features of the PLT are described. In the paragraphs
below a condensed overview of these principle features is given. For each issue, it is

indicated whether it is subject of discussion in this thesis.

3.1 Filing date requirements

The accordance of a date of filing is essential to deciding who has priority for the grant of
a patent in each country and to determining prior art and the patentability of the
invention. It is also relevant to claiming a right of priority under the Paris Convention as
well as to the calculation of the term of patent protection.

Article 5 PLT sets a maximum and minimum set of requirements for obtaining a filing
date and procedures to avoid loss of the filing date because of a failure to comply with
other formality requirements. In principle, the Office of any PLT Contracting Party shall

7 For a discussion of the issue of “incorporation by reference of PCT provisions into the PLT" see:

Cees Mulder: "Filing date requirements under the PCT — Alignment with the PLT?”, The WIPO
Journal, Volume 2, Issue 2 (2011), pp. 173-195. An updated version of this article is included in
Chapter IV of this thesis.

See http://www.wipo.int/about-wipo/en/wipo_journal/.

"Basic Features to the Patent Law Treaty (PLT)” (prepared by the International Bureay;
November 2006).

¥ "The Patent Law Treaty (PLT)” in the WIPO Intellectual Property Handbook: Policy, Law and Use
— Chapter 5: "International Treaties and Conventions on Intellectual Property”, items
5.398-5.423 (WIPO Publication No. 489).

See: http://www.wipo.int/about-ip/en/iprm/.

"Basic Features to the Patent Law Treaty (PLT)” (prepared by the International Bureay;
November 2006).

"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 11.01.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.
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accord a filing date to an application on the basis of only three elements. These
requirements are [Article 5(2)(a) PLT]:

(i) anindication that what is filed is intended to be a patent application;
(i) indications identifying the applicant or allowing the applicant to be contacted; and
(iii) a part which on the face of it appears to be a description.

No additional element can be required for a filing date to be accorded. In particular, a
PLT Contracting Party cannot require one or more claims as a filing date requirement. In
addition, an applicant can file the description in any language [Article 5(2)(b) PLT], or
replace the description and/or drawings by a reference to a previously filed application
[Article 5(7) PLT]. A PLT Contracting Party may, for the purposes of the filing date,
accept a drawing as the element referred to Article 5(2)(a)(iii) PLT [Article 5(2)(b) PLT].

The PLT also provides rules to establish a filing date where a part of the description or
drawing is missing from the initially filed application. Normally, the filing of a missing
part results in the accordance of a later filing date, i.e. the filing date becomes the date
on which the missing part or missing drawing is filed [Article 5(6)(a) PLT]. However, if the
application claims priority of an earlier application and the missing part or drawing is
“completely contained” in the earlier application, the originally accorded filing date will
be maintained [Article 5(6)(b) PLT].

3.1.2 Discussed in this thesis

The degree of alignment of the European Patent Convention (EPC 2000) and the Patent
Cooperation Treaty (PCT) with the requirements of the PLT in relation to the
requirements for according a date of filing, including the filing of an application by
reference to a previously filed application as well as the filing of missing parts after the
filing date of the application are the subject of Chapter I, Ill and IV of this thesis.

3.2 Standardized application and forms

A main feature of the Patent Law Treaty is that it provides standardized formality
requirements for patent applications which are filed with a national or regional patent
Office. Instead of defining these requirements again or differently in the PLT, it was
decided to incorporate by reference the provisions of the Patent Cooperation Treaty (PCT)
and its Regulations, wherever appropriate, into the PLT [Article 6(2) PLT]. In addition,
the PLT provides for the establishment of several Model International Forms that have to
be accepted by all Offices of PLT Contracting Parties [Article 6(2) and 8(3) PLT].

3.2.1 Discussed in this thesis

A discussion of the relationship between the PLT and the PCT, how, in preparation of the
entry into force of the PLT, the PCT was amended in the spirit of the PLT and how future
changes to the PCT are incorporated by reference in the PLT is given in Chapter IV of this
thesis.
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3.3  Simplified procedures before the Office

“Simplification” is one of the keywords for the Patent Law Treaty. The PLT simplifies a
number of procedures before the Office of PLT Contracting Parties during the processing
of a patent application, as well as for the maintenance of a patent.

The PLT allows an Office of a PLT Contracting Party to require an applicant or owner to
appoint a representative for the purposes of any procedure before the Office, except for
certain procedures [Article 7(2) PLT]. In addition, an Office may only require the applicant
to file evidence in support of the formal contents of an application, declarations of
priority or the authentication of translations when the Office has a reasonable doubt as
to the truthfulness of the indications or the accuracy of the translation submitted by the
applicant [Article 6(6) PLT]. As regards a signature, a PLT Contracting Party may require
evidence only where the Office has a reasonable doubt as to its authenticity

[Article 8(4)(c) PLT].

A PLT Contracting Party may not require the applicant to file a copy or a certified copy of
the earlier application or the previously filed application if such earlier application or
previously filed application has been filed with the Office of that Contracting Party

[Rule 4(3) PLT]. The same applies to cases where the Office could obtain the copy or the
certification from other Offices through a digital library which is accepted by that Office
for that purpose [Rule 4(3) PLT]. In addition, an Office may require a translation of the
earlier application only where the validity of the priority claim is relevant to the
determination of whether the invention concerned is patentable [Rule 4(4) PLT].

3.3.1 Discussed in this thesis

A discussion of the filing of certified copies of an earlier application and obtaining such
copies from a digital library is given in Chapter VIl of this thesis. Also see § 3.4.4.

The feature the PLT of appointing a representative or agent is not discussed in this
thesis. Most PLT Contracting Parties have a less lenient practice than what is described
by the PLT.

3.4 Avoiding loss of rights

Apart from the filing date requirements, one of the principal features of the Patent Law
Treaty is that it prescribes procedures for the avoidance of unintentional loss of rights as
a result of failure to comply with formality requirements. It can be regarded as a
breakthrough of the PLT that for all these measures of relief, time limits with a duration
of at least 2 months are specified.

3.4.1  Relief in respect of time limits

In principle, the PLT provides three types of relief procedures. The first is an extension of
the time limit (for at least 2 months) where an applicant or owner requests the extension
prior to the expiration of the time limit [Article 11(2)(i) PLT]. The second is an extension of
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the time limit (again for at least 2 months) where an applicant or owner requests the
extension after the expiration of the unobserved time limit [Article 212(2)(ii) PLT]. The
third remedy is the provision of continued processing [Article 112(2) PLT].

A PLT Contracting Party is not obliged to provide the first type of extension (extension
prior to the expiration of the time limit). However, it is obliged to provide either the
second type of extension (extension after the expiration of the time limit) or continued
processing. Relief under these provisions is limited to non-compliance with a time limit
fixed by the Office for an action in a procedure before the Office; it does not apply to
time limits the duration of which is fixed in the law.

3.4.2 Reinstatement of rights

Another safeqguard provision established by the PLT is the provision of reinstatement of
rights if an applicant or owner fails to meet a time limit and, as a consequence, loses his
rights with respect to an application or patent unintentionally or in spite of all due care
required by the circumstances [Article 12 PLT]. The time limit to request reinstatement
of rights shall not be less than 2 months from the date on which the reason of the
non-compliance with the time limit is removed, or not less than 12 months from the
expiration of the missed time limit, whichever is shorter [Rule 13(2) PLT]. In contrast to
relief in respect of time limits, reinstatement of rights is applicable to all time limits,
including time limits of which the duration is fixed in the law.

3.4.3 Correction and addition of a priority claim

The PLT provides for the possibility of addition and correction of priority claims for
national/regional applications [Article 13 PLT]. This provision is copied into the PLT from
the already existing provision in PCT Rule 26bis.1.*

3.4.4 Restoration of the priority right

Another safeqguard provision established by the PLT is the provision of restoration of the
priority right. There are two cases to be considered. In the first case, restoration of the
priority right must be provided where an application is filed after the expiration of the
12-month priority period if the failure to claim priority within the Paris Convention period
occurred in spite of all due care taken by the applicant or was unintentional [Article 13(2)
PLT]. The request for restoration including the filing of the application must be made
within a time limit of at least 2 months from the date on which the priority period
expired.

In the second case, restoration of the priority right must be provided where an applicant
cannot submit a copy of an earlier application within 16 months from the priority date

22

PCT Rule 26bis.1 allowing an applicant to correct or add a priority claim, on or after the filing
date, to an application which could have claimed the priority of an earlier application but did
not do so, was introduced in the PCT on July 1, 1998.
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because of a delay in the Office with which the earlier application was filed [Article 13(3)
PLT].

3-4.5 Discussed in this thesis

The degree of alignment of the European Patent Convention (EPC 2000) and the Patent
Cooperation Treaty (PCT) with the requirements of the PLT in relation to relief in respect
of time limits (extension of time limits and continued processing), the remedy of
reinstatement of rights as well as the remedy of restoration of the priority right are the
subject of Chapter V, VI and VIl of this thesis.

3.5 Paper and electronic communications

One of the goals of the PLT is to facilitate the implementation of electronic filing of
applications and other communications while, at the same time, not excluding any users
from the benefits of the patent system, if they are not ready to apply electronic filing.

In principle a PLT Contracting Party may, if it so wishes, exclude paper filing (i.e. the
implementation of full electronic filing) with certain exceptions [Rule 8 PLT]. These
exceptions are the obligation on all Offices to accord a filing date for a paper application
[Article 5(1) PLT] and to accept the filing of communications on paper for the purpose of
meeting a time limit [Article 8(2)(d) PLT].

3.5.12 Not discussed in this thesis
This feature of the PLT is not discussed in this thesis.

4. Methodology

The research methodology used in this thesis mainly consists of an analysis of the
documents in relation to the negotiation history of the Patent Law Treaty. In particular,
the reports and preparatory documents of the sessions of the Committee of Experts on
the Patent Law Treaty in the period from December 1995 to December 1997, and the
sessions of the Standing Committee on the Law of Patents (SCP) in the period from

June 1998 to September 1999 have been studied.**** In addition, the Summary Minutes
of the Main Committees during the Diplomatic Conference for the Adoption of the Patent
Law Treaty held in Geneva in the period May-June 2000 have been studied.” Where
necessary, the documents in relation to the 1991 Diplomatic Conference for the adoption

» Committee of Experts on the Patent Law Treaty.
See http://www.wipo.int/meetings/en/topic.jsp?group_id=53.

** Standing Committee on the Law of Patents.
See http://www.wipo.int/meetings/en/topic.jsp?group_id=61&items=30.

*> “Records of the Diplomatic Conference for the Adoption of the Patent Law Treaty (Geneva,
2000)”, WIPO Publication No 327(E), pp. 262-568.
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of the "Treaty Supplementing the Paris Convention as far as Patents are Concerned” in
The Hague were taken into account.*

The majority of the Travaux Préparatoires of the PLT is not directly available to the
public. Some of the later preparatory documents are accessible and downloadable from
web pages of the World Intellectual Property Organization (WIPO). However, the earlier
versions of the "Draft PLT Articles and Draft Regulations” including the corresponding
“Notes”, “Reports” and other related documents can only accessed when requesting the
WIPO to make them available.

With respect to the European Patent Convention (EPC), the Travaux Préparatoires of the
Diplomatic Conference for the Revision of the EPC (EPC 2000) held in Munich in November
2000 were studied including the Special Editions of the Official Journal of the European
Patent Office in relation to the Revised EPC.*’

With respect to the Patent Cooperation Treaty (PCT), the documents relating to the
Working Group on the Reform of the Patent Cooperation Treaty in the period from 2001 to
2007 were studied.>* Where necessary, the documents relating to the Sessions of the
Assembly of the PCT Union were taken into account.®

Information has also been gathered by speaking with representatives of the Patent Law
Section and the Patent Cooperation Treaty Legal Division of the World Intellectual
Property Organization (WIPO) and with (former) representatives of the
Directorate-General Legal/International Affairs of the European Patent Office. These
conversations have been conducted off the record following the request of the persons
involved not to be quoted in an explicit manner.

26 “Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris

Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —
The Hague, 1991”, WIPO Publication No. 351(E).

7 “Travaux Préparatoires of the Diplomatic Conference for the Revision of the European Patent

Convention” (Munich 2000).

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000

— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to

Article 120 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

9 “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 59 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

3 Working Group on Reform of the PCT.

See http://www.wipo.int/meetings/en/topic.jsp?group id=133.

3 International Patent Cooperation Union (PCT Union): Assembly.

See http://www.wipo.int/meetings/en/topic.jsp?group_id=135.
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5 Negotiation history of the PLT

Five sessions of the Committee of Experts on the Patent Law Treaty in the period from
December 1995 to December 1997, and three sessions of the Standing Committee on
the Law of Patents (SCP) in the period from June 1998 to September 1999,% were held in
Geneva to come to the "Basic Proposal” of the Patent Law Treaty and its Regulations
which was presented to the Diplomatic Conference for the Adoption of the Patent Law
Treaty in Geneva from May 11 to June 2, 2000.3* %

As indicated above, the original negotiations to come to a "Patent Law Treaty” (officially
addressed as the "Treaty Supplementing the Paris Convention as far as Patents are
Concerned”:® also addressed as the “Patent Harmonization Treaty”) that would
harmonize formal as well as substantive patent law stranded in January 1994 when the
United States declared that it was unable to continue the discussions because of a lack of
domestic support.”’

In 1995, the World Intellectual Property Organization (WIPO) initiated another approach
for promoting harmonization whereby only matters concerning the formality
requirements of national and regional patent procedures would be covered.3® 394°

Convened by the Director General following decisions made by the General Assembly of

3*  Committee of Experts on the Patent Law Treaty.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.

3 Standing Committee on the Law of Patents.

See http://www.wipo.int/meetings/en/topic.jsp?group id=61&items=30.

3% "Diplomatic Conference for the Adoption of the Patent Law Treaty”.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057. Many of the early
documents are not electronically available but can, on request, be obtained from the WIPO.

35 “Records of the Diplomatic Conference for the Adoption of the Patent Law Treaty (Geneva,

2000)”, WIPO Publication No 327(E).

"Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris

Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —

The Hague, 1991”, WIPO Publication No. 351(E).

¥ On January 24, 1994, the International Bureau was informed, through a press release of the

Department of Commerce of the United States of America, “that the United States would not

seek to resume negotiations of a treaty harmonizing the world'’s patent laws at this time. While

other international negotiations continue, we will maintain our first-to-invent system while
keeping open the option of full patent harmonization in the future.”

See "The Situation Concerning the Patent Law Treaty (PLT)” (memorandum of the International

Bureau), Consultative Meeting for the further preparation of the Diplomatic Conference for

the Conclusion of the Patent Law Treaty, Document PLT/CM/2 (March 1995), Item 7.

"Report” (adopted by the Assembly), Assembly of the International Union for the Protection of

Industrial Property (Paris Union), Document P/A/XXIl/2 (October 1994).

39 “The Situation Concerning the Patent Law Treaty (PLT)” (memorandum of the International
Bureau), Consultative Meeting for the further preparation of the Diplomatic Conference for
the Conclusion of the Patent Law Treaty, Document PLT/CM/2 (March 1995).

" "Report” (adopted by the Consultative Meeting), Consultative Meeting for the further
preparation of the Diplomatic Conference for the Conclusion of the Patent Law Treaty,
Document PLT/CM/4 (May 1995).

36

38
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WIPO and the Assembly of the Paris Union in their meetings of September/October
1995,%"** the Committee of Experts on the Patent Law Treaty held its first session in
Geneva in December 1995. The meetings of the Committee were attended by
representatives of States member of WIPO and/or the Paris Union. Representatives of
the European Communities, the European Patent Office, the Organization of African
Unity and the World Trade Organization as well as representatives of numerous
non-governmental organizations took part in the sessions in an observer capacity.

During the meetings of the Committee of Experts on the Patent Law Treaty the

Delegation of the United States repeated time after time “that it was still notin a
position to discuss substantive patent law harmonization”.*? In addition, the Delegation
continuously expressed its concern about any requirement present in or introduced into
the Draft PLT that could be regarded as a substantive requirement. By way of example,
in the Draft PLT as presented at the second session of Committee of Experts on the Patent
Law Treaty, there was a new Article on unity of invention [Article 6 and corresponding
implementing Rule 6] which was regarded as “not appropriate for inclusion in this Treaty
directed to formalities” as observed by the Delegation of the United States.** In the Draft
PLT as presented at the fourth session of the Committee of Experts on the Patent Law
Treaty the Article on “unity of invention” was deleted.

In March 1998, the Assemblies of the Member States of WIPO and the Unions
administered by WIPO approved a proposal for the establishment of “Standing
Committees”.*>* The Standing Committee on the Law of Patents (SCP) became the
successor of the Committee of Experts on the Patent Law Treaty. Because considerable
progress had already been made, three sessions of the SCP (in June 1998, April 1999 and

“ WIPO General Assembly, Meeting WO/GA/XVI (September 25 to October 3, 1995).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=2688. Documents are not
electronically available.

“*International Union for the Protection of Industrial Property (Paris Union) Assembly,

Meeting P/A/XXIII (September 25 to October 3, 1995).

3 See e.g. "Committee of Experts on the Patent Law Treaty — Report” (adopted by the Committee
of Experts), Document PLT/CE/Il/5 (June 1996), ltem 12:

"The Delegation of the United States of America recalled its opening remarks made in the first
session of the Committee of Experts and stated that it was still not in a position to discuss
substantive patent law harmonization.”

“ Ibid., Item 12: “The distinction between formal and substantive matters was important. In this
regard, the Delegation expressed its concern over inclusion of the new Article on unity of
invention as a substantive requirement that was not appropriate for inclusion in this Treaty
directed to formalities.”

# “Assembly of the Member States of WIPO — General Report” (adopted by the Assemblies of the
Member States), Document A/32/7 (March 1998).

See http://www.wipo.int/meetings/en/doc_details.jsp?doc_id=778.

4 “Organizational Matters and Overview of the Issues to be Considered by the Standing Committee
on the Law of Patents” (Memorandum prepared by the International Bureau), Document
SCP/1/2 (May 1998).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.
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September 1999) were sufficient to convene a Diplomatic Conference in Geneva to
conclude the Patent Law Treaty and the Regulations under the Patent Law Treaty
(May 11 to June 2, 2000).

In this Chapter, aspects of the negotiation history will be described with respect to three
subjects of the Patent Law Treaty.* These are:

1) Requirements for the accordance of a filing date [Article 5 PLT].
The focus will be on the following three issues:
o The basic requirements for according a filing date [Article 5(1) PLT];
o The filing date where a missing part of the description or a missing drawing is
filed [Article 5(6) PLT];
o The filing of an application by reference to a previously filed application
[Article 5(7) PLT].

2) Reliefin respect of time limits including continued processing [Article 11 PLT] and
reinstatement of rights after a finding of due care or unintentionality by the Office
[Article 12 PLT].

3) Restoration of the priority right [Article 13(2) and (3) PLT].

None of the above subjects was present in the Draft PLT put before the Committee of
Experts on the Patent Law Treaty at its first session in December 1995, although some of
the later added provisions were modeled after texts in the Basic Proposal submitted to
the 1991 Diplomatic Conference in The Hague.48

5.1 Filing date requirements

5.1.12 Committee of Experts on the Patent Law Treaty

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the first session of the Committee of Experts on the Patent Law
Treaty there was no article on requirements for accordance of a filing date.*® This was
also noted in the corresponding “Notes” prepared by the International Bureau.*® In the
“Report” adopted by the Committee of Experts, many Delegations favored, amongst

* The selection of subjects is in line with the subjects studied in this thesis.

"Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris
Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —
The Hague, 1991”, WIPO Publication No. 351(E).

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/I/2 (October 1995).
"Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/l/4 (October 1995), Item 2.01.

48

49

5o
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other things, the inclusion in the PLT of provisions relating to requirements for the
accordance of a filing date.>

As a consequence a first draft of an Article 3 PLT “Filing Date” was presented before the
Committee on its second session.>* The text was modeled after Article 8 of the Basic
Proposal submitted to the 1991 Diplomatic Conference in relation to the “Patent
Harmonization Treaty”.> The filing date requirements contained 4 items:

Article 3(1) [Requirements]
(a) Thefiling date of the application shall be the date of receipt by the Office of a
communication containing the following elements:

(i) an express or implicit indication to the effect that the communication is an
application for a patent;
(i) indications allowing the identity of the applicant to be established;
(i) a description;
(iv) if the description is not in the language or in one of the languages of or
admitted by the Office, an indication to the effect that the application
contains a description.

In the corresponding “Notes” prepared by the International Bureau, it was remarked that
Article 3 sets an international standard for the granting of a filing date. In that respect,
Article 3 is different from other provisions of the Treaty, such as Article 2 PLT
(“Application”), which establish a maximum list of allowed requirements.>* In the
“Report” adopted by the Committee of Experts, many Delegations noted with
satisfaction that the provisions on the filing date had been included.>® Several
Delegations proposed that the payment of a filing fee should be a requirement for a filing
date to be accorded; this proposal was rejected by a majority of Delegations.>® Several
Delegations also suggested that the inclusion of claims should be a requirement for a
filing date to be accorded. This suggestion was opposed by a majority of Delegations

>t “"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/l/5 (December 1995), see e.g. ltems 14 (Canada), 27 (Switzerland),
37 (EPO) and 193 (Chairman).

% "“Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/Il/2 (April 1996).

53 "Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris
Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —
The Hague, 1991”, WIPO Publication No. 351(E), Article 8 "Filing Date".

% “Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/II/3 (April 1996), Item 3.01.

% “Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/ll/5 (June 1996), see e.g. Items 15 (Switzerland), 16 (Canada), 28
(EPO).

6 Ibid., ltems 162-163 .
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which were of the view that, although claims were necessary before a patent could be
granted, it was not necessary to furnish them at the date of filing.>’

The matter of the inclusion of claims, in line with PCT Article 11(2)(iii)(e), and the
payment of a filing fee into the filing date requirements frequently popped up in later
meetings of the Committee of Experts on the Patent Law Treaty and the Standing
Committee on the Law of Patents, but the standard counterargument was that this
provision had been well settled after lengthy discussions in the Committee.*®

In a later meeting of the Committee of Experts on the Patent Law Treaty, in response to a
suggestion that, for conformity with PCT Article 11(1)(a)(iii), the words “"express or implicit
indication” be deleted from Article 3(2)(a)(i) PLT, the International Bureau explained that
it was intended that this item be more liberal than the PCT.*®

In the third session of the Committee of Experts on the Patent Law Treaty Article 3 PLT on
“Filing Date” was renumbered to become Article 2 PLT.* In addition, a new

paragraph (4) was added to the Article allowing an applicant to replace the description
and drawings by reference to another application from which priority is claimed; in
addition, a certified copy of the earlier application must be furnished to the Office within
a prescribed time limit.®* This provision was modeled after Article 8(4) of the Basic
Proposal submitted to the 1991 Diplomatic Conference in relation to the “Patent

n 62

Harmonization Treaty”.

In the subsequent “Report” adopted by the Committee of Experts, it was agreed that the
paragraph on “filing by reference” would be maintained.® Several Delegations
suggested that the applicant should be required to furnish details concerning the date
and country of filing of the previously filed application or even that the title of that
application should be indicated.® It was also suggested that the provision should not be

5 Ibid., Item 164 .
% See e.g. "Draft Report” (prepared by the International Bureau), Standing Committee on the
Law of Patents, Document SCP/1/7 (June 1998), Item 114.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.
59 “"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/V/5 (December 1997), ltem 65.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.
"Selected Provisions of the Draft Patent Law Treaty and Draft Regulations” (prepared by the
International Bureau), Committee of Experts on the Patent Law Treaty, Document
PLT/CE/ll/2 (September 1996).
® Ibid., Article 2(4) PLT.
52 “Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris
Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —
The Hague, 1991”, WIPO Publication No. 351(E), Article 8 “Filing Date".
"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IlI/6 (November 1996), Item 63.
8 Ibid., Item 64.
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restricted to those applications in respect of which priority is claimed.® The Delegation
of the United States of America suggested that the paragraph should provide for the
electronic exchange of documents between Offices in place of submitting certified
copies.®® The International Bureau explained that if the required certified copy of the
previously filed application were not filed, the application containing a reference to that
previously filed application would be considered as not having been filed.*” A Delegation
observed that the term “description” in Article 2(4) did not include “drawings”.68 In
addition, it was suggested that not only a certified copy of the application referred to
could be required, but also a translation where necessary.® Eventually, most of the
above suggestions were honored in the later versions of the Patent Law Treaty. In
addition, the regulatory requirements relating to “filing by reference to a previously filed
application” were moved to the Regulations under the PLT and, due to lack of agreement
between the Delegations, contain a puzzling mix of compulsory requirements (“shall”)
and optional requirements which may be implemented as compulsory (*may require”) by
a PLT Contracting Party.”

In the meantime, the WIPO General Assembly and the Assembly of the Paris Union
(meeting in September/October 1996) considering a Memorandum by the Director
General in respect of Matters Concerning the Patent Law Treaty, decided, amongst
others, to include filing date provisions in the draft Patent Law Treaty.”

In the fourth session of the Committee of Experts on the Patent Law Treaty Article 2 PLT
on “Filing Date” was renumbered to become Article 4 PLT.”” The formulation “a
description” in item (iii) of Article 4(2)(a) PLT of the requirements for accordance of a
filing date was broadened to read: "a part which on the face of it appears to be a
description”; this formulation is identical to the one in PCT Article 11(2)(iii)(d). In addition,
in item ii of Article 4(12)(a) PLT, apart from “indications allowing the identity of the
applicant ... to be established”, a formulation was added "or allowing the applicant ... to be
contacted by the Office”. In the corresponding “Notes” prepared by the International
Bureau, it was noted that whether the given indications are sufficient for “allowing the
applicant ... to be contacted by the Office,” as an alternative to “indications allowing the
identity of the applicant ... to be established,” would be a matter to be determined by the

5 Ibid., Item 65.

% Ibid., Item 66.

7 Ibid., Item 67.

% Ibid., Item 68.

% Ibid., Item 69.

7® See Rule 2(5) PLT: Requirements under Article 5(7)(a) PLT.

™t “Scope of the Patent Law Treaty” (Memorandum by the International Bureau), Committee of
Experts on the Patent Law Treaty, Document PLT/CE/Ill/5 (October 1996).

> “Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/IV/2 (April 1997).
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Office in the circumstances of that case.” For example, where the application indicates
the address without any name and there is only one resident at that address, the
requirement of Article 4(1)(a)(ii) PLT would be regarded as having been complied with.

In the “Report” adopted by the Committee of Experts, a number of Delegations
proposed that indications “allowing the applicant ... to be contacted by the Office”
should not suffice for according a filing date.”* This proposal was opposed by other
Delegations. Eventually, it was agreed that this item should be retained but that the
International Bureau would reconsider the wording of the item and of the corresponding
Notes in the light of the views expressed.”

In the Draft PLT, a new item (b) was added to Article 4(3) PLT (subsequent compliance
with requirements) in relation to the late filing of drawings. If the applicant files missing
drawings later on, the filing date would become the date on which the Office has
received those drawings. Where these “later furnished drawings do not contain new
matter” the original filing date may be retained. In the "Report”, the International Bureau
commented that the standard applied by a PLT Contracting Party in determining
whether later furnished drawings contained “new matter” was a matter of substance.”®

In the fifth session of the Committee of Experts on the Patent Law Treaty there were no
substantial changes in Article 4 PLT on “Filing Date”.”” A new item (c) was added to
Article 4(3) PLT in relation to missing drawings and missing parts of the description, a
provision according to which, where priority is claimed in the application, the contents of
the priority document has to be taken into account in establishing whether correction by
way of furnishing a missing part of the description or missing drawing should be allowed
without loss of the initial filing date.”®

3 “Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IV/3 (April 1997), Item 4.08.

"% “Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IV/4 (June 1997), Item 53.

5> Ibid., ltem 55,

7% Ibid., ltem 62.

7" “Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/V/2 (October 1997).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.

78 “Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/V/3 (October 1997), ltem 4.23.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.

16



CHAPTER INTRODUCTION

5.1.2 Standing Committee on the Law of Patents

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the first session of the Standing Committee on the Law of
Patents Article 4(1) PLT was restricted to three items:”®

Article 4(1) [Elements of Application]

(a) Subject to paragraphs (2) to (5), a Contracting Party shall provide that the filing
date of an application shall be the date on which its Office has received all of the
following elements, filed by means permitted by the Office:

(i) an express or implicit indication to the effect that the elements are intended
to be an application;
(i) indications allowing the identity of the applicant to be established or
allowing the applicant to be contacted by the Office;
(iii) a part which on the face of it appears to be a description;

(b) A Contracting Party may provide that, for the purposes of the filing date, a drawing
may replace the part referred to in subparagraph (a)(iii).

The language requirements which were previously listed in item (iv) of Article 4(2)(a) PLT
were moved to paragraph 2 and reformulated:

Article 4(2) [Language]
(a) The indications referred to in paragraph (2)(a)(i) and (ii) may be required to be in a
language accepted by the Office.

(b) The part referred to in paragraph (1)(a)(iii) may, for the purposes of the filing date,
be in any language. Where the said part is not in a language accepted by the Office,
the application shall contain an indication, in a language accepted by the Office, to
the effect that the application contains a description.

The above formulations of the filing date requirements are already relatively close to the
texts adopted during the Diplomatic Conference.

The reason for the introduction of new item (b) in Article 4(2) PLT can be inferred from
discussions during the earlier meetings of the Committee of Experts on the Patent Law
Treaty. In the Report of the third meeting in relation to item (iii) of Article 4(1) PLT, it was
suggested by the International Bureau that the requirements for “a part which on the
face of it appears to be a description” are to be interpreted more broadly.® In particular,
the term “description” could include disclosure through a drawing, an abstract or a
sequence listing. It was suggested that the International Bureau would study whether the

S “Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),

Standing Committee on the Law of Patents, Document SCP/1/3 (April 1998).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.

"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/III/6 (November 1996), Item 54.
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item should be further amended in order to provide for the grant of a filing date in
respect of an application containing only one or more drawings disclosing the invention
but no written description.® In the Report of the fourth meeting of the Committee, it was
suggested by a number of Delegations to replace in item (iii) of Article 4(2)(a) PLT the
formulation “description” by “disclosure” so that a filing date would be accorded where
the invention was disclosed only in a drawing.®* Eventually, the formulation “description”
was maintained because it was believed that applicants should not be encouraged to file
applications without a description since any protection which would be obtained on the
basis of a drawing alone would be very limited in many cases.®

In the “Notes” of the first session of the Standing Committee on the Law of Patents in
relation to a drawing replacing the “part which on the face of it appears to be a
description”, the International Bureau remarked that any textual matter incorporated in
that drawing may also be in any language.®* In the “Draft Report” of the first session of
the Standing Committee on the Law of Patents, the Delegation of the United States of
America expressed support for this provision, noting that it was in conformity with a
recently litigated case in that country in respect of a design patent.® Hence, the
provision of item (b) was adopted with a minor textual modification.

In the “Draft Patent Law Treaty and Draft Regulations” presented at the first session of
the Standing Committee on the Law of Patents, the provision permitting an applicant to
replace the description and any drawings in an application by reference to a previously
filed application in respect of the same invention was no longer restricted to references
to applications from which priority is claimed but broadened to also cover references to
any previously filed application by the same applicant or his predecessor in title

[Article 4(7) PLT].%

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the second session of the Standing Committee on the Law of
Patents, there were no substantial changes in Article 4 PLT on “Filing Date”.*” Following

81

Ibid., ltem 5y

"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IV/4 (June 1997), Item 56.

8 Ibid., ltem 56.

8 “Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/1/4 (April 1998), Item 4.13.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.

"Draft Report” (prepared by the International Bureau), Standing Committee on the Law of
Patents, Document SCP/1/7 Prov. 1 (June 1998), Item 116.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.

"Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/1/4 (April 1998), Item 4.27.

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/2/3 (February 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
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a proposal by the Delegation of Australia with respect to the paragraph in Article 4 PLT in
relation to the filing of missing parts of the description and missing drawings, and
suggestions by the International Bureau based on this proposal, the formulation “the
missing part of the description and the missing drawing ... do not contain new matter” in
paragraph (5) of Article 4 PLT in relation to the filing of missing parts of the description
and missing drawings, was replaced by “the missing part of the description or missing
drawing be completely contained in the earlier application”; this formulation was
incorporated in a new paragraph of the Rule requlating the details concerning the filing
date requirements under Article 4 PLT.®¥® In the “Report” adopted by the Standing
Committee on the Law of Patents, the Delegation of Australia explained that its concerns
included, in particular, the high risk for an applicant when stating, in a declaration, that
the missing part of the description or missing drawing in question included no new
matter, and the need to preserve the contents of the earlier application of which the
priority was claimed.® As compared to the earlier formulation “no new matter”, the
check that a missing part of the description or a missing drawing is "completely
contained” in the earlier application has the advantage that it can be carried out as a
clerical check.™

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the third session of the Standing Committee on the Law of
Patents, Article 4 PLT on “Filing Date” and implementing Rule 2 PLT were “framed”
indicating that the Article and Rule had been adopted by the Standing Committee.®* Two
amendments are worth mentioning. The first one is that a new item was added to the
requirements of Rule 2(4) PLT in relation to the situation where the applicant files
missing parts of the description or missing drawings based on an earlier application from
which priority is claimed [Article 4(6)(b) PLT], i.e. that “the application, at the time of
filing, contained an indication that the contents of the earlier application were

88 “Draft Article 4(5bis) and draft Rule 2(2)” (Proposal by the Delegation of Australia), Standing
Committee on the Law of Patents, Document SCP/2/9g (April 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

8 "Draft Article 4(5bis) and draft Rule 2(2)” (Suggestion of the International Bureau, based on the
Proposal by the Delegation of Australia in document SCP/2/g), Standing Committee on the
Law of Patents, Document SCP/2/gbis (April 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

% "Report” (adopted by the Standing Committee), Standing Committee on the Law of Patents,
Document SCP/2/13 (April 1999), Item 34.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

9 "Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/3/3 (June 1999), Item R2.06.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3824.

9 "“Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/3/2 (June 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
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incorporated by reference in the application”.* The second one is that in Article 4(6)(b)
PLT relating to the situation where the applicant files missing parts of the description or
missing drawings based on an earlier application from which priority is claimed, the
words “at the time of filing” were replaced by the words “at the date on which one or

more elements referred to in Article 4(1)(a) were first received by the Office”.%

5.1.3 Diplomatic Conference for the Adoption of the PLT

In the Draft Proposal submitted to the Diplomatic Conference for the Adoption of the
Patent Law Treaty submitted by the Director General of WIPO, Article 4 PLT on “Filing
Date” was renumbered to become Article 5 PLT.%>

Issues relevant for the Draft Patent Law Treaty were discussed at a session of the PCT
Assembly held in March 2000; these issues were summarized in a document submitted
for consideration to the PLT Diplomatic Conference.®® In relation to the filing date
requirements, it was suggested that a discussion should take place at the Diplomatic
Conference on the question of amending draft Article 5(1) PLT, perhaps in a general way
or subject to future amendments of the Regulations, in order to allow applicants to
obtain a filing date using future technologies.”’

During the meetings at the Diplomatic Conference for the Adoption of the Patent Law
Treaty the filing date requirements were extensively discussed. The Delegation of the
United States of America proposed that, under Article 5(1)(a) PLT, the only item that be
required for the establishment of a filing date should be item (iii), namely “a part which
on the face of it appeared to be a description”; the Delegation felt strongly that the filing
date provisions should be a minimum, that it should be readily obtained by applicants
and that any concerns relating to current items (i) and (ii) should not be determinative of
the filing date.?® In its comment, the Japanese Delegation referred to the negotiation
history of the PLT: the hard-line for negotiating the Treaty was the harmonization of

9 “Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/3/3 (June 1999), Item R2.07 (proposal by the Delegation of the United States
of America).

% Ibid., Item 27 (proposal by the Delegation of the Russian Federation).

% “Basic Proposal for the Patent Law Treaty” (submitted by the Director General of WIPO),
Diplomatic Conference for the Adoption of the Patent Law Treaty, Document PT/DC/3
(November 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

% “Results of the 28" (26" Extraordinary) Session of the PCT Assembly, March 13 to 17, 2000;
Issues for possible Discussion at the Diplomatic Conference” (prepared by the International
Bureau), Diplomatic Conference for the Adoption of the Patent Law Treaty, Document
PT/DC/6 (April 2000).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

7 Ibid., ltem 33.

% Summary Minutes of the Main Committee | (prepared by the International Bureau); 9™ session
(Friday, May 19, 2000, morning); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 701.
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procedural issues as much as possible, and, among the issues to be harmonized, the filing
date was the most important element.*® The Japanese Delegation felt deep concern
about too flexible procedures for obtaining a filing date. Article 5(1)(a) PLT as it was
presently drafted provided that all three of these elements must be submitted for an
application to be given a filing date, which was an indispensable factor to harmonize a
minimum and a maximum requirement for the establishment of the filing date. The filing
date had a quite essential legal effect for the patent application. From a legal point of
view, an action by a person took legal effect only if the intention of the action was
defined and the identity of the person was clear. The same rule should apply in this case,
therefore, the legal effect for the filing date should require items (i) and (ii) of

Article 5(1)(a) PLT.*° Of course, the issue of adding a fourth item: “(iv) a part which on

the face appears to a claim or claims” was brought up and rejected (again).***

It was observed by a representative of the World Intellectual Property Organization, that
PCT Article 11(1) was also relevant since the PCT was the starting point for the provision
on the filing date in Article 5(1) PLT.** The drafting of the PLT had closely followed the
PCT, although in some cases, it had been deemed that the PLT should be more
user-friendly. In PCT Article 11(2), there were seven requirements for according a filing
date under the PCT. Two of those requirements would not apply to national filings
because they dealt with residency requirements and the designation of a PLT
Contracting State. Of the remaining five, three corresponded to items in the PLT. There
were two remaining items in the filing date requirements for the PCT where the PLT was
more liberal, namely the inclusion of claims and the language requirements.*> A
Representative of the European Patent Organization said that Article 5(2) PLT was
perhaps the most important provision in the draft PLT, since it established a uniform
worldwide standard; any possible deviation from this standard, including the possibility
for national Offices to require a fee, should be avoided.*** Eventually, the three items of
Article 5(1)(a) PLT for establishing a filing date were maintained as proposed.

In addition, the language requirements in Article 5(2) PLT were adopted in relation to the
languages in which the three items of Article 5(1)(a) PLT can be filed.* It was observed
by a representative of the World Intellectual Property Organization that the possibility of

% Ibid., Item 706.

¢ Ibid., Item 706.

% Ibid., Item 705.

2 |bid., Item 718.

3 |bid., Item 718.

% Symmary Minutes of the Main Committee | (prepared by the International Bureau); 10" session
(Friday, May 19, 2000, afternoon); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 731.

5 Symmary Minutes of the Main Committee | (prepared by the International Bureau); 11" session
(Friday, May 19, 2000, evening); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 811.
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filing the description of an application in any language was one of the key issues of the
draft PLT.*®

Article 5(3) PLT relating to the Office notifying the applicant where one or more of the
requirements in Article 5(1) and (2) PLT are not complied with, and Article 5(4) PLT
relating to the subsequent compliance with the requirements in Article 5(1) and (2) PLT,
were adopted without much discussion.*”

With respect to Article 5(5) PLT relating to the notification concerning a missing part of
the description or a missing drawing, a representative of the World Intellectual Property
Organization emphasized that an Office would not be required to make any special
check for missing descriptions or drawings; also, Article 5(5) PLT did not apply where the
Office discovered the omission in a different procedure, for example in the course of
substantive examination.**® With regard to Article 5(6) PLT relating to the situation
where the missing part of the description or the missing drawing was filed subsequently,
the representative of the World Intellectual Property Organization pointed out that the
filing date would, under Article 5(6)(a) PLT, be the date on which the missing part of the
description or drawing was received by the Office, whereas Article 5(6)(b) and (c) PLT
addressed two situations in which the earlier date of receipt of the incomplete
application could be preserved as the filing date.* Article 5(5) and (6) PLT were meant
to give an applicant the opportunity to file missing parts as quickly as possible in order to
minimize the loss of filing date.™® After discussion, Article 5(5) and Article 5(6) PLT were
adopted in substance.™

With respect to Article 5(7) PLT allowing an applicant to replace the description or the
drawings by a reference to an earlier application, a representative of the World
Intellectual Property emphasized that it is a very user-friendly provision.*** The
representative of the Institute of Professional Representatives before the European Patent
Office (epi) said that filing by reference would particularly be beneficial for small
applicants who had to file in the last minute before the expiration of the priority period,
and who were not interested in applying in a great number of countries, and therefore
did not want to incur the cost of a PCT application.” The Delegation of Japan recalled

6 1bid., Item 806.

7 Summary Minutes of the Main Committee | (prepared by the International Bureau); 19" session
(Wednesday, May 24, 2000, evening); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Iltems 1845 and 1854,
respectively.

8 Ibid., Item 1861.

9 Ibid., Item 1861.

0 Ibid., ltem 1867.

“* Ibid., Items 1905, 1910 and 1938, respectively.

2 Symmary Minutes of the Main Committee | (prepared by the International Bureau); 20" session
(Thursday, May 25, 2000, morning); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Iltem 1944.

3 Ibid., ltem 1960.
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that, while Article 5(1) PLT provided for the indispensable three elements for establishing
the filing date of an application, the reference procedure in Article 5(7) PLT provided for
an exception to this principle by enabling Offices to grant a filing date even when not all
three elements had being received by the Office and proposed to add further
restrictions.”* After lengthy discussions and some amendments Article 5(7) PLT and the
corresponding Rule were adopted in substance.™

Article 5(8) PLT relating to “exceptions” was adopted without much discussion.**°
5.2 Relief in respect of time limits

5.2.12 Committee of Experts on the Patent Law Treaty

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the first session of the Committee of Experts on the Patent Law
Treaty there was no article on relief in respect of time limits.* In the “Report” adopted
by the Committee of Experts, a number of Delegations favored, amongst other things,

the inclusion in the PLT of provisions relating to the extension of specific time limits.*®

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the second session of the Committee of Experts on the Patent
Law Treaty there also was no article on relief in respect of time limits.**® In the “Report”
adopted by the Committee of Experts, the Japanese Delegation advocated, amongst
other things, the inclusion in the PLT of provisions relating to the extension of specific
time limits and the restoration of rights after a missed time limit.*** After a full
discussion, the Committee of Experts agreed to recommend that two additional topics
should be included in the next draft of the PLT including restoration of rights where a
time limit had been missed (including “further processing”) and extension of time limits
which had not yet expired but whose extension was requested by the party concerned.**

In the “Draft Patent Law Treaty and Draft Requlations” prepared by the International
Bureau and presented at the third session of the Committee of Experts on the Patent Law
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Ibid., Item 1946.

Ibid., Item 2052.

% Ibid., Iltem 2006.

“7 “"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/I/2 (October 1995).
"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/l/5 (December 1995), Items 46 (Japan), 205 (France and AIPPI).
"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/Il/2 (April 1996).
"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/Il/5 (June 1996), Items 16 (Canada) and 33 (Japan Patent Attorneys
Association).

21 Ibid., Item 276.
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Treaty there was a new Article 12 PLT “Extension of a time limit”.*** Article 12 PLT sets a
minimum of rights a Contracting Party shall extend to an applicant or owner in respect of
a request for an extension of a time limit. It is to be noted that this Article deals with the
time limit for an action before the Office, and not the time limit before a court.**

Article 12(2) PLT addresses the situation in which an applicant or owner requests the
extension of a time limit before that time limit has expired. However, in accordance with
subparagraph (c), the term does not include the submission of a priority claim for which a
new Article 13 PLT (belated claiming of priority) was introduced. An Office would not be
permitted to impose any payment of a fee for the first extension of the time limit.***
Article 12(2) PLT addresses the situation in which an applicant or owner requests the
extension of a time limit after that time limit has expired. Subparagraph (b) is intended to
prevent that an applicant or owner loses rights attached to his application or other
communication because of a failure to meet a time limit if he has taken all due care
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required by the circumstances to comply with the time limit.

In the meantime, the WIPO General Assembly and the Assembly of the Paris Union
(meeting in September/October 1996) considering a Memorandum by the Director
General in respect of Matters Concerning the Patent Law Treaty, decided, amongst
others, to include provisions relating to restoration of rights where a time limit has been
missed (including “further processing”) and extension of time limits which have not yet
expired but whose extension has been requested by the party concerned.**®

In the “Report” adopted by the Committee of Experts of the third session, many
Delegations and representatives of intergovernmental and non-governmental
organizations supported the principle of harmonization of extension of time limits
expressed in Article 12 PLT.*”” However, several Delegations expressed the view that it
was necessary to differentiate between time limits established by law or convention and
those established by the Office. By way of example, several Delegations observed that
the time limit for the payment of fees for the maintenance of industrial property rights
should not be extensible beyond what was prescribed by Article 5bis of the Paris

The Delegation of Germany indicated that the Patent Law Committee of
the European Patent Organization had considered the matter and had expressed the view

Convention.*?

that distinctions should be made between a time limit established by law or convention

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/Ill/2 (September 1996).
"Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/Ill/3 (September 1996), ltem 12.01.

1bid., Item 12.02.

Ibid., ltem 12.05.

"Scope of the Patent Law Treaty” (Memorandum by the International Bureau), Committee of
Experts on the Patent Law Treaty, Document PLT/CE/Ill/5 (October 1996).

"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IlI/6 (November 1996), Iltem 159.

28 1bid., Item 167.
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and a time limit established by an Office and, as regards the latter kind of time limits,
between an extension before the time limit had expired and an extension after the
expiration of the time limit. As regards the time limits established by law or convention,
there should only be the possibility of re-establishment of rights for special reasons
whereas, for the time limits fixed by an Office, there would be the possibility of

requesting an extension (further processing) without such reasons.**

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the fourth session of the Committee of Experts on the Patent
Law Treaty, Article 12 PLT was renumbered to become Article 13 PLT and new Article 14

PLT was introduced.**

Article 12 PLT sets a minimum of rights a PLT Contracting Party
must extend to an applicant or owner in respect of a request for an extension of a time
limit established by the Office whereas the extension of time limits established by
national legislation or regional treaty is requlated by Article 14 PLT.”" Article 12(2) PLT
addresses the situation in which an applicant or owner requests the extension of a time
limit established by the Office before that time limit has expired whereas Article 12(2)
PLT addresses the situation in which an applicant or owner requests the extension of a
time limit established by the Office after that time limit has expired.* Article 14 PLT sets
a minimum of rights a PLT Contracting Party must extend to an applicant or owner
concerned in respect of a request for an extension of a time limit established by national
legislation or under a treaty providing for the grant of regional patents. Except in respect
of intervening rights [Article 14(5) PLT], any PLT Contracting Party would be free to be
more liberal in granting such an extension. As in the case of Article 13 PLT, it was be
noted that Article 14 PLT deals with the time limit for an action before the Office, and
not the time limit before a court.™3

In the “Report” adopted by the Committee of Experts it was agreed, after some
discussion, that Article 12(2) PLT related to restoration, not extension, and should be
transferred to Article 14 PLT.”* In addition, a proposal by the Delegation of the United

States of America that the concept “in spite of due care required by the circumstances”
135
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be replaced by the concept “the failure to comply was unintentional” was approved.

29 Ibid., Item 168.

3° “"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),

Committee of Experts on the Patent Law Treaty, Document PLT/CE/IV/2 (April 1997).

"Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law

Treaty, Document PLT/CE/IV/3 (April 1997), Item 13.01.

Ibid., Items 13.02 and 13.05.

33 Ibid., ltem 14.01.

3% "Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IV/4 (June 1996), Item 184.

35 "Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IV/4 (June 1996), Item 190.

131

132

25



PATENT LAW TREATY

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the fifth session of the Committee of Experts on the Patent Law
Treaty the wording “a time limit established by the Office” in Article 13 PLT was replaced
by “a time limit fixed by the Office”; in addition, Article 14 PLT was given a new title
“further processing; restoration of rights” and the content was adapted accordingly.”®

Relief in the form of “further processing” or restoration of rights may be available in the
case where the time limit to request extension of a time limit has expired.*’ In particular,
Article 14(2)(a) PLT was introduced following the approval by the previous session of the
Committee of Experts that a proposal providing for “further processing” should generally
be permitted on the mere basis of a request and the payment of a fee.*3® Further
processing under this provision would be restricted to the cases in which an application is
to be, or has been, refused or considered withdrawn or abandoned following failure to
comply with a time limit fixed by the Office for an action before the Office.®® This
provision therefore does not apply where the time limit which was not complied with is
established by national legislation or under a treaty providing for the grant of regional
patents. It also does not apply where the failure to comply with the time limit does not
result directly in the loss of the application. It also does not apply in the case of a granted
patent, in which case relief may be available by way of restoration of rights under

Article 14(2) PLT, or where any maximum time limit established by law for the fixing of
the time limit by the Office has expired. However, this provision would apply irrespective
of whether or not the failure to comply with the time limit occurred in spite of all due care

required by the circumstances having been taken or was unintentional.**°

In the “"Report” adopted by the Committee of Experts, the Representative of the
European Patent Organization explained that it was intended to extend further
processing under the European Patent Convention (in view of the EPC 2000 Revision) to
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non-compliance with time limits established under that Convention.™* Accordingly, it

was agreed that the International Bureau would revise the corresponding provisions.

5.2.2 Standing Committee on the Law of Patents

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the first session of the Standing Committee on the Law of

3% “Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/IV/2 (April 1997).

37 "Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law

Treaty, Document PLT/CE/V/3 (October 1997), Item 13.05.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.

Ibid., Item 14.01.

39 Ibid., ltem 14.02.

*° Ibid., ltem 14.02.

* “"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/V/5 (December 1997), Item 213.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.
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Patents, Article 13 PLT (“Extension of a time limit fixed by the Office") was restricted to
requests for extension of a time limit fixed by the Office for an action in a procedure
before the Office prior to the expiration of that time limit.*** Article 13(2) PLT provides for
the extension of a time limit as of right. In particular, the applicant or owner concerned
could not be required to state the grounds on which the request is based.™? Article 14
PLT provides that “further processing” of an application should generally be permitted
on the mere basis of a request and the payment of a fee.”* In addition, in response to a
suggestion by the Delegation of the United States of America at the fifth session of the
Committee of Experts, Article 14 PLT permits for revival of an application as an
alternative to further processing.** The words “fixed by the Office” in Article 14(2)(a) PLT
were placed in square brackets for consideration by the Standing Committee as to
whether this paragraph should be restricted to time limits fixed by the Office or whether
it should apply also to time limits established by national legislation or under a treaty
providing for the grant of regional patents, as proposed by the representative of the
European Patent Office at the fifth session of the Committee of Experts.™®
restoration of rights, a Contracting Party would not be permitted to restrict further

In contrast to

processing to those cases in which the failure to comply with the time limit occurred in
spite of all due care or was unintentional, so that there would be no requirement for a

declaration or other evidence in this respect.™’

Article 15 PLT provides for the restoration of rights in respect of an application or patent
following failure to comply with a time limit for an action before the Office. However,
restoration would be restricted to those situations in which the failure of the time limit
occurred in spite of all due care required by the circumstances or was unintentional
[Article 15(1)(iii) PLT].**® Accordingly, as in the case of existing national and regional
legislation, the standard applied in respect of restoration of rights would generally be
substantially higher than the case of further processing, where no such requirements
would be permitted, or in the case of revival of rights where, under Article 14(1)(b) PLT,
only a “statement” would be required.** In addition, in contrast to further processing or
revival under Article 14 PLT, restoration of rights would not be restricted to time limits in
respect of applications; it would also not be restricted to time limits fixed by the Office.

2 “Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/1/3 (April 1998).
See http://www.wipo.int/meetings/en/details.jsp?meeting_id=3462.

3 “"Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/1/4 (April 1998), Item 13.02.
See http://www.wipo.int/meetings/en/details.jsp?meeting_id=3462.

4 Ibid., ltems 14.01 and 14.10.

5 Ibid., ltem 14.01.

5 Ibid., Iltem 14.04.

7 Ibid., ltem 14.10.

8 Ibid., Item 15.01.

*9 Ibid., Item 15.01.
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In the “Draft Report” of the first session of the Standing Committee on the Law of Patents,
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a suggestion was made to combine Articles 14 and 15 PLT.™" Following the discussions, a
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"Revised Text of Provisions” including comments was prepared for further study.™" In
this document the title of Article 14 PLT “Further Processing or Revival of Application”
was replaced by “Continued Processing and/or Re-instatement of Application [or Patent]
Without a Finding of Due Care by the Office”. In addition, the title of Article 15 PLT
“Restoration of Rights” was replaced by “"Re-instatement of Application or Patent After a
Finding of Due Care by the Office”. Article 14(1) PLT refers to any situation where an
applicant (or owner) fails to comply with a time limit fixed by the Office.*** In the
“Report” of the first session (second part) of the Standing Committee on the Law of
Patents, it was suggested to move the provisions concerning reinstatement under
Article 14 PLT to Article 15 PLT, so that Article 14 PLT would concern only further
processing, not requiring intervening rights, and Article 15 PLT would concern all

reinstatement of rights.*>

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the second session of the Standing Committee on the Law of
Patents, Articles 13, 14, 15 and 16 PLT were renumbered to become Articles 10, 11, 12 and
13 PLT, respectively.”* In the corresponding “Notes” the distinction between

Articles 10,11, 12 and 13 PLT was explained by the International Bureau:™>

o Article 10 PLT provides for the extension of a time limit as of right, where the
request for such extension is made before the expiration of that time limit. It is
limited to the extension of time limits fixed by the Office for an actionin a
procedure before the Office and is subject only to the payment of a fee.
Accordingly, the applicant or owner concerned could not be required to state the

grounds on which the request under Article 10 PLT is based.*s®

5 "Draft Report” (prepared by the International Bureau), Standing Committee on the Law of
Patents, Document SCP/1/7 Prov. 1 (June 1998), ltem 161.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.
5t “Revised Text of Provisions referred to the International Bureau for Further Study” (prepared by
the International Bureau), Standing Committee on the Law of Patents, Document SCP/1/8
(October 1998).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3611.
Ibid., p. 25: Commentary on suggested changes to draft to Article 14(1) PLT.
53 "Report” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/1/11 (December 1998), Item 185,
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3611.
5% "Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/2/3 (February 1999).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
55 "Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/2/4 (February 1999), Item 10.01.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
1bid., Item 10.01.
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o Incontrast, Articles 11 and 12 PLT apply where the request for relief is made after
the expiration of the time limit concerned. Article 11 PLT provides for the Office to
consider the time limit to have been complied with, and to continue processing and
re-instate any rights with respect to the application [or patent], subject only to the
payment of a fee, provided that the request is filed, and the requirements in
respect of which the time limit applied are complied with in due time.™ As in the
case of Article 10 PLT, Article 11 PLT is limited to the extension of time limits fixed
by the Office for an action in a procedure before the Office.

o Asinthe case of Article 11, Article 12 PLT provides for the re-instatement of rights
where the request is made after the expiration of the time limits concerned. In
contrast to Article 11 PLT, Article 12 PLT is not restricted to time limits fixed by the
Office but applies to any time limit in respect of which failure to comply has the
direct consequence of causing a loss of rights with respect to the application or
patent concerned.*®

o Article 13 PLT provides for the addition of a priority claim [Article 13(2) PLT]. In
addition, Article 13 PLT provides for the restoration of a priority claim in the case of
the delayed filing of the subsequent application [Article 13(2) PLT] or the failure to
furnish a copy of the earlier application within the prescribed time limit
[Article 13(3) PLT]. In order to avoid the possibility of double relief, the time limits
referred to in Article 13(1), (2) and (3)(a) PLT are expressly excluded in the

exceptions under Articles 10 to 12 PLT.™®

Each of Articles 10 to 13 PLT sets the maximum standard which a PLT Contracting Party
may apply. A PLT Contracting Party would be permitted, but not obliged, to dispense
with any requirement under these Articles, or to apply any requirement or provide any
relief which, from the viewpoint of applicants, owners or other interested persons, is
more favorable than the requirements or relief prescribed in these Articles and
associated Regulations.*®

In preparation for the second session of the Standing Committee on the Law of Patents,
the Delegation of the United States submitted a proposal for a revised text of the
Articles 10 to 12 PLT.*" This proposal was based on the Delegation’s preference to
continue the present system in its country, under which the vast majority of requests for
extension of time limits are filed after the expiration of the time limit, but before the
expiration of the extension period, and must be accompanied by the requirements

7 Ibid., ltem 10.02.

8 Ibid., Iltem 10.03.

9 Ibid., ltem 10.04.

% 1bid., Item 10.05.

%t “Draft Article 10 to 12 and Draft Rules 12 to 14” (prepared by the Delegation of the United
States of America), Standing Committee on the Law of Patents, Document SCP/2/8
(April 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
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needed to comply with the original time limit.**> The Delegation of the United States
considered this procedure to be user-friendly, and to reduce the administrative burden
on the Office. However, the Delegation of Germany, supported by other Delegations,
proposed that Articles 10 to 12 PLT and the related Rules be retained. These Delegations
emphasized that users were familiar with the practice of submitting requests for
extension of a time limit prior to the expiration of the time limit, and referred to the need
for a clear distinction between the procedures under Articles 10 and 11 PLT.*3 In
addition, the Representative of the European Patent Organization, supported by other
Representatives, emphasized that Articles 10 to 12 PLT were important provisions for
applicants, and that extensions under Article 10 PLT should be retained and be

distinguished from reinstatement of rights under Articles 11 and 12 PLT.**

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the third session of the Standing Committee on the Law of
Patents, Article 10 PLT (“relief in respect of the non-compliance with a time limit”) was
reformulated to provide for relief in respect of the non-compliance with a time limit fixed
by the Office with regard to an application or a patent, without specifying the form of
relief.*s In particular, Article 10 PLT does not distinguish between extensions of time
limits filed after the expiration of the unextended time limit and remedies like continued
processing, which have the effect to reinstate the rights of the applicant or owner. It only
obliges PLT Contracting Parties to provide for at least one relief for applicants or owners
in the case of a missed time limit, subject only to a request and the payment of a fee.**®
The discussion on Article 11 PLT (“Continued processing and re-instatement of rights
without a finding of due care by the Office”) was discontinued until agreement on

Article 10 PLT was achieved in the Standing Committee. The text of Article 12 PLT
(“Re-instatement of rights after a finding of due care or unintentionality by the Office”)
was “framed” indicating that the Article had been adopted by the Standing Committee.

In the “Report” of the third session of the Standing Committee on the Law of Patents, the
basic concept of draft Article 10 PLT providing certain relief without specifying its
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"Report” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/2/13 (April 1999), Item go.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

Ibid., Item g2.

Ibid., Item g93.

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/3/2 (June 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

"Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/3/3 (June 1999), Item 10.02.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3824.
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mechanism was supported in general.**” However, some Delegations preferred to
accommodate both requests filed before and after the expiration of the time limit. Based
on the discussion, the International Bureau presented a revised text of Article 10 PLT for
consideration by the Committee, which reads as follows:**®

Article 10(1) [Extension of Time Limits]

A Contracting Party may provide for the extension, for the period prescribed in the
Regulations, of a time limit fixed by the Office for an action in a procedure before the
Office in respect of an application or a patent, if a request to that effect is made to the
Office in accordance with the requirements prescribed in the Regulations, and the
request is made, at the option of the Contracting Party:

(a) prior to the expiration of the time limit; or
(b) after the expiration of the time limit, and within the time limit prescribed in the
Regulations.

Article 10(2) [Continued Processing]

Where an applicant or owner has failed to comply with a time limit fixed by the Office of
a Contracting Party for an action in a procedure before the Office in respect of an
application or a patent, and that Contracting Party does not provide for extension of a
time limit under paragraph (1)(ii), the Contracting Party shall [notify the applicant or
owner, and] provide for continued processing with respect to the application or patent
and, if necessary, re-instatement of the rights of the applicant or owner with respect to
that application or patent, if:

(i) arequest to that effect is made to the Office in accordance with the requirements
prescribed in the Regulations;

(i) the request is made, and all of the requirements in respect of which the time limit
for the action concerned applied are complied with, within the time limit
prescribed in the Regulations.

The above text of Article 10 PLT is a combination of the earlier Articles 10 and 11 PLT and
is already relatively close to the text adopted during the Diplomatic Conference. As
regards Article 10(1) PLT, several Delegations supported the text suggested by the
International Bureau; other Representatives were in favor of replacing “may” by
“shall”.**9 With respect to Article 10(2) PLT, a proposal by the Delegation of Germany,
supported by other Delegations, to delete the words “[notify the applicant or owner,
and]” was adopted. Draft Article 11 PLT was deleted, consequential to the amendment of
Article 10 PLT.

7 “Report” (adopted by the Standing Committee), Standing Committee on the Law of Patents,
Document SCP/3/11 (September 1999), Item 64.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3824.

Ibid., ltem 71.

%9 1bid., Item 72.
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5.2.3 Diplomatic Conference for the Adoption of the PLT

In the Draft Proposal submitted to the Diplomatic Conference for the Adoption of the
Patent Law Treaty submitted by the Director General of WIPO, Article 10 PLT on “Relief
in respect of time limits” was renumbered to become Article 11 PLT and Article 13 PLT on
"Re-instatement of rights after a finding of due care or unintentionality by the Office”
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was renumbered to become Article 22 PLT.

During the meetings at the Diplomatic Conference for the Adoption of the Patent Law
Treaty the filing date requirements were extensively discussed. A Delegation asked
whether a PLT Contracting Party was obliged to provide for the extension of time limits
even though Article 112(2) PLT was a “may” provision. A representative of the World
Intellectual Property Organization (WIPO) referred to Article 11(2) PLT according to
which a PLT Contracting Party that did not provide for the extension of time limits after
the expiration of the time limit [Article 12(2)(ii) PLT] would be obliged to provide

7 A representative of the European Patent Organization said that

continued processing.
Article 11(2) PLT was the core provision of the whole Article, making it mandatory to
provide for relief of missed time limits, either in form of an extension of the time limit

requested after its expiry, or through continued processing.”*

A Representative of the Delegation of Singapore said that, according to Article 11(2) PLT,
it would appear that if the applicant were not to comply with the requirements after the
expiration of the time limit, the PLT Contracting Party should provide for continued
processing and, if necessary, reinstate the right of the applicant. This pre-supposed that
there was some discretion left to the PLT Contracting Party, whether or not to grant the
extension. Concerning the prohibition of other requirements in Article 11(5) PLT, she said
that it appeared that a Contracting Party would not be able to ask the applicants for
reasons as to why such a delay had occurred.”? A representative of the WIPO explained
that the intent of Article 11 PLT as compared to Article 12 PLT was that a PLT
Contracting Party could not require the furnishing of reasons for which the time limit was
missed. The reason for using the work “if necessary” in respect of continued processing
was that under different national systems providing for continued processing, some
considered that the rights had been lost upon the expiration of the time limit and others
consider those rights only to be lost upon the expiration of the period for requesting

*7° “Basic Proposal for the Patent Law Treaty” (submitted by the Director General of WIPO),

Diplomatic Conference for the Adoption of the Patent Law Treaty, Document PT/DC/3

(November 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

Summary Minutes of the Main Committee | (prepared by the International Bureau); 13" session

(Monday, May 22, 2000, morning); published in Records of the Diplomatic Conference for the

Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Items 1196 and 1197.

Ibid., ltem 1213.

3 Summary Minutes of the Main Committee | (prepared by the International Bureau); 14" session
(Monday, May 22, 2000, afternoon); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), ltem 1225.
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continued processing. Therefore, in some cases, rights would have to be reinstated and
in other cases the rights would not have to be reinstated and there would simply be
continued processing.*’*

After discussion, Article 11 PLT and the corresponding Rule 12 PLT were adopted.”

With respect to Article 12 PLT, a Representative of the WIPO explained that Article 12
PLT provided for the re-instatement of rights after a finding of due care or
unintentionally by the Office. In contrast to Article 11 PLT, Article 12 PLT was not limited
to time limits fixed by the Office, but applied to any time limit for an actionin a
procedure before the Office. It also only dealt with time limits where failure to comply
had the direct consequence of causing loss of rights with respect to an application or
patent.””® There was some discussion on the word “all” in relation to the formulation in
item (iv) of Article 12(1) PLT reading “the Office finds it a failure with the time limit
occurred in spite of all due care or, at the option of the Contracting Party, that any delay
was unintentional.” Many Delegations desired to keep the words “due care” whereas the
word “all” seemed to create some possibility of misinterpretation and its replacement

|II

with another term seemed difficult. Eventually, the word “all” before “due care” was
deleted and adopting a special Agreed Statement defining the standard of “due care”

was not deemed necessary.””’

A Representative of the Russian Federation noted that, whereas Article 11(2) PLT placed
an express obligation on the Contracting Parties, Article 12 PLT did not. This created the
impression it merely confines or requires certain actions of the Office with regard to the
reinstatement of rights. He stated that the construction in both should provide for an

obligation on the PLT Contracting Party."’®

The suggestion of a Representative of the
WIPO that the problem could be remedied by simply adding the words: “A Contracting
Party shall provide that” at the beginning of Article 12(1) PLT was supported and

accepted by other Delegations.”®

After discussion, Article 12 PLT and the corresponding Rule 13 PLT were adopted.*®

7% Ibid., Item 1226.

75 Ibid., ltems 1199, 1219, 1229, 1257 and 1283.

78 Ibid., Item 1285,

77 Ibid., Iltem 1314.

8 Summary Minutes of the Main Committee | (prepared by the International Bureau); 15" session
(Tuesday, May 23, 2000, morning); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 1225.

79 Ibid., ltems 1386, 1387 and 1392.

8 1bid., ltems 1392, 1399, 1400, 1412, 1450 and 1476.
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5.4 Restoration of priority right

5.4.1 Committee of Experts on the Patent Law Treaty

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the first session of the Committee of Experts on the Patent Law
Treaty there was no article on restoration of the priority right.*** In the “Report” adopted
by the Committee of Experts, a number of Delegations favored, amongst other things,
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the inclusion in the PLT of provisions relating to restoration of rights.

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the second session of the Committee of Experts on the Patent
Law Treaty there also was no article on restoration of the priority right.**3 In the “Report”
adopted by the Committee of Experts, the Delegation of Canada expressed its support
for the proposals for harmonization contained in the documents. Although it recognized
the practical constraints involved, the Delegation hoped that it would be possible to deal
with a somewhat broader range of issues, for example, the restoration of priority rights
where the 12-month priority period was inadvertently missed in spite of all due care
required by the circumstances.*®* In addition, the Representative of the Japan Patent
Attorneys Association (JPAA) also proposed that the PLT cover additional topics, such as
the restoration of rights.*®> After a full discussion, the Committee of Experts agreed to
recommend that two additional topics should be included in the next draft of the PLT
including the belated claiming of priority (delayed submission of priority claim and

delayed filing of the subsequent application).*®

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the third session of the Committee of Experts on the Patent Law
Treaty there was a new Article 13 PLT “Belated claiming of priority”.** This provision was

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/I/2 (October 1995).
"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/l/5 (December 1995), Items 46 (Japan), 169 (international Bureau),
200 (observer organization) and 205 (France and AIPPI).

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/Il/2 (April 1996).
"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/Ill/5 (June 1996), Item 16.

Ibid., Item 33.

Ibid., Item 276.

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/Ill/2 (September 1996).
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modeled after Article 7 of the Basic Proposal submitted to the 1991 Diplomatic

Conference in relation to the “Patent Harmonization Treaty”.**®

Article 13(2) PLT addresses the situation in which an application which could claim the
priority of an earlier application does not, when filed, contain such a claim. The
paragraph allows the claiming of priority in a separate declaration filed later than the
application. This is permissible since the Paris Convention does not require that the
priority claim (“the declaration” containing the priority claim, according to the
terminology of Article 4D(z) of that Convention) be contained in the subsequent
application itself.*®® Article 13(2) PLT provides for the restoration of the priority right
where a subsequent application is filed after, but within 2 months from, the date on
which the priority period expired. It applies only where the failure to file the application
within the priority period occurred in spite of all due care required by the circumstances
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having been taken.

In the meantime, the WIPO General Assembly and the Assembly of the Paris Union
(meeting in September/October 1996) considering a Memorandum by the Director
General in respect of Matters Concerning the Patent Law Treaty, decided, amongst
others, to include provisions relating to the belated claiming of priority (delayed
submission of priority claim and delayed filing of the subsequent application) in the draft
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Patent Law Treaty.

In the subsequent “Report” adopted by the Committee of Experts, the basic concept of
draft Article 13 PLT was supported in general.®* The Delegation of the United States of
America explained that the national procedure of its country provided for the levying of a
fee for a request for belated claiming of priority.™

In the fourth session of the Committee of Experts on the Patent Law Treaty Article 13 PLT
on “Belated claiming of priority” was renumbered to become Article 15 PLT.**In the
"Report” adopted by the Committee of Experts, the Delegation of France asked whether,

88 wRecords of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris

Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —

The Hague, 1991”, WIPO Publication No. 351(E), Article 7 "Belated claiming of priority”.

"Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law

Treaty, Document PLT/CE/IlI{3 (September 1996), ltem 12.01.

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),

Committee of Experts on the Patent Law Treaty, Document PLT/CE/Ill/2 (September 1996),

Article 13(2): “Delayed Filing of the Subsequent Application”.

"Scope of the Patent Law Treaty” (Memorandum by the International Bureau), Committee of

Experts on the Patent Law Treaty, Document PLT/CE/Ill/5 (October 1996).

"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law

Treaty, Document PLT/CE/IlI/6 (November 1996), Items 17 (Switzerland), 21 (Australia), 32

(Japan Patent Attorneys Association) and 114 (several Delegations).

3 Ibid., Item 202.

9% “"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/IV/2 (April 1997).
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under Article 15(2)(a) PLT, the priority period would be extended to 14 months or would
remain a 12-month period subject to possible restoration and, in the latter case, whether
third party rights would be recognized.™® The International Bureau replied that the
priority period would remain a 12-month period and that third party rights would not be
recognized in case of restoration.

In the fifth session of the Committee of Experts on the Patent Law Treaty the title of
Article 15 PLT was amended to become: “Addition and restoration of priority claim”.*%®
As before, Article 15(1) PLT addresses the situation in which an application which could
claim the priority of an earlier application does not, when filed, contain such a priority
claim.*” Article 15(2) PLT provides for the restoration of the priority right where a
subsequent application is filed after, but within 2 months, from the expiration of the
priority period. It was noted again that the priority period, namely the 12-month period
under Article 4C(1) of the Paris Convention, would not be extended.*® Article 15(3) PLT
provides a remedy for the applicant where his right of priority is lost because of the
failure on the part of the Office with which the earlier application was filed to provide a
copy of that application in time for the applicant to comply with the prescribed time
limit, despite a timely request for that copy having been made.*® A new paragraph (5)
was added to Article 15 PLT allowing a PLT Contracting Party to levy a fee in relation to
Article 15(z), (2) or (3) PLT to be paid to its Office.

In the “Report” adopted by the Committee of Experts, a number of proposals to amend
Article 15 PLT was discussed.**® One Delegation suggested that the period of 2 months
for making the request under Article 15(2)(a) PLT should be made a minimum. Other
Delegations suggested that the period should be the same for each Office. The
representative of an intergovernmental organization suggested that the period in
question should start from the filing date of the subsequent application.?** One
Delegation suggested the deletion of the words “and before any technical preparations
for publication of the subsequent application have been completed.” One Delegation,
supported by another Delegation, stated that the requirement that the subsequent

9 “"Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/IV/4 (June 1997), Item 218.
"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Committee of Experts on the Patent Law Treaty, Document PLT/CE/V/2 (October 1997).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.
97 “"Notes” (prepared by the International Bureau), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/V/3 (October 1997), Item 15.03.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.
9% Ibid., Item 15.06.
9 Ibid., Iltem 15.12.
29° "Report” (adopted by the Committee of Experts), Committee of Experts on the Patent Law
Treaty, Document PLT/CE/V/5 (December 1997), Item 233.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3286.
Ibid., Item 233.
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application was not received within the priority period “in spite of all due care required by
the circumstances” should be replaced by a requirement that the failure to furnish the
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subsequent application within the priority period was unintentional.”™* Accordingly, it

was agreed that the International Bureau would revise the corresponding provisions.

5.4.2 Standing Committee on the Law of Patents

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the first session of the Standing Committee on the Law of
Patents, Article 15 PLT on “Addition and restoration of priority claim” was renumbered to
become Article 16 PLT.**

Article 16(2) PLT in relation of the addition of a priority claim is modeled after a portion
of PCT Rule 26bis.1.>°4° Article 16(2) PLT in relation to restoration of the priority was
amended to include that the failure to furnish that application within the priority period
occurred either in spite of all due care required by the circumstances having been taken,
or, at the option of the PLT Contracting Party, was unintentional.*®

In the “Draft Report” of the first session of the Standing Committee on the Law of Patents,
a suggestion was adopted to broaden the scope of Article 16(1) PLT to also include
corrections of priority claims, as was the case under PCT Rule 26bis.1.>**” Following a
proposal by one Delegation, supported by other Delegations, it was agreed that the
period from the expiration of the priority date in Article 16(2) PLT should be prescribed in
the Regulations as not less than 2 months, and that subparagraph (b) should be
deleted.*® In response to a question by one Delegation, the International Bureau
confirmed that the effect of restoration of the priority right was that protection under
the right of priority would extend back to the priority date.**

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the second session of the Standing Committee on the Law of

*°* Ibid., Item 233.

%3 “Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/1/3 (April 1998).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.

% “Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/1/4 (April 1998), Item 16.02.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.

2% PCT Rule 26bis.1 entered into force on July 1, 1998.

%6 1bid., Item 16.06.

*7 “Draft Report” (prepared by the International Bureau), Standing Committee on the Law of

Patents, Document SCP/1/7 Prov. 1 (June 1998), Item 193.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3462.

Ibid., Item 195.

%9 Ibid., Item 196.
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Patents, Article 16 PLT was renumbered to become Article 13 PLT.**° In the
corresponding “"Notes” the scope of Articles 13 PLT in relation to Articles 10-12 PLT was
explained by the International Bureau (also see § 5.2.2): Article 13 PLT provides for the
addition of a priority claim [Article 23(2) PLT]. In addition, Article 13 PLT provides for the
restoration of a priority claim in the case of the delayed filing of the subsequent
application [Article 13(2) PLT] or the failure to furnish a copy of the earlier application
within the prescribed time limit [Article 13(3) PLT]. In order to avoid the possibility of
double relief, the time limits referred to in Article 13(z2), (2) and (3)(a) PLT are expressly
Each of Articles10to 23 PLT
sets the maximum standard which a PLT Contracting Party may apply. APLT

211

excluded in the exceptions under Articles 10 to 12 PLT.

Contracting Party would be permitted, but not obliged, to dispense with any
requirement under these Articles, or to apply any requirement or provide any relief
which, from the viewpoint of applicants, owners or other interested persons, is more
favorable than the requirements or relief prescribed in these Articles and associated
Regulations.**

In the “Report” adopted by the Standing Committee on the Law of Patents, the
Delegation of the Russian Federation proposed to add the words “Correction or” in the
title of Article 13 and paragraph (1), for conformance with PCT Rule 26bis.1.**3 In addition,
it was agreed to refer the question of movement of portions of the provision to the
Regulations to the International Bureau for further study.

In the “Draft Patent Law Treaty and Draft Regulations” prepared by the International
Bureau and presented at the third session of the Standing Committee on the Law of
Patents, there were only minor amendment to Article 13 PLT on “Correction, addition or
restoration of priority claim”.*** Later on, the title was amended to read: “Correction or
addition of priority claim; restoration of priority right”.?*> In the “Report” of the third
session of the Standing Committee on the Law of Patents, only minor amendments were

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/2/3 (February 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

"Notes” (prepared by the International Bureau), Standing Committee on the Law of Patents,
Document SCP/2/4 (February 1999), Item 10.04.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

Ibid., Item 10.05.

"Report” (adopted by the Standing Committee), Standing Committee on the Law of Patents,
Document SCP/2/13 (April 1999), Item 111.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

"Draft Patent Law Treaty and Draft Regulations” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/3/2 (June 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.

"Draft Patent Law Treaty: Working Document” (prepared by the International Bureau),
Standing Committee on the Law of Patents, Document SCP/3/7 (July 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3713.
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proposed and adopted.**® Amongst others, the word “may” in the chapeau of
Article 13(2) PLT was changed into “shall”.**’

5.4.3 Diplomatic Conference for the Adoption of the PLT

In the Draft Proposal submitted to the Diplomatic Conference for the Adoption of the
Patent Law Treaty submitted by the Director General of WIPO, Article 13 PLT on
“Correction or Addition of Priority Claim; Restoration of Priority Right” reads as follows
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(Article 6 relates to formal requirements in respect of the Application):

Article 13(1) [Correction or Addition of Priority Claim]

Except where otherwise prescribed in the Regulations, a Contracting Party shall provide
for the correction or addition of a priority claim with respect to an application (“the
subsequent application”), if:

(i) arequest to that effect is made to the Office in accordance with the requirements
prescribed in the Regulations;
(i) the request is made within the time limit prescribed in the Regulations; and
(iii)  the filing date of the subsequent application is not later than the date of the
expiration of the priority period calculated from the filing date of the earliest
application whose priority is claimed.

Article 13(2) [Delayed Filing of the Subsequent Application]

Where an application (“the subsequent application”) which claims or could have claimed
the priority of an earlier application has a filing date which is later than the date on
which the priority period expired, but within the time limit prescribed in the Regulations,
the Office shall restore the right of priority, if:

(i) arequest to that effect is made in accordance with the requirements prescribed in
the Regulations;
(i) the request is made within the time limit prescribed in the Regulations;
(iii) the request states the grounds on which it is based; and
(iv) the Office finds that the failure to file the subsequent application within the
priority period occurred in spite of all due care required by the circumstances
having been taken or, at the option of the Contracting Party, was unintentional.

1% “Report” (adopted by the Standing Committee), Standing Committee on the Law of Patents,
Document SCP/3/11 (September 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=3824.

*7 Ibid., Item 8o.

8 “"Basic Proposal for the Patent Law Treaty” (submitted by the Director General of WIPQ),
Diplomatic Conference for the Adoption of the Patent Law Treaty, Document PT/DC/3
(November 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.
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Article 13(3) [Failure to File a Copy of Earlier Application]

Where a copy of an earlier application required under Article 6(5) is not filed with the
Office within the time limit prescribed in the Regulations pursuant to Article 6, the Office
shall restore the right of priority, if:

(i) arequest to that effect is made in accordance with the requirements prescribed in
the Regulations; and
(i) the request is made within the time limit for filing the copy of the earlier
application prescribed in the Requlations pursuant to Article 6(5);
(iii) the Office finds that the request for the copy to be provided had been filed with
the Office with which the earlier application was filed, within the time limit
prescribed in the Regulations.

Article 13(4) [Fees]
A Contracting Party may require that a fee be paid in respect of a request under

paragraphs (1) to (3).

Article 13(5) [Opportunity to Make Observations]

A request under paragraphs (1) to (3) may not be refused, totally or in part, without the
requesting party being given at least one opportunity to make observations on the
intended refusal within a reasonable time limit.

The above text of Article 13 PLT is already relatively close to the text adopted during the
Diplomatic Conference.

With respect to Article 13 PLT a representative of the World Intellectual Property
Organization explained Article 13 PLT comprised three provisions relating to priority
claims, all of which were intended to be very user-friendly.**® The remedy of Article 13(2)
PLT already existed under the PCT in Rule 26bis.1. With respect to Article 13(2) PLT the
Representative of the WIPO explained that this paragraph provided for the restoration of
the priority right where the application claiming priority was not received by the Office
until after the expiration of the 12-month priority period. It did not provide for an
extension of the priority period provided for under the Paris Convention and the
provision would apply only after the expiration of that period.**°

A Representative of the Delegation of Argentina said that his Delegation considered
Article 13(2) PLT contrary to the provisions of Article 4C(1) and (2) of the Paris
Convention. Article 4C of the Paris Convention provided that priority periods started
from the filing date of the first application. The date from which the 12 months of priority
were to be counted was therefore the filing date of the first application. The proposal
contained in Article 13(2) PLT meant that, despite the fact that the priority period was

29 Symmary Minutes of the Main Committee | (prepared by the International Bureau); 16" session
(Tuesday, May 23, 2000, afternoon); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 1483.

Ibid., Item 1502.
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12 months, if the applicant showed that, in spite of due care, he had not been able to file
the application, the priority period would in effect be changed to 14 months. He
considered that that was a violation of the Paris Convention, as it introduced an
exception to its provisions.*** A Representative of the World Intellectual Property
Organization said that the opinion of the Standing Committee, in adopting this
provision, had always been that the Paris Convention provided a mandatory priority
period of 12 months but did not prevent any country from providing a priority right after
that period. Accordingly, it was the understanding of the Standing Committee, in
adopting Article 13(2) PLT, was that it was not a breach of the Paris Convention, although
it did provide obligations on States that were party to the Paris Convention beyond those

provided for in that Convention.**

Many Delegations expressed their support for

Article 13(2) PLT. A Representative of the European Patent Organization stated that
Article 13(2) PLT provided a well-balanced compromise between the general 12-month
priority period on the one hand, and the interests of inventors to have a safeguard in
exceptional circumstances, on the other. He also stated that the provision did not
provide for an extension, but for a restoration of the priority period.”*> The
Representative of the WIPO recalled that the provision under discussion had been
included in the draft PLT based on procedures that existed in a number of Member
States, because such procedures were felt to be very user-friendly. Noting that each of
those Member States might have a different basis for applying this procedure, he stated
that it would be very difficult for the Diplomatic Conference to select one of those
procedures as a basis and impose it on all States. He emphasized that the relief offered
was the most important issue for the purposes of the Treaty.*** A Representative of the
Delegation of Egypt stated that the relationship of Article 13(2) PLT to Article 4 of the
Paris Convention remained problematic. He therefore proposed to add the words “taking
into consideration the provisions of Article 4 of the Paris Convention” at the beginning of
Article 13(2) PLT.** In view of the fact that Article 15 PLT already determined the
relationship of the PLT with the Paris Convention by requiring each Contracting Party to
comply with the provisions of the Paris Convention, it was, eventually, decided to add to
the chapeau of Article 13(2) PLT a reference to Article 15 PLT: “Taking into consideration
Article 15, a Contracting Party shall provide that ...” rather than making direct reference

to Article 4 of the Paris Convention.?*®

With respect to Article 13(3) PLT, the Representative of the WIPO noted that it was
intended to address the situation where the applicant requested a copy of the earlier
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Ibid., Item 1505,

22 Ibid., Iltem 1506.

%3 Ibid., Item 1529.

224 |bid., Item 1533.

25 Ibid., Item 1536.

226 Symmary Minutes of the Main Committee | (prepared by the International Bureau); 26" session
(Tuesday, June 1, 2000, morning); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 2602.
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application on which the priority claim was based, but as a result of delays in the Office
with which the earlier application had been filed, he did not receive it in time to comply
with the period for filing that application, which was typically 16 months.*” On proposal
of the Delegation of Japan, a new paragraph (iv) was added to Article 13(3) PLT in order
to provide a basis for the requirement of submitting a copy of the earlier application as
prescribed in Rule 14(6)(b)(ii) PLT.?2%In addition, the words “A Contracting Party shall
provide that” were added at the beginning of Article 13(3) PLT as suggested by the
International Bureau.

With respect to the issue of the availability of priority documents a proposal by the
Delegation of the United Kingdom to include an Agreed Statement to be adopted by the
Diplomatic Conference was discussed.**® The proposed Statement addressed two issues,
namely the speedy supply of copies of priority documents for priority purposes, and the
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continued availability of applications used to establish priority.”*” A representative of the
WIPO said that the network approach to the access to priority documents was consistent
with the program which was undertaken at the International Bureau with regard, in
particular, to the establishment of the intellectual property digital libraries, that is
libraries in electronic forms of various intellectual property related information. One of
these libraries would contain priority documents. Such digital libraries could be made
available to Offices which could not, or did not wish to, create their own digital

231

libraries.*>* The Agreed Statement was adopted with some minor drafting

amendments.??

Agreed Statement 3 adopted by the Diplomatic Conference reads as
follows:*3 “When adopting Articles 6(5) and 13(3), and Rules 4 and 14, the Diplomatic
Conference urged the World Intellectual Property Organization to expedite the creation
of a digital library system for priority documents. Such a system would be of benefit to

patent owners and others wanting access to priority documents.”

5.5  Discussion

Since the continuation of the 1991 Diplomatic Conference in The Hague on the
harmonization of the substantive provisions of patent laws had become impossible in

27 Symmary Minutes of the Main Committee | (prepared by the International Bureau); 16" session
(Tuesday, May 23, 2000, afternoon); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Iltem 1573.

228 Ibid., Item 1586.

229 Symmary Minutes of the Main Committee | (prepared by the International Bureau); 22" session

(Friday, May 26, 2000, evening); published in Records of the Diplomatic Conference for the

Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), Item 2236.

Ibid., Item 2237.

> Ibid., Item 2238.

>3 Ibid., Item 2268.

33 “Agreed Statements by the Diplomatic Conference regarding the Patent Law Treaty and the
Regulations under the Patent Law Treaty adopted by the Diplomatic Conference on June 1, 2000”,
Statement 3.

See http://www.wipo.int/treaties/en/ip/plt/statements.html.
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view of the position taken by the Delegation of the United States of America (see § 1 and
§ 5), the World Intellectual Property Organization (WIPO) incited new negotiations in
1995 which eventually resulted in the adoption of the Patent Law Treaty (PLT) during a
Diplomatic Conference held in 2000. The resulting PLT focuses on the harmonization of
patent formalities with the aim of stimulating uniformity, simplification and cost
reduction within the international patent system.

During the negotiation process, a number of provisions in the PLT were modeled after
texts of Articles already contained in the Basic Proposal submitted to the 1991
Diplomatic Conference in relation to the “Patent Harmonization Treaty”.*** In addition,
many proposals to amend the Draft Articles and Draft Regulations under the PLT were
brought forward by the Delegations in order to accommodate the local practice in their
home countries. If no agreement could be reached on the implementation of such a
requirement often the desired amendment was incorporated in the PLT but without
prescribing that this was mandatory. As a consequence, the Patent Law Treaty contains
a mix of compulsory requirements (“shall”) and optional requirements which may be
implemented as compulsory (*may require”) by a PLT Contracting Party. Such diversity
of requirements does not stimulate the achievement of the goal of the PLT to
“streamline and harmonize” formal requirements set by national and regional Patent
Offices for the filing of national or regional patent applications, the maintenance of
patents and certain additional requirements.**®

From studying the documents relating to the negotiation history of the Patent Law
Treaty, it can be inferred that the role of the World Intellectual Property Organization
(WIPO) in the negotiation process resulting in the PLT was more of a facilitating nature
than aimed at obtaining a Treaty that encompasses mainly compulsory requirements.
The inclusion of optional requirements should only have been allowed in a limited
number of exceptional cases. On the other hand, it can be understood that the desire to
reach an agreement on a Patent Law Treaty, often made it necessary to bridge
differences; this was not always possible, and this is one of the reasons why there are so
many alternative routes in the PLT.

*3% “"Records of the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris
Convention as far as Patents are Concerned — Volume I: First Part of the Diplomatic Conference —
The Hague, 1991”, WIPO Publication No. 351(E).

*35 “Basic Features to the Patent Law Treaty” (prepared by the International Bureau) (November
2006), Item 2.

See http://www.wipo.int/patent-law/en/plt.htm.
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6. Guidance by WIPO

The World Intellectual Property Organization (WIPO) is a specialized agency of the
United Nations.?® It is dedicated to developing a balanced and accessible international
intellectual property system.**’

During the negotiation process of the Patent Law Treaty, the WIPO played an active role
by preparing draft texts of the PLT and its Regulations, looking for compromises and
seeking political agreement between the interests of the various States.

Since the adoption of the Patent Law Treaty (PLT), the involvement of the World
Intellectual Property Organization (WIPO) has diminished because there are no
centralized functions. The International Bureau of WIPO merely acts as depository of the
PLT and is not in a position to give an official interpretation of the Treaty, as such
interpretation is the exclusive competence of the PLT Contracting Parties.

The International Bureau has issued a set of Explanatory Notes on the PLT and
Regulations under the PLT; the Notes have not been adopted by the Diplomatic

Conference.?®

These Notes are helpful in understanding the meaning of the PLT.
However, these texts are based on the Notes prepared by the International Bureau of the
World Intellectual Property Organization in preparation for the meetings of the
Committee of Experts on the Patent Law Treaty and the Standing Committee on the Law of
Patents (SCP), which are sometimes difficult to understand, if one has not followed the

developments during the negotiation process.

In order to stimulate the electronic distribution of draft modifications in the Treaty and
the submission of comments and observations, a PLT Web Forum was established
following a decision of the PLT Assembly at its first session, which was held in Geneva
during the forty-first series of meetings of the Assemblies of the Member States of WIPO
(September 26 to October 5, 2005).?*° The PLT Web Forum is intended to be used for
consultations prior to the meetings of the PLT Assembly.

As the PLT is a mix of compulsory requirements (“shall”) and optional requirements
which may be implemented as compulsory (*may require”) by a PLT Contracting Party,

3% wAgreement between the United Nations and the World Intellectual Property Organization”
(Agreement entered into effect on December 17, 1974).

See http://www.wipo.int/treaties/en/agreement/.

*37 “Convention Establishing the World Intellectual Property Organization” (signed at Stockholm on
July 14, 1967 and as amended on September 28, 1979 (document WOo029EN).

See http://www.wipo.int/treaties/en/convention/trtdocs woo29.html.

3% “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 5.23.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

39 See http://www.wipo.int/meetings/en/details.jsp?meeting _id=9003.
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there are a lot of choices to be made when implementing the PLT into the

national/regional patent law of an aspirant PLT Contracting Party.**°

In 2010 a Questionnaire was established and placed on the PLT Web Forum to collect
information from the PLT Contracting Parties on how the PLT is implemented at the
national/regional level, and to share such information with current and future PLT
Contracting Parties, as well as with patent practitioners and the public.*** The
Questionnaire encompasses 11 categories of questions, amongst which are the following
ones:

Question 1 - Filing date [Article 5 and Rule 2 PLT];
Question 4 — Relief in respect of time limits [Article 11 and Rule 12 PLT];
Question 5 — Reinstatement of Rights [Article 12 and Rule 13 PLT];

o O O O

Question 6 — Restoration of priority rights where the filing of the subsequent
application was delayed [Article 13(2) and Rule 14(4) and (5) PLT];

o Question 7 — Restoration of priority rights where the filing of a copy of the earlier
application was delayed [Article 13(3) and Rule 14(6) PLT].

Most of these Questions are split into a number of sub-questions. By way of example,
two of the six sub-questions of Question 1 read as follows:

Q1-2 Does your Office accept a drawing as the element referred to as “a part which on
the face of it appears to be a description” in Article g5(1)(a)(iii) PLT?
[Reference: Article 5(1)(b) PLT].

Q1-5 Forthe filing date to be determined under Article 5(6)(b) PLT (filing of a missing
part of the description or a missing drawing), which of the optional elements
referred to in Rule 2(4) PLT are required by your Office?

[Reference: Rule 2(4) PLT].

Q1-6 Forareference to a previously filed application to replace the description and
any drawing for the purpose of the filing date under Article 5(7) PLT, which of
the requirements referred to in Rule 2(5) PLT are required by your Office?
[Reference: Rule 2(5) PLT]

A number of PLT Contracting Parties have posted answers to the Questionnaire.** From
the responses a large variety of choices can be observed. With respect to Q1-2 (Isa
“drawing” accepted as a “description”?), 8 PLT Contracting Parties answered “Yes”,

11 “"No” and one Party answered: "This is something we would consider on a case by case

basis if and when it arose.” *43

240

In the Articles of the PLT there are 19 occurrences and in the PLT Rules 58 occurrences of the
wording “may require”.

See http://www.wipo.int/plt-forum/en/questionnaire/.

See http://www.wipo.int/plt-forum/en/questionnaire/table.html. Currently (November 2011),
20 of the 28 PLT Contracting Pasties have responded to the Questionnaire.

43 Great Britain.
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With respect to Q1-5 (“filing missing parts of the description or missing drawings”) six

sub-questions have to be answered in relation to “which of the optional elements

referred to in PLT Rule 2(4) are required by your Office?” *#4

Question Qi1-5 Yes No
(a) A copy of the earlier application 16 3
(b) A copy of the earlier application and its filing date, certified as 7 12
correct

(c) Atranslation of the earlier application 12 7

(d) The missing part of the description or missing drawing must be 16 3
completely contained in the earlier application

(e) The application must contain an indication that the contents of 9 10
the earlier application were incorporated by reference

(f) Anindication as to where the missing part of the description or the 8 11

missing drawing is contained in the earlier application or in the
translation

With respect to Q1-6 (“filing by reference”) five sub-questions have to be answered in

relation to “which of the requirements referred to in PLT Rule 2(5) are required by your

Office?” *4°

Question Q1-6 Yes No
(a) The reference to a previously filed application must indicate the 14 5

filing date of the previously filed application

(b) A copy of the previously filed application 15 4
(c) A copy of the previously filed application, certified as correct 5 14
(d) A translation of the previously filed application 13 6
(e) The reference mentioned in PLT Article 5(7)(a) shall be to a 9 10

previously filed application that has been filed by the applicant or
his predecessor or successor in title

From the above comparison, it can be concluded that when a country considers

becoming a Contracting Party to the PLT, studying the responses to the Questionnaire is

not very helpful in making choices.

244 Ukraine declared that this procedure is “not applicable” in its Office.

*45 Serbia has declared that the Serbian Patent Law does not contain such provisions.
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When asked, the World Intellectual Property Organization (WIPO) provides assistance to
an aspirant PLT Contracting Party. Example texts have been prepared by the WIPO
which can be used as a guidance on how the requirements of the PLT can be
implemented in the national/regional law; these texts have no official status.

Two examples are given here. The first example of a textual suggestion relates to the
requirements for the accordance of a filing date [Article 5 PLT]. Such an Article could be
formulated as follows:24°

"Filing date of the Application

1. The accordance of the filing date of an application shall require that on such a date
the application filed with the Institution contains:

(a) an express indication that the grant of a patent is applied for;

(b) information identifying the applicant or allowing the applicant to be
contacted; and

(c) a part which on the face of it appears to be a description, or reference to a
previously filed application.

2. Avreference to a previously filed application under paragraph 1(c) shall state the
filing date and number of that application and the Office with which that
application was filed. The reference shall indicate that it replaces the description
for the purpose of the filing date.

3. Where the application contains a reference under paragraph 2, a copy of the
previously filed application shall be filed within two months from the date on which
the application containing the reference was received by the Institute. Where the
previously filed application is not in one of the official languages of [ ], a
translation thereof shall be filed within the same period.”

The second example relates to the remedy of “continued processing”. With respect to
providing relieve in respect of time limits, a PLT Contracting Party may provide for the
extension of a time limit fixed by the Office for an action in a procedure before the
Office, if a request to that effect is made to the Office in accordance with the
requirements prescribed in the Regulations, and the request is filed, at the option of the
Contracting Party either prior to the expiration of the time limit, or after the expiration of
the time limit [Article 11(12) and Rule 12(2) PLT]. In principle, the Patent Law Treaty does
not oblige a PLT Contracting Party to impose continued processing. However, the relief
is mandatory if it is not allowed to file the request for an extension of a time limit after
the expiration of the time limit [Article 11(2) and Rule 12(3) and (4) PLT]. This implies that
if a PLT Contracting Party chooses that the request for the extension of the time limit can
only be filed before the expiration thereof, providing continued processing is mandatory,

248 Note that this text is more or less the same as what can be found in Rule 40(1) implementing

the filing date requirements of Article 8o of the European Patent Convention (EPC 2000).
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but if a giving country allows that the request for extension can be filed after the expired
time limit (but within a certain period of time — Rule 12(2)(b) PLT), there is no need
providing for continued processing provisions. On the other hand, if the national law of a
PLT Contracting Party (already) has a provision on continued processing, it is not
mandatory to provide for the extension of time limits [see the wording “may provide for
the extension” in the chapeau of Article 11(2) PLT].

A textual suggestion in relation to providing * continued processing” in the patent law of
a PLT Contracting Party reads as follows:

1) Ifthe applicant for a patent has failed to perform an act in the course of the
procedure before the Institute within a time limit prescribed by this Law [or the
Regulations], the direct result of which is a loss of rights conferred by a patent
application, he may file a request for the continued processing. The Institute shall
allow the continued processing, provided that the applicant:

(a) files a request for the continued processing, and performs all the omitted acts
within a time limit referred to in paragraph 2 of this Article;
(b) pays the fee and procedural charges in accordance with Article [ ] of this Law.

2)  Atime limit for filing a request and for the performance of the omitted acts referred
to in paragraph 1 of this Article shall be two months from the notification to the
applicant or holder of a patent.

3) Ifthe omitted acts have not been performed within a time limit referred to in
paragraph 2 of this Article, or if the fees and procedural charges referred to in
Article [ ] of this Law have not been paid, a request for the continued processing
shall be considered as not filed, and the Institute shall issue a conclusion to that

effect.

4)  Arequest for the continued processing shall not be filed in the case of failure to
comply with a time limit:

(a) referred to in paragraph 2 of this Article,

(0) [..]

(c) forperforming all the acts in the appeal procedure,
(d) foractions in inter partes proceedings.

5)  The content of the request, the conditions and the procedure concerning the
request referred to in paragraph 1 of this Article shall be regulated more specifically
by the Implementing Regulations.

An aspirant PLT Contracting Party is, of course, entirely free to make its own choices
when implementing the Patent Law Treaty in its national/regional patent law.
Nevertheless, it is believed that such textual suggestions would be very helpful in
understanding and illustrating the scope of the PLT and would stimulate a more uniform
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implementation of the PLT in national/regional patent laws. A more active role of the

World Intellectual Property Organization would be welcomed in this respect.

7- Research questions

In this thesis the degree of alignment of the European Patent Convention (EPC) and the

Patent Cooperation Treaty (PCT) with requirements of the Patent Law Treaty (PLT) is

investigated.

o

In Chapter Il the requirements in the EPC for the accordance of a date of filing and
the option to file missing parts of the description or missing drawings are
investigated and compared to the requirements of the PLT.

In Chapter Ill the requirements in the EPC are studied for filing a European patent
application by reference to a previously filed application in relation to the
requirements of the PLT.

In Chapter IV the requirements in the PCT for the accordance of a date of filing and
the option to file missing parts of the description or missing drawings are
investigated and compared to requirements of the PLT.

In Chapter V the requirements in the EPC for the extension of time limits and the
remedy of further processing are investigated and compared to the requirements
of the PLT.

In Chapter VI the requirements in respect of the remedy of re-establishment of
rights under the EPC are investigated and compared with the requirements in
respect of the remedies of reinstatement of rights and restoration of priority right
under the PLT.

In Chapter VIl the requirements in the PCT for relief in respect of time limits under
the PLT and the remedy of reinstatement of rights in the PCT are investigated and
compared to the requirements of the PLT.
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EPC: FILING DATE REQUIREMENTS

Chapter Il - Filing date requirements under the EPC — an option
to extend subject-matter? *

1 Introduction

The Patent Law Treaty (PLT) entered into force in April 2005. The aim of the PLT is “to
harmonize and streamline”, on a world-wide basis, formal procedures relating to national
and regional patent applications and maintenance of patents. As the formality
requirements for filing a patent application vary from country to country, the PLT aims at
simplifying and harmonizing the rules in all participating countries. The PLT does not
establish a uniform procedure for all PLT Contracting Parties but leaves Parties free to
require fewer or more user-friendly requirements than those provided in the PLT.

During the past few years the main features of the Patent Law Treaty have been
implemented in the Patent Cooperation Treaty and in the European Patent Convention.
Whereas the EPO has implemented all options of the PLT during the EPC 2000 revision,
the PCT could only implement a subset of the PLT because the articles of the PCT could
not be amended.

2 Filing date requirements — Article 5 PLT

Article 5 of the PLT governs the requirements for the accordance of a date of filing.? In
particular, Article 5(12) PLT prescribes the elements of an application to be filed for the
purpose of according a date of filing. Firstly, the Office receiving the application
documents needs to be satisfied that the elements that it has received are intended as an
application for a patent. Secondly, the Office must be provided with indications which
identify the applicant and/or allow the applicant to be contacted. Instead of such
indications, the Office may accept evidence allowing the identity of the applicant to be
established or allowing the applicant to be contacted by the Office. Thirdly, the Office
must have received a disclosure of the invention, either in the form of what appears to be
a description or, where permitted, a drawing in place of that description. In addition,
Article 5(7) PLT obliges a Contracting Party to accept, at the time of filing, the

1

This Chapter is an updated version of an earlier publication: Cees Mulder and Derk Visser:
"Filing date requirements under the EPC — an option to extend subject-matter?” in epi
Information 2|10, pp. 44-48.

See http://216.92.57.242/patentepi/en/Information/epi-information.php.

This article has been drafted by the present author Cees Mulder, and completed by him,
taking into account valuable comments and suggestions by Derk Visser, who is therefore
mentioned as co-author.

The Patent Law Treaty was adopted on 1 June 2000 at a Diplomatic Conference in Geneva;
the Treaty entered into force on 28 April 2005. See WIPO Publication No. 258(E).

See http://www.wipo.int/treaties/en/ip/plt/.
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replacement of the description and any drawings in an application by a reference to a
previously filed application, subject to certain formal requirements.?

A Contracting Party is obliged to accord a date of filing to an application which complies
with the requirements of Article 5 PLT. Since the list of elements under Article 5(1) PLT is
exhaustive, a PLT Contracting Party is not permitted to require any additional elements
for afiling date to be accorded”. In particular, it is not permitted to require that the
application contains one or more claims, compliance with formal requirements (e.g. that
handwritten applications are not accepted), use of a prescribed language, or payment of
a filing fee.?

3 Implementation of the PLT in the EPC

Upon revising the European Patent Convention resulting in the so-called EPC 2000,° the
requirements set by the PLT were implemented into the EPC. Amongst others, the
following items were adopted in the Implementing Regulations of the EPC:

o Requirements for according a date of filing to a patent application [Article 5(1) PLT;
Rule 40 EPC] including relief with respect to language requirements [Article 5(2)(b)
PLT; Article 14(2) EPC implying that an application may be filed in any language];

o Filing a description and/or drawings by a reference to another application
[Article 5(7) PLT; Rule 40(2)(c) EPC];

o Filing missing parts of the description or missing drawings [Article 5(6) PLT; Rule 56
EPC];

Addition or correction of a priority claim [Article 13(1) PLT; Rule 52(2) and (3) EPC];
Restoration of right to priority [Article 13(2) PLT; Rule 136(2) EPC].

The EPO has chosen for a complete implementation of the PLT in the EPC. In contrast,
the PCT has only included a limited set of options of the PLT, because the Articles of the
PCT could not be changed. In this publication a few peculiarities will be discussed relating
to the specific implementation of the PLT into the EPC.

3.1 Filing date requirements — Rule 40 EPC

The requirements set out in Article 5 PLT have been incorporated in Rule 40 EPC,
implementing Article 8o EPC (all references to the EPC are to the EPC 2000). Rule 40(1)
EPC prescribes that the date of filing of a European patent application is the date on
which the documents filed by the applicant contain:

3 “Explanatory Notes on the PLT and the Regulations under the PLT”, WIPO Publication
No. 258(E), Note 5.23.
* Ibid., Note 5.02.
> Ibid., Note 5.02.
The revised European Patent Convention (EPC 2000) was adopted on 29 November 2000 at a
Diplomatic Conference in Munich and entered into force on 13 December 2007;
see http://www.epo.org/patents/law/legal-texts/epc.html.
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(@) anindication that a European patent is sought;

(b) information identifying the applicant or allowing the applicant to be contacted;
and

(c) adescription or reference to a previously filed application.

Rule 40(2) and (3) EPC deal with further requirements in the case where the applicant,
instead of filing a description, refers to a previously filed application. In particular,

Rule 40(2) EPC states that in this case the applicant must state the filing date and
number of that application and the Office’ with which it was filed, and indicate that the
reference replaces the description and any drawings. In addition, Rule 40(3) EPC requires
an applicant to file a certified copy of the previously filed application within two months
of filing the application. Since Rule 53(2) EPC applies mutatis mutandis, the applicant
need not file a copy of the previously filed application where this application is already
available to the EPO under the conditions specified by the President.® Where the
previously filed application is not in an official language of the EPO, a translation thereof
in one of these languages shall be filed within the same period.

When filing by reference, the date of filing accorded will be the date on which the
applicant complies with requirements (a) and (b) and correctly identifies the earlier
application [Rule 40(2) EPC]. If the applicant later on furnishes the certified copy of the
previously filed application in due time or the previously filed application is in the files of
the EPO, all requirements for obtaining a filing date are met.

If the applicant does not provide the certified copy of the previously filed application in
due time [Rule 40(3) EPC, first sentence] and such copy is not already available to the
EPO, the applicant will receive a communication under Rule 55 EPC, requesting him to
file the certified copy within a non-extendable period of two months. If he files the
certified copy within this period, the application will retain the filing date
originally-accorded by the EPO. If the applicant does not provide the certified copy in
due time, the application will not be treated by the EPO as a European patent
application.® This implies that the filing date which was already accorded upon filing the
reference to the previously filed application is taken away retroactively.

The requirement in Rule 40(3) EPC that the applicant must file a translation of the
previously filed application, where that application is not in an official language of the
EPO, has no influence on the accordance of the date of filing, in spite of the fact that the
requirement is provided in Rule 40 EPC. Hence, if the applicant does not furnish a

7 Note that, contrary to the wording of Rule 40(2) EPC, the Request-for-Grant form (EPO
Form 1001) requires the applicant to fill in the “State” where the previous application was
filed.

See http://www.epo.org/applying/forms-fees/forms.html.

Guidelines for Examination in the European Patent Office (April 2010); Part A, Chapter I,

§ 4.1.3.1.

see http://www.epo.org/patents/law/legal-texts/quidelines.html.

9 Ibid., Part A, Chapterll, § 4.1.5.

53



PATENT LAW TREATY

required translation of the previously filed application, the date of filing already accorded
to his application is not taken away (retroactively). In the last sentence of Guidelines

Part A, Chapter I, § 4.1.4, the EPO confirms that: “"The filing date is unaffected by a
missing translation.” In the case of a missing translation pursuant Rule 40(3) EPC, the
EPO will send the applicant not a communication according to Rule 55 EPC but a
communication according to Rule 58 EPC, informing him that the required translation
has not been filed and requesting him to file the translation within a non-extendable
period of two months.*

As Rule 55 EPC implements Article go(1) EPC [accordance of a date of filing] and Rule 57
and Rule 58 EPC implement Article 9o(3) and Article go(4) EPC, respectively
[examination of formality requirements], the furnishing of a required translation of the
previously filed application should not have been included in Rule 40 EPC. The presence
of the translation requirement in Rule 40 EPC is confusing, because its title, "Date of
filing”, suggests that all requirements listed in Rule 40 EPC have to be met in order to
meet the requirements for the accordance of a date of filing.

In the opinion of the author, the requirement in Rule 40(3) EPC that the applicant must
file a translation of the previously filed application, where that application is not in an
official language of the EPO, should be removed from Rule 40 EPC because it does not
belong to the requirements for the accordance of a date of filing, and does not
implement Article 8o EPC.

It is proposed to include the translation requirement in Rule 6(1) EPC by adding a
reference in the provision to Rule 40(3) EPC, which makes it clear that the provision of
the translation is not a filing date requirement. The addition to Rule 6(1) EPC has the
further advantage that it is immediately clear that the translation of a previous
application filed under Rule 40(3) EPC is a translation under Article 14(2) EPC because of
the reference in Rule 6(2) EPC to this Article. Without the connection with Article 14(2)
EPC, itis not clear whether the translation may be corrected after filing by bringing it
into conformity with the application as filed and what the sanction is on not filing the
translation (deemed withdrawn). At present, the possibility for correction and the
sanction have only a basis in the Guidelines.™ It should be noted that even the
Explanatory Notes of the EPO to the Implementing Regulations** regarded the

* Ibid., Part A, Chapter I, § 4.1.5 and Chapter lll, § 14.

" Ibid., Part A, Chapter lll, § 14: “Failure to file the translation on time in response to the
invitation under Rule 58 EPC results in the application being deemed to be withdrawn
according to Article 14(2) EPC. The EPO will then notify the applicant of this loss of rights
according to Rule 112(2) EPC.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 57 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

12
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translation requirement in Rule 40(3) EPC to be a lex specialis, not related to Article 14(2)
EPC, having refusal under Article 9o(5) EPC as sanction.

3.2 Filing missing items — Article 5(6) PLT

Article 5(6) PLT obliges a PLT Contracting Party to allow the inclusion, in the application,
of a missing part of the description or a missing drawing that is filed within a prescribed
time limit.” It applies whether or not the applicant has been notified of a missing item.
Normally, the late filing of a missing item causes the filing date to become the date of
receipt of the missing item, provided that all of the other requirements for the according
of a filing date are complied with on that date [cf. Rule 2(3) PLT].

In particular, Article 5(6)(b) PLT obliges a Contracting Party to allow, upon the request of
the applicant, the inclusion of a missing part of the description or of a missing drawing in
the application without loss of the filing date, where that missing part or missing drawing
is “completely contained” in an earlier application from which priority is claimed,
provided the additional formality requirements are complied with [cf. Rule 2(3) and (4)
PLT].* The PLT leaves the question of whether, in a particular case, a missing part of the
description or a missing drawing is completely contained in the earlier application to the
Office to determine on the facts of that case.

The wording of Article 5(6)(b) PLT is very specific with respect to the nature of the earlier
application and by when that application must be mentioned:

Where the missing part of the description or the missing drawing is filed under
subparagraph (a) to rectify its omission from an application which, at the date on
which one or more elements referred to in paragraph (1)(a) were first received by the
Office, claims the priority of an earlier application, the filing date shall, upon the
request of the applicant filed within a time limit prescribed in the Regulations, and
subject to the requirements prescribed in the Regulations, be the date on which all
the requirements applied by the Contracting Party under paragraphs (1) and (2) are
complied with.

The italicised part of the above paragraph makes clear that when the applicant desires to
make use of the provision of Article 5(6)(b) PLT to incorporate a missing part of the
description or a missing drawing into an already filed application without loss of the filing
date initially accorded by the Office, the earlier application must not only be a priority
application but also that the priority of this earlier application must have been claimed on
“the date on which one or more elements” referred to in Article 1(a) PLT “were first
received by the Office”.

3 “Explanatory Notes on the PLT and the Regulations under the PLT” (WIPO Publication
No.258), Note 5.20.
* Ibid., Note 5.21.
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Note, that the PCT*® upon implementing the filing of missing items without loss of the
initial filing date [see e.g. PCT Rule 20.6] has taken over, in PCT Rule 4.18, the literal
wording of Article 5(6)(b) PLT, stating:

Where the international application, on the date on which one or more elements
referred to in PCT Article 11(1)(iii) were first received by the receiving Office, claims the
priority of an earlier application, the request may contain a statement that, where an
element of the international application referred to in PCT Article 11()(iii)(d) or (e) or
a part of the description, claims or drawings referred to in PCT Rule 20.5(a) is not
otherwise contained in the international application but is completely contained in
the earlier application, ...

The PCT does not allow late filing of missing items based on a priority claim added after
the date of filing.*

3.3  Filing missing items — Rule 56 EPC

The requirements as set out in the Article 5(6) PLT for filing missing items have been
taken over in Rule 56 EPC implementing Article go EPC.

After receipt of the application, the EPO will first examine whether the application is
entitled to a date of filing. If during this check the EPO notes that parts of the description
or that drawings appear to be missing, it will invite the applicant to file the missing items
within two months from invitation [Rule 56(1) EPC]. If the applicant does not reply to this
invitation in time, all references to the missing items are deemed to be deleted

[Rule 56(4)(a) EPC]."

According to Rule 56(2) EPC, the applicant may also file missing parts of the description
or file missing drawings of his own motion (without being invited to do so by the EPO)
within two months of the date of filing. In the (rare) event, that the applicant is invited by
the EPO to file the missing item, the 2-month period under Rule 56(1) EPC takes
precedence over the 2-month period of Rule 56(2) EPC, the latter period always expiring
earlier because it is coupled to the initially accorded filing date. The last sentence of

Rule 56(1) EPC stipulates that the applicant may not invoke the omission of a
communication from the EPO under Rule 56(1) EPC.

If an applicant files a missing part of the description or a missing drawing of his own
motion or upon invitation from the EPO, the normal situation is that the application is
re-dated to the date on which the missing item is received by the EPO; the EPO informs

> On 1 April 2007, the Regulations under the Patent Cooperation Treaty were amended to

implement provisions of the Patent Law Treaty; for the text of the PCT Regulations as in force
since 1 July 2009,

see http://www.wipo.int/export/sites/www/pct/en/texts/pdf/pct regs.pdf.

PCT Applicant’s Guide — International Phase, item 6.028,

see http://www.wipo.int/pct/quide/en/gdvoli/pdf/gdvoli.pdf.

Guidelines for Examination in the EPO (April 2010), Part A, Chapter I, § 5.1.

16
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the applicant accordingly [Rule 56(2) EPC].*® If the applicant is “not happy” with the later
filing date, because, e.g., he realises that the re-dating causes him to lose priority from an
earlier application, he can retract the effect of the re-dating by withdrawing the missing
item(s) within one month from the communication of Rule 56(2) EPC, in which case the
re-dating is deemed not to have been made [Rule 56(6) EPC].*

In paragraph 3 of Rule 56 EPC, the EPO allows an applicant to file missing parts of the
description or to file missing drawings (within the prescribed periods) without loss of the
initial filing date. Of course, a lot of requirements have to be met in order to allow for this;
the Guidelines Part A, Chapter ll, § 5.4 summarize the criteria to be satisfied:

(i) the missing parts are filed within the applicable time limit;

(ii) the application claims priority;

(iii) the applicant requests that the late-filed parts be based on the claimed priority in
order to avoid a change in the date of filing, and does so within the applicable time
limit;

(iv) the late-filed parts of the description, or drawings, are completely contained in the
claimed priority application;

(v) the applicant files a copy of the priority application within the applicable time limit,
unless such copy is already available to the EPO under Rule 53(2) EPC [Rule 56(3)(a)
EPC];

(vi) where the priority document is not in an official language of the EPO, the applicant
files a translation into one of these languages within the applicable time limit,
unless such a translation is already available to the EPO under Rule 53(3) EPC
[Rule 56(3)(b) EPC];

(vii) the applicant indicates where in the priority document and, if applicable, where in
its translation, the late-filed missing parts of the description, or drawings, are
completely contained, and does so within the applicable time limit [Rule 56(3)(c)
EPC].

The “applicable” time limit mentioned above is either the 2-month period of Rule 56(1)
[invitation from the EPO to file missing items] or the 2-month period of Rule 56(2) EPC
[applicant files missing items of his own motion].

If a request according to Rule 56(3) EPC does not comply with one or more of the above
requirements (ii)-(iv), the date of filing will change to the date on which the EPO received
the late-filed missing items of the application; the EPO informs the applicant accordingly
[Rule 56(2) EPC]. If the request according to Rule 56(3) EPC does not comply with one or
more of the above requirements (v)-(vii), the date of filing will change to the date on

® Ibid., Part A, Chapter I, § 5.3.
9 Ibid., Part A, Chapterll, § 3.2.2.
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which the EPO received the late-filed missing items of the application; the EPO informs
the applicant accordingly [Rule 56(5) EPC].*°

The formulation of Rule 56(3) EPC requires that “... the application claims priority of an
earlier application ...” but it does not prescribe when such a priority claim must be made.
The Guidelines specify in this respect:™

Where the applicant files a request under Rule 56(3) EPC, the priority claim in
question must have been in existence no later than the filing of this request. To this
end, the applicant can file a simultaneous request, contained in one single
submission:

(i) toinsertanew priority claim not present when the application was filed
according to Rule 52(2) EPC, and

(i) to base late-filed missing parts of the description, or drawings, on that
priority claim according to Rule 56(3) EPC.

This is subject to the proviso that the above simultaneous request respects both the
time limit according to Rule 52(2) EPC for insertion of a new priority claim and the
applicable time limit for making the request according to Rule 56(3) EPC. If this is the
case, then the requirement under Rule 56(3) EPC that priority be claimed is met.

From the above, it becomes clear that the Guidelines allow an applicant to add a priority
claim after the date of filing and, subsequently or simultaneously, allow him to file
missing parts of the description or missing drawings based on this later inserted priority
claim. This is a broadening of Article 5(6)(b) PLT, which requires that, upon the
incorporation of a missing part of the description or a missing drawing into an already
filed application based on a priority application, the priority of this earlier application
must have been claimed on the date one or more elements of the application were first
received [see the discussion above].

Apart from deviating from a mandatory requirement of the PLT, this “leniency” in the
Guidelines with respect to the later insertion of a priority claim represents a direct
violation of Article 123(2) EPC, which provides that the European patent application may
not be amended in such a way that it contains subject-matter which extends beyond the
application as filed. The following two examples will clarify this.

3.3.12 Example1

An applicant has invented a new method of preparing chemical compounds. He has filed
a European patent application EP-A describing and claiming the new method and a new
compound obtained by the method. In the priority year, more experiments are carried
out and a second, new compound is prepared by the new method. A European patent
application EP-B is filed, describing and claiming the second compound. The description

20

Ibid., Part A, Chapter Il § 5.4, last paragraph.
** Ibid., Part A, Chapterll, § 5.4.1.
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of this later application gives a brief account of the method for preparing the second
compound.

Shortly after filing EP-B, the applicant realises that EP-B might suffer from insufficiency
of disclosure [Article 83 EPC], because the method has not been described in full, the
method in EP-A was not published before the filing date of EP-B and the method is not
known from the common general knowledge.** Within two months from the filing date
of EP-B, the applicant files a passage from the description of EP-A containing the full
disclosure of the preparation method as “missing part of the description” for inclusion
into EP-B, at the same time adding to EP-B a priority claim to EP-A. This practice is
currently sanctioned by the Guidelines.*

This way the applicant can add subject-matter to an application after the filing date to
remedy an apparent insufficiency of disclosure of the application. As the priority claim to
EP-A was not made on the filing date of EP-B, the “application as filed” had no
“knowledge” of the “intention” of the applicant to add later on subject-matter to EP-B.
This is a direct violation of Article 123(2) EPC, in the opinion of the author.

3.3.2 Example 2

An applicant has invented multiple solutions for a problem of a known product. As the
applicant neither knows yet which solution will eventually be implemented in the
products nor what his competitors will do, he files a number of patent applications in
order to keep his options open. The applicant files a European patent application (EPz,
EP2) for each solution, each application describing and claiming a novel and improved
product, implementing one of the solutions, in broad terms with detailed embodiments
in the description.

Shortly after filing EP2, the applicant realizes that some of the embodiments described
in EP1 but not in EP2, are also covered by the claims of EP2. The applicant, within two
months from the filing date of EP2, files a passage from the description of EP1 containing
the text of the desired extra embodiments as “missing part of the description” into EP2,
at the same time adding to EP2 a priority claim to EP1. Currently, this practice is also
sanctioned by Guidelines.** After receiving the search opinion [Rule 137(2) EP(], the
applicant can file amended claims incorporating these embodiments as dependent
claims in EP2.

As the priority claim to EP1 was not made on the filing date of EP2, the application “as
filed” did not contain the extra embodiments. The later addition of the priority claim and
filing missing parts completely contained in the priority application as permitted by

2 Ibid., Part C, Chapter IV, § 11.2 and 11.3.
> Ibid., Part A, Chapterll, § 5.4.1.
** Ibid., Part A, Chapterll, § 5.4.1.
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Rule 56 EPC, allows the applicant to extend the subject-matter of his application after
the filing date, contrary to Article 123(2) EPC.

4 Conclusion

The Guidelines Part A, Chapter ll, § 5.4.1 implementing Rule 56(3) EPC allowing an
applicant to add a priority claim after the filing date of a European patent application and
to file missing parts based on this earlier application, are in conflict with Article 123(2)
EPC. It is recommended to change Rule 56(3) EPC to conform to Article 5(6)(b) PLT.
Alternatively, the cited section of the Guidelines should be amended to stipulate that if
the applicant desires to file missing items based on a priority application, the priority
claim should have been made on the filing date of the application. This would avoid
problems with extension of subject-matter with respect to the application “as filed”
[Article 123(2) EPC] and would bring the EPC in line with the requirements of the PLT in
respect of filing missing items.

In accordance with the requirements set by the PLT, the PCT requires that the priority
claim be present “on the date on which one or more elements referred to in PCT
Article 11(2)(iii) were first received by the receiving Office” if the applicant desires to
include missing items without loss of the filing date.

5 Additional comment on Rule 56 EPC

It should be noted that the application of Rule 56 EPC is not limited to the filing stage of a
European patent application. For example, when the Receiving Section has decided not
to re-date the application under Rule 56(2) or (5) EPC, but the search examiner is of the
opinion that the subsequently filed missing parts are not "completely contained” in the
priority document and/or the requirements of Rule 56(3) EPC are not fulfilled, the search
should also take into account prior art which might become relevant for assessing
novelty and inventive step of the subject-matter claimed if the application were re-dated
pursuant to Rule 56(2) or (5) EPC. If, the Examining Division comes to the conclusion that
the missing elements are not “completely contained” in the priority document, contrary
to the original finding of the Receiving Section, it will communicate this to the applicant
and notify him of the new date of filing. The Examining Division must also inform the
applicant that, according to Rule 56(6) EPC, the missing drawings or parts of the
description can still be withdrawn within one month from the communication from the
Examining Division.** If the applicant opts for withdrawal, the re-dating of the
application will be deemed not to have been made.

In addition, the numbering of the paragraphs in Rule 56 EPC is peculiar in that an earlier
paragraph (4) refers to a later paragraph (6). It would be more logical to renumber the
paragraphs of Rule 56 EPC as follows: (4) to (6), (5) to (4) and (6) to (5).

> Note that the Guidelines Part C, Chapter VI, § 3.1 incorrectly write “... within two months from
the date of notification of the new date of filing.”
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Chapter Ill - Filing date requirements under the EPC —filing by
reference to a previously filed application*

1 Introduction

The Patent Law Treaty (PLT) aims at harmonizing and streamlining formal procedures
relating to national and regional patent applications and maintenance of patents. In spite
of the goal of harmonization, the PLT does not establish a uniform procedure for all PLT
Contracting Parties by leaving many requirements optional, allowing divergence in
implementation between Parties. The European Patent Convention (EPC) was aligned
with the PLT in the EPC 2000 revision. This Chapter compares the requirements for
obtaining a date of filing when filing by reference to a previously filed application set by
the PLT and its implementation in the EPC. The freedom in implementation has resulted
in an increased complexity of the filing date requirements.

2 Filing by reference to a previously filed application — Article 5(7) and
Rule 2(5) PLT

Article 5 of the PLT governs the requirements for the accordance of a date of filing.” In
particular, Article 5(1) PLT prescribes the elements of an application required for
according a date of filing. Article 5(7)(a) PLT obliges a Contracting Party to accept, at the
time of filing, the replacement of the description and any drawings in an application by a
reference to a previously filed application, subject to certain formal requirements.’

Rule 2(5) PLT provides two different types of requirements:* obligatory requirements
(indicated by “shall”), and optional requirements (indicated by “may require”). Each PLT
Contracting Party can decide which optional requirements it incorporates into its law as
compulsory requirements for the accordance of a filing date. Article 5(7)(b) PLT permits a
Contracting Party to regard an application as not having been filed if the applicant fails to

This Chapter is an updated version of an earlier publication: Cees Mulder and Derk Visser:
"Filing date requirements under the EPC - filing by reference to a previously filed application” in
epi Information 2|10, pp. 126-129.

See http://216.92.57.242/patentepi/en/Information/epi-information.php.

This article has been drafted by the present author Cees Mulder, and completed by him,

taking into account valuable comments and suggestions by Derk Visser, who is therefore

mentioned as co-author.

The Patent Law Treaty was adopted on 1 June 2000 at a Diplomatic Conference in Geneva;

the Treaty entered into force on 28 April 2005.See WIPO Publication No. 258(E).

See http://www.wipo.int/treaties/en/ip/plt/.

3 “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 5.23.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

“ Ibid., Note R2.05.
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comply with the obligatory and any optional requirements under Rule 2(5) PLT
implemented as compulsory by a PLT Contracting Party.>

A PLT Contracting Party may decide that any remaining non-compulsory requirement in
Rule 2(5) PLT is regarded as a formal requirement. Failure to meet a formal requirement
does not result in a (retroactive) loss of the filing date but in the application being refused
or considered withdrawn.® The filing date accorded will not be affected by the loss of
rights.

Rule 2(5)(a) PLT mentions two obligatory requirements and one optional requirement for
the accordance of a filing date when filing an application by reference to a previously
filed application:

(i) The reference to the previously filed application shall indicate that the description
and any drawings are replaced by the reference to the previously filed application;
(ii) The reference shall also indicate the number of that application and the Office with
which that application was filed;
(iii) A PLT Contracting Party may require that the reference also indicates the filing
date of the previously filed application.

A PLT Contracting Party may decide which of the optional requirements mentioned in
Rule 2(5)(b) PLT are made compulsory for the accordance of a filing date:

(iv) Filing a copy of the previously filed application and, where the previously filed
application is not in a language accepted by the Office, a translation of that
previously filed application, be filed with the Office within a time limit which shall
be not less than two months from the date of receipt of the application;

(v) Filing a certified copy of the previously filed application with the Office within a time
limit which shall be not less than four months from the date of the receipt of the
application.

In addition, a PLT Contracting Party may make the optional requirement in Rule 2(5)(c)
PLT compulsory for the accordance of a filing date:

(vi) Requiring that the previously filed application had been filed by the applicant or his
predecessor or successor in title.”®

Ibid.; interpretation of Note 5.24.

Cf. Article 6(8) PLT and the “"Explanatory Notes on the Patent Law Treaty and Regulations under
the Patent Law Treaty adopted by the Diplomatic Conference on June 1, 2000”, Note 5.23.

This requirement is, e.g., implemented in, Article 15(2)(c)(ii) of The Patents Act (GB):

“a reference ... to an earlier relevant application made by the applicant or a predecessor in title
of his.”

Also see: Summary Minutes of the Main Committee | (prepared by the International Bureau);
26" session (Tuesday, June 1, 2000, morning); published in Records of the Diplomatic
Conference for the Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E),

ltem 2603.
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The requirements under Rule 2(5)(a) PLT must be complied with on the filing date of the
application; any requirements under Rule 2(5)(b) PLT must be complied within the stated
time limit.°

3 Implementation of Rule 2(5) PLT in Rule 40 and 55 EPC

Article 8o EPC 1973 did not permit filing by reference. The implementation of the PLT in
the EPC 2000 has made this special type of filing possible. Thereto the requirements set
out in Article 5 and Rule 2 PLT have been incorporated in Rule 40 EPC, implementing
Article 80 EPC (all further references to the EPC are to the EPC 2000). Rule 40(2)(c) EPC
states that “a description or reference to a previously filed application” is required for
according a date of filing.

Rule 40(2) and (3) EPC deal with further requirements when the applicant refers to a
previously filed application. In particular, Rule 40(2) EPC states that in this case the
applicant must state the filing date and number of that application and the Office with
which it was filed and indicate that the reference replaces the description and any
drawings. Rule 40(2) EPC is a combination of the above-mentioned items (iii), (i) and (i),
respectively. In particular, the EPO has chosen to make the furnishing of the “filing date”
of the previously filed application compulsory for a reference filing [see item (iii) above].

In addition, Rule 40(3) EPC requires an applicant to file a certified copy of the previously
filed application within 2 months of filing the application. This requirement corresponds
to item (v) above, although the EPO appears not to comply with the prescribed time limit
in Rule 2(5)(b)(ii) PLT which prescribes for the filing of the certified copy “a time limit
which shall not be less than four months from the date of receipt of the application”.
However, when the applicant does not provide the certified copy of the previously filed
application within two months of the filing date (and the certified copy is not already
available to the EPO), he will be invited under Rule 55 EPC to file it within a
non-extendable period of two months.*® Effectively, the EPO gives the applicant more
than four months to file the certified copy of the previously filed application.

When an applicant files a European patent application by reference to a previously filed
application, the EPO immediately accords the date of receipt of the reference filing as
the date of filing (provided that all requirements of Rule 40(1) and (2) EPC have been
met).

9 “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 5.24.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

Guidelines for Examination in the European Patent Office (April 2010); Part A, Chapter I, § 4.1.4;
see http://www.epo.org/patents/law/legal-texts/quidelines.html.
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If the applicant has to rectify any deficiency for the accordance of a date of filing, e.g.
because he omitted to indicate the number of the previously filed application or the
Office where it was filed, the EPO will accord as the date of filing the date on which the
required correction is received. Only in one situation, the correction of a deficiency will
not result in a re-dating of the application. Where the application is filed by reference to a
previously filed application and the applicant files the certified copy of the previously
filed application within two months of the filing date as required by Rule 40(3) EPC, or
where he complies with the subsequent invitation to file the certified copy within two
months from a communication according to Rule 55 EPC, the application maintains its
original date of filing.™ Hence, it appears contradictory to call the requirement of filing a
certified copy a “filing date requirement”, i.e. A requirement that must be complied with
on the date of filing.

Since the EPO has chosen to make the filing of a certified copy of the previously filed
application compulsory for the accordance of a filing date, the sanction on not providing
the certified copy in due time is that the application will not be treated as a European
patent application, as provided in Rule 55 EPC [cf. Article go(2) EPC]. This implies that
the filing date which was initially accorded upon receiving the reference filing is taken
away retroactively.*” Hence, the date of filing communicated to the applicant under
Rule 55 EPC may be the original date of filing or the date of receipt of the missing item.

The sanction on late provision of an item in response to the Rule 55 EPC invitation, i.e.
re-dating or no re-dating, is provided in the Guidelines only.” It is doubtful whether the
mention of a sanction merely in the Guidelines is sufficient as legal basis, because, as a
matter of principle, sanctions affecting the application or patent must have a legal basis
in the EPC. Moreover, the broad possibilities of amendment of the Guidelines may not
provide the desired legal certainty for parties about an important issue as the date of
filing.

In the last sentence of Rule 40(3) EPC reference is made to Rule 53(2) EPC applying
mutatis mutandis. This implies that the EPO will include a copy of the previously filed
application into the file where this application is already available to the EPO under the
conditions specified by the President,™ and the applicant need not file a copy. The
conditions appear to be the same as for availability of a priority document to the EPO.*
However, the Guidelines state that the availability of US applications is “subject to the
document exchange agreement with the USPTO".*® Whereas a US provisional or
non-provisional patent application is regarded as available under Rule 53(2) EPC when

* Ibid., Part A, Chapterll, § 4.1.5.

* Ibid., Part A, Chapterll, § 4.1.5.

3 Ibid., Part A, Chapter I, § 4.1.5

* |bid., Part A, Chapterll, § 4.1.3.1. Also see Rule 4(3) PLT.

> Ibid., Part A, Chapterlll, § 6.7.

* Ibid., Part A, Chapter I, § 4.1.3.1 (e) and Chapter I, § 6.7 (v).
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claiming priority,* this application is not regarded as available Rule 40(3) EPC when filing
by reference. Additionally, applications filed with receiving Offices other than the EPO
are regarded as not available. For example, when filing a divisional by reference to a
Euro-PCT application filed with the USPTO as receiving Office, the applicant must file a
certified copy of the Euro-PCT application with the EPO.

It should be noted that the period of more than four months to file a copy of the
previously filed application may be too short for procuring a certified copy from some
patent Offices. To avoid losing the date of filing, it is recommended to file by reference
only when the applicant has the certified copy available on the date of filing or when the
EPO will include the copy into the file. An applicant may even consider using filing by
reference only when the EPO will include a copy of the previously filed application into
the file, because the advantage of filing by reference may not outweigh the expense and
additional risk of having to file a certified copy.

Rule 40(3) EPC contains the additional requirement that the applicant must file a
translation of the previously filed application where that application is not in an official
language of the EPO. This requirement corresponds to item (iv) above.

Although both the filing of the copy and the translation of the previously filed application
are mentioned in one sentence of the optional requirement in Rule 2(5)(b) PLT [see

item (iv) above], the EPO has decided to treat these requirements differently.*® Whereas
the EPO has made the filing of the copy compulsory for the accordance of the date of
filing, the filing of the translation is considered as an issue of formalities. In spite of the
fact that the filing of the translation is mentioned in Rule 40 EPC, titled “Date of filing”, it
is not regarded as a filing date requirement, because Rule 55 EPC does not refer to it.*
This interpretation can be derived from the Guidelines.*

Hence, if the applicant does not furnish a required translation of the previously filed
application, the date of filing already accorded to his application is retained. In the case
of a missing translation pursuant Rule 40(3) EPC, the EPO will not send the applicant a
communication under Rule 55 EPC but a communication under Rule 58 EPC, informing
him that the required translation has not been filed [Rule 57(a) EPC referring to Rule 40(3)
EPC, second sentence] and inviting him to file the translation within a non-extendable

7 Official Journal of the European Patent Office, 2009, p. 236.
*® (f. “Filing date requirements under the EPC — an option to extend subject-matter?” by
Cees Mulder and Derk Visser in epi Information 2|10, pp. 44-48. An updated version of this
article is included in Chapter Il of this thesis.
See http://216.92.57.242/patentepi/en/Information/epi-information.php.
* In Rule 55 EPC reference is made to the first sentence of Rule 40(3) EPC relating to the filing of
a certified copy of the previously filed application. However, Rule 55 EPC does not refer to the
second sentence of Rule 40(3) EPC relating to the filing of a translation of the previously filed
application.
Guidelines for Examination in the European Patent Office (April 2010); Part A, Chapterl, § 4.1.4,
last paragraph and Chapter lll, § 14.
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period of two months. Non-compliance results in the European patent application being
deemed withdrawn under Article 14(2) EPC [cf. “different legal consequence” in
Article go(5) EPC].**

When filing by reference, care must be taken to provide the correct application number
of the previously filed application. A wrong number is (probably) not correctable,
because a change in number amounts to replacing the filed application by another
application, which was prohibited by G2/95. In contrast, an incorrect application number
of a priority application when filing a complete application can be corrected under

Rule 53(3) EPC within at least four months from the date of filing. Similarly, a missing or
wrong number of the parent application when filing a complete divisional application can
be corrected under Rule 58 EPC.**

About 0.8 % of all European applications filed with the EPO since the entry into force of
the EPC 2000 has been filed by reference; 80% of these were divisional applications.
Since 5% of all filed applications are divisional applications, only one in eight divisional
applications is filed by reference. The limited use of this new filing option in the EPC 2000
is explicable.

Filing by reference is advantageous when transmitting the application by fax, since the
description and figures need not be sent anymore. However, when using electronic filing,
the effort to include a copy of the application is relatively small. Hence, the advance in
technology away from fax transmission appears to have taken away the main advantage
of filing by reference. Moreover, filing the complete application does not have the
disadvantages of the risk of uncorrectable errors and the obligation to provide a certified
copy of the previously filed application. If filing by reference were optional in the PLT,
filing by reference in Rule 40(2)(c) EPC and, consequently, Rule 40(2) and (3) EPC should
be deleted from the EPC, thereby simplifying the procedure and removing the inherent
confusion around the second sentence of Rule 40(3) EPC.

For the sake of completeness, the EPO has not implemented the optional requirement
under the above item (vi) that the previously filed application need be filed by the
applicant or his predecessor or successor in title. This raises the question whether the
right to the patent may be transferred from a predecessor who filed the previous
application to the present applicant after the date of filing by reference. In the case of a
priority claiming application filed by another applicant than the priority application, the
claim to priority must be transferred before filing the priority claiming application,
according to EPO case law.” The same applies to filing a divisional application.**

> Ibid., Part A, Chapter I, § 14.

2 Ibid., Part A, Chapter 1V, § 1.3.2.

* Ibid., Part A, Chapter lll, § 6.1 and decision of the Legal Board of Appeal J 19/87;
see http://legal.european-patent-office.org/dg3/biblio/j870019eu1.htm.

** Decision Legal Board of Appeal J 2/01,
see http://legal.european-patent-office.org/dg3/biblio/jo10002epi.htm
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4 Conclusion

The PLT is designed to streamline and harmonize formal requirements of national and
regional patent Offices for the filing and processing of national and regional patent
applications, the maintenance of patents and certain additional requirements related to
patents or patent applications. One of the crucial issues of a patent application is the
accordance of a filing date. The mix of obligatory and optional requirements in the PLT
and the freedom of choice for a PLT Contracting Party to implement (part of the)
optional requirements as compulsory into its national law allows widely varying
implementations in national or regional patent laws (compare e.g. the EPC and the PCT),
leading away from the intended harmonization.

Although the implementation of filing date requirements in the EPC 2000 closely follows
the PLT provisions, it has resulted in a system that is substantially more complicated
than under the EPC 1973, defying the aim of streamlining the PLT.

Filing by reference appears already to have become outdated as a result of advances in
transmission technology and should not be regarded as a preferred option for filing a
patent application with the EPO. Therefore, the option of “filing by reference” could be
abolished in Rule 40(1)(c) EPC, thereby at the same time deleting Rule 40(2) and (2) EPC.
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Chapter IV - Filing date requirements under the PCT -
Alignment with the PLT?*

1 Introduction

In June 2000, the Diplomatic Conference for the Adoption of the Patent Law Treaty,
convened by the World Intellectual Property Organization (WIPO) and encompassing
140 States, adopted the Patent Law Treaty; the PLT entered into force in April 2005.”
The aim of the PLT is “to harmonize and streamline”, on a world-wide basis, formal
procedures relating to national and regional patent applications and the maintenance of
patents. In particular, the PLT provides maximum sets of requirements that the Office of
a Contracting Party could apply. This means that a Contracting Party is free to provide
for requirements that are more generous from the viewpoint of applicants and owners.
The provisions of the PLT apply to national and regional patent applications and patents
as well as to international applications under the PCT once these applications have
entered the “national phase.”

During the past few years the main features of the Patent Law Treaty have been
implemented in a number of national patent laws and in regional patent treaties. During
the EPC 2000 revision, the European Patent Convention was adapted to the PLT.®

This Chapter is an updated version of an earlier publication: Cees Mulder: "Filing date
requirements under the PCT — Alignment with the PLT?" in The WIPO Journal, Volume 2, Issue 2,
pp. 173—195 (2011).

See http://www.wipo.int/about-wipo/en/wipo journal/.

> Patent Law Treaty, WIPO Publication No. 258(E).

See http://www.wipo.int/treaties/en/ip/plt/.

3 “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 120 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

* “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 59 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

> Cees Mulder and Derk Visser: "Filing date requirements under the EPC — an option to extend

subject-matter?” published in epi Information 2|10, pp. 44-48. An updated version of this article

is included in Chapter Il of this thesis.

See http://www.patentepi.com/patentepi/en/Information/epi-information.php.

Cees Mulder and Derk Visser: "Filing date requirements under the EPC — filing by reference to a

previously filed application”, epi Information 4|10, pp. 126-129. An updated version of this

article is included in Chapter lll of this thesis.

See http://www.patentepi.com/patentepi/en/Information/epi-information.php.
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2 Main purpose of this chapter

Both the Patent Law Treaty (PLT) and the Patent Cooperation Treaty (PCT) are
international treaties on patent law. The PCT cannot become a “Contracting Party” to
the PLT.” So there is, ex lege, no reason for the PCT to comply with the requirements set
by the PLT, e.g. with respect to the accordance of a date of filing.

A main feature of the PLT is that it provides standardized formality requirements for
patent applications which are filed with a national or regional patent Office. Instead of
defining these requirements again or differently in the PLT, it was decided to incorporate
by reference the provisions of the PCT and its Regulations, wherever appropriate, into the
PLT. The main reason for this is that the PCT already regulates in detail the formality
requirements with respect to patent applications.8

The question may arise as to why a (new) Patent Law Treaty was needed. The answer is
that the PCT harmonizes formalities only with respect to international applications. The
requirements applied by Offices to national and regional applications, as well as to
international applications having entered the national phase, still vary considerably. The
main concern of the drafters of the PLT was to avoid creating another
internationally-applicable standard different from the PCT, since more than 140
countries that are members of the PCT already apply the standards under the PCT to
international applications.’

As the PLT is directly linked to the PCT, it seems “strange” that the PCT does not
“comply” with the basic requirements of the PLT, e.g. with respect to the accordance of
the international filing date. As described in this chapter, the PCT was modified in view of
the adoption of the PLT but mainly to satisfy requirements of national law necessary for
national processing. Apart from this, attempts have been undertaken to improve
alignment between the PCT and the PLT, but this was largely impossible because
amendment of the Articles of the PCT was regarded necessary. “Simply” amending the
PCT Regulations to provoke alignment, thereby “"bending” the PCT Articles, was often
considered a bridge too far in discussions of the Working Group on Reform of the PCT.

In this Chapter the degree of alignment of the PCT with the PLT is investigated in
relation to the filing date requirements under the PCT. In particular, the differences
between the PLT and the PCT are identified. An analysis of the differences, problems
derived from them and possible solutions will be given.

7 Cf. Article 20 PLT.

"Basic Features to the Patent Law Treaty (PLT)” (November 2006), Items 13-19.
See: http://www.wipo.int/patent-law/en/plt.htm

5 Ibid., Item 14.
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3 Relationship between the PLT and the PCT

The Patent Law Treaty (PLT) is connected to the Patent Cooperation Treaty (PCT).
Although the PLT is primarily focuses on national and regional patent applications, it
incorporates by reference the standards prescribed by the PCT as to the form and
contents of international applications [cf. Article 6(1) PLT]. These procedural and
administrative requirements include the form and contents of national and regional
patent applications, the type of translations of documents and the evidence which an
applicant may be required to provide to an Office in the course of processing his
application. In view of the adoption of the PLT, the PCT Regulations were amended in
the spirit of the PLT, enabling applicants, when filing an international application, to
satisfy in a simplified manner a number of requirements of national law which have to be
met when the international application, at a later date, enters the national phase before
the national Office of a PLT Contracting Party.* The PCT Assembly decided that these
amendments to the PCT Regulations would enter into force on 1 March 2001.™

Article 3(2) PLT specifies the applications and patents to which the PLT applies: “national
and regional applications for patents for invention and for patents of addition”. The
terms “national and regional applications for patents for invention” and “applications for
patents of addition” are to be construed in the same sense as these terms in PCT

Article 2(i).** Under Article 3(2)(a)(i) PLT, the PLT also applies to those types of
applications for patents for invention and for patents of addition, which can be filed as
international applications under the PCT.*

Article 3(2)(b) PLT applies to Contracting Parties which are also party to the PCT. The
phrase “Subject to the provisions of the Patent Cooperation Treaty” is included in
Article 3(2)(b) PLT to ensure that the provisions of the PCT continue to apply to
international applications in the “national phase.” For example, a filing date accorded to
an international application under PCT Article 11(2)(b)* cannot be challenged by the

10

"Proposed Amendments of the PCT Regulations and modifications of the PCT Administrative
Instructions, relating to the draft Patent Law Treaty”, PCT Union, Document PCT/A/28/2
(January 2000), Item 2.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4001.

* Ibid., ltem 46.

** “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 16.01.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

3 Ibid., Note 3.04.

* PCT Article 11(2)(b) refers to the situation where the receiving Office did accord a later

international filing date due to the applicant complying with an invitation from the receiving

Office stating that he did not fulfill the requirements of PCT Article 11(1), e.g. because of the

late filing of at least one claim.
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applicant, once that application has entered the national phase, on the grounds that the
application would be entitled to an earlier filing date under Article 5(2)(a) PLT.*

The purpose of Article 6(2) PLT is to apply, to the extent possible, the requirements
relating to the form or contents of international applications under the PCT to national
and regional applications.*® It is implicit that the expression “form or contents of an
application” in Article 6(2) PLT is to be construed in the same manner as the expression in
PCT Article 27(1) stating that no national law may require compliance with requirements
relating to the “form or contents of the international application” different from or
additional to those which are provided for in the PCT and its Regulations.”

Article 6(1)(i) PLT prohibits a Contracting Party from imposing requirements in respect of
the form or contents of a national or regional application that are more strict than those
applicable to international applications under the PCT.*® In addition, Article 6(2)(i) PLT
permits a Contracting Party to require that a national or regional application complies
with any requirements relating to the “form or contents” that any PCT Contracting State

is allowed to apply after entry of the international application in the “national phase”.*

In preparation for the Diplomatic Conference for the adoption of the PLT, the
International Bureau investigated how future changes to the PCT could be incorporated
by reference into the PLT. This principle, which was not explicitly incorporated into the
provisions of the Basic Proposal of the PLT,*® is implicitly assumed in order to make the
interface between the PLT and the PCT viable over time. The International Bureau could

21-22

not identify any identical or analogous provisions in other international treaties.

> “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 3.07.

** Ibid., Note 6.01.

7 Ibid., Note 6.02.

*® Ibid., Note 6.06.

9 Ibid., Note 6.07.

*° “Basic Proposal for the Patent Law Treaty” (submitted by the Director General of WIPO),

Diplomatic Conference for the adoption of the PLT, Document PT/DC/3 (November 1999).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

"Results of the 28" (16" Extraordinary) Session of the PCT Assembly, March 13 to 17, 2000;

Issues for Possible Discussion at the Diplomatic Conference” (prepared by the International

Bureau), Diplomatic Conference for the adoption of the PLT, Document PT/DC/6 (April 2000),

ltem 14.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

An example of such “incorporation by reference” in the field of intellectual property is found in

PCT Article 62(3), which states that the “provisions of Article 24 of the Stockholm Act of the

Paris Convention” apply to the PCT. This appears to cause no problem because membership

to the PCT is, in principle, limited to countries party to the Paris Convention [Cf. PCT

Article 62(1) and Article 1(1) Paris Convention].

21

22
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The International Bureau indicated that discussion would be needed at the Diplomatic
Conference on the international law implications of the automatic incorporation of future
modifications of the PCT and the PCT Regulations into the PLT, in particular in respect of
PLT Contracting Parties which are not also PCT Contracting States.”>** As these
non-PCT Contracting States are not represented in the PCT Assembly, they would
therefore have no voice in future changes to the PCT Regulations. A further difficulty is
posed by the fact that future changes to the PCT Administrative Instructions should also
be automatically incorporated into the PLT, even though these changes are promulgated
by the Director General of WIPO after consultation with Offices and Authorities which
have a direct interest in the proposed modifications, but without express approval by the
PCT Assembly.*>

Various options to deal with this problem were discussed in a document prepared by the
International Bureau® and discussed at the Diplomatic Conference for the adoption of
the PLT, which, eventually, resulted in the adoption of Article 16 and 17(2)(v) PLT.* In
addition, an “"Agreed Statement” was formulated during the PLT Diplomatic Conference
consolidating the relationship between the PLT and the PCT.?®

The effect of Article 16(1) PLT is that any revisions, amendments and modifications to
the PCT (made after June 2, 2000) will only apply for the purpose of the PLT if two
conditions are satisfied. First, the revision, amendment or modification to the PCT must
be consistent with the Articles of the PLT. Second, that revision, amendment or
modification to the PCT must be adopted by the PLT Assembly, for the purposes of the
PLT, by a majority of three-fourths of the votes cast. Accordingly, future changes to the
PCT will not apply for the purposes of the PLT unless and until they are formally adopted

Another example is that Article 2.1 of the TRIPs Agreement incorporates by reference

Articles 1 through 12 and 19 of the “Paris Convention (1967)"” (Stockholm Act). However, the

TRIPS Agreement does not incorporate future changes to the Paris Convention.

Additional examples can be found in: "Results of the 28" (16" Extraordinary) Session of the PCT

Assembly, March 13 to 17, 2000; Issues for Possible Discussion at the Diplomatic Conference”

(prepared by the International Bureau), Diplomatic Conference for the adoption of the PLT,

Document PT/DC/6 (April 2000), Item 14.

Currently (November 1, 2011) all PLT members are also Contracting State to the PCT.

** "“Results of the 28" (26" Extraordinary) Session of the PCT Assembly, March 13 to 17, 2000;
Issues for Possible Discussion at the Diplomatic Conference” (prepared by the International
Bureau), Diplomatic Conference for the adoption of the PLT, Document PT/DC/6, Item 16.

> Ibid., ltem 15.

% Ibid., Item 17-23.

Article 16 PLT as currently in the PLT was not present in the “Basic Proposal for the Patent Law

Treaty”, see Document PT/DC/3.

"Patent Law Treaty, Regulations under the Patent Law Treaty and Agreed Statements by the

Diplomatic Conference” (adopted by the Diplomatic Conference on June 1, 2000), Diplomatic

Conference for the adoption of the PLT, Document PT/DC/47 (June 2000), Agreed Statements,

ltem 2.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.
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by the PLT Assembly.*® In addition, Article 16(2) PLT relates to provisions of the PCT
(“transitional provisions”), and by virtue of which a revised, amended or modified
provision of the PCT does not apply to a State party to the PCT, or to an Office acting for
such a State, for as long as that revised, amended or modified provision is incompatible
with the law applied by that State or Office.*

4 Alignment of the Patent Cooperation Treaty with the Patent Law
Treaty

In view of the adoption of the Patent Law Treaty and the relationship between the PLT
and the PCT, the “Working Group on Reform of the PCT” discussed proposals designed
to align the PCT with the requirements of the PLT. There was wide agreement as to a
number of general observations made by various Delegations:**

o the principles of the PLT should so far as possible be taken up in the PCT in order to
achieve the same benefits for applicants and Offices in the filing and processing of
international applications as would be available for national applications;

o certain features of the PCT system differed from national and regional patent
systems; some aspects of the PLT were less relevant than others in the context of
the PCT system;

o while some provisions of the PLT could be implemented readily by changing the
PCT Regulations, others would require changing the PCT Articles; some proposed
amendments to the PCT Regulations raised difficulties of possible inconsistency, to
varying degrees, with the PCT Articles, for example, in providing for the
accordance of an international filing date where no claims were present in an
international application;

o priority should be given by the Working Group on Reform of the PCT to those
matters which would result in the greatest and most immediate practical benefits
for users, having regard also to the degree of complexity involved and to workload
implications for Offices and Authorities; for example, priority might be given to the
following:

- provisions for restoration of the priority right;
- relief when time limits were missed, especially the time limit for entering the
national phase.

*9 “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty

adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 16.01.

3 Ibid., Note 16.03.

3 "Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 21.
See http://www.wipo.int/meetings/en/details.jsp?meeting_id=4446.
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With respect to issues in relation of the filing of an international application, the
following amendments in the Regulations under the PCT were, eventually, adopted or
amended:*

1) Filing missing parts of the description or missing drawings [Article 5(6) PLT; PCT
Article 11 and Rule 20.5 EPC];
2) Restoration of the right to priority [Article 13(2) PLT; PCT Rule 26bis.3].

The item:

3) Addition or correction of a priority claim [Article 13(2) PLT; PCT Rule 26bis.1]

was already present in the PCT. In fact, Article 13(2) PLT was modeled after PCT

Rule 26bis.1, permitting the applicant to add or correct a priority claim, on or after the
filing date, to an application which could have claimed the priority of an earlier
application but did not do so.3

The following items in the PCT have not or only partly been aligned with the PLT:

4) Requirements for according an international filing date to an international
application [Article 5(2) PLT; PCT Article 11(2) and Rule 20];

5) Filing a description and/or drawings by a reference to another application
[Article 5(7) PLT; no direct equivalent in the PCT].

In this Chapter, the requirements in relation to the accordance of an international filing
date (items 4, 5 and 1, respectively) are investigated, elucidating the “misalignment”
between provisions of the PLT and provisions of the PCT.

5 Inconsistencies in provisions dealing with filing date requirements

5.1 Filing date requirements — Article 5 PLT

Article 5 of the PLT governs the requirements for the accordance of a date of filing. In
particular, Article 5(1) PLT prescribes the elements of an application to be filed for the
purpose of according a date of filing. First, the Office receiving the application
documents needs to be satisfied that the elements that it has received are intended as an
application for a patent [Article 5(2)(a)(i) PLT]. Second, the Office must be provided with
indications which identify the applicant and/or allow the applicant to be contacted.

3> On April 1, 2007, the Regulations under the PCT were amended to better align the PCT with
requirements of the PLT.

3 Provisions concerning the furnishing of missing parts of the description of missing drawings
already existed before the Reform of the PCT in view of the PLT (April 2007). In the context of
aligning the PCT with the PLT, the existing provisions were amended.

3% “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 13.01.
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Instead of such indications, the Office may accept evidence allowing the identity of the
applicant to be established or allowing the applicant to be contacted by the Office
[Article 5(2)(a)(ii) and (2)(c) PLT]. Third, the Office must have received a disclosure of the
invention, either in the form of what appears to be a description or, where permitted, a
drawing in place of that description [Article 5(2)(a)(iii) and (2)(b) PLT]. In addition,
Article 5(7) PLT obliges a Contracting Party to accept, at the time of filing, the
replacement of the description and any drawings in an application by a reference to a
previously filed application, subject to certain formal requirements.?

A PLT Contracting Party is obliged to accord a date of filing to an application which
complies with the requirements of Article 5 PLT. Since the list of elements under
Article 5(2) PLT is exhaustive, a PLT Contracting Party is not permitted to require any
additional elements for a filing date to be accorded.?® In particular, it is not permitted to
require that the application contains one or more claims, compliance with formal
requirements (e.g. that handwritten applications are not accepted), use of a prescribed
language, or payment of a filing fee.’

5.2  Filing date requirements — PCT Article 11

PCT Article 11(2) prescribes the requirements for the accordance of an international filing
date:3%39

The receiving Office shall accord as the international filing date the date of receipt of
the international application, provided that that Office has found that, at the time of
receipt:

(i) the applicant does not obviously lack, for reasons of residence or nationality,
the right to file an international application with the receiving Office,

(i) theinternational application is in the prescribed language,

(i) theinternational application contains at least the following elements:
(a) anindication that it is intended as an international application,
(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

3 |bid., Note 5.23.

3% Ibid., Note 5.02.

¥ Ibid., Note 5.02.

3 “wpatent Cooperation Treaty” (last amended on 3 October 2001) and the “Regulations under the
PCT" (as in force from 1 July 2011).
See http://www.wipo.int/pct/en/texts/index.html.

39 Cf. Cees Mulder: "The Cross-Referenced Patent Cooperation Treaty”, (published yearly).
See http://www.helze.com/.
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(d) a part which on the face of it appears to be a description,

(e) a part which on the face of it appears to be a claim or claims.
5.3  Filing date requirements — Differences / matter of concern

5.3.1 Right to file an international application

The requirements under PCT Article 112(2)(i) (“right to file”) are different from those under
the PLT, because the accordance of a filing date in Article 5(1) PLT is not dependent on
the nationality or residence of the applicant. As, e.g., Argentina is not a PCT Contracting
State, an international filing date will not be accorded when an Argentinean national
living in Argentina files an international application. Pursuant PCT Article 9(2), the PCT
Assembly may decide to allow residents and nationals of any country party to the Paris
Convention which is not party to the PCT, to file international applications. No such
decision has been taken.*

If an applicant files the international application at a non-competent receiving Office,
there is a fail-save arrangement in PCT Rule 19.4(a)(i) providing that the application will
be forwarded to the International Bureau and is considered to have been received by that
receiving Office on behalf of the International Bureau as receiving Office under PCT

Rule 19.1(a)(iii). In this situation, PCT Article 11(2)(i) is in alignment with the requirements
of the PLT.

4 PCT Applicant’s Guide, International Phase, Item 6.036: If the indications of the applicant’s

residence and nationality as stated in the request do not support the applicant’s right to file an
international application, that is, if the applicant appears not to be (or, where there are two or
more applicants, none of the applicants appears to be) a resident or national of a Contracting
State, there is prima facie a defect under PCT Article 11(2)(i) and the receiving Office issues an
invitation accordingly to correct that defect. In such a case, it may be that the applicant is able
to show that he had, on the date on which the international application was actually received
by the receiving Office, the right to file an international application with that receiving Office.
In those circumstances, the applicant should submit evidence to the receiving Office
accordingly, together with a proposed correction of the indications concerning his residence
and/or nationality. If the receiving Office is satisfied, on the basis of that evidence, of the
applicant’s right to file the international application, the invitation to correct the defect under
PCT Article 121(2)(i) will be considered to be an invitation to correct a defect under PCT

Article 14(2)(a)(ii) and Rule 4.5 in the prescribed indications concerning the applicant’s
residence and/or nationality, and the indications may be corrected accordingly. If such a
correction is made, no defect will be considered to exist under PCT Article 11(2)(i), and the
defect will thus not prevent the accordance of the actual date of receipt of the international
application as the international filing date. Note, however, that the United States Patent and
Trademark Office as receiving Office has stated that it will not apply the procedure outlined
above.

See http://www.wipo.int/pct/en/appguide/index.jsp.
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5.3.2 Language of filing an international application

The requirement under PCT Article 11(2)(ii) ("prescribed language”) is, in principle,
different from that under Article 5(1) PLT. However, the fail-save arrangement of PCT
Rule 19.4(a)(ii) provides that, when an international application is filed in a language not
accepted by the receiving Office, that application will be forwarded to the International
Bureau and is considered to have been received by that receiving Office on behalf of the
International Bureau as receiving Office under PCT Rule 19.1(a)(iii).** The International

Bureau of WIPO accepts international applications filed in “any language”.**

5.3.3 Intended as an international application

The requirement under PCT Article 11(2)(iii)(a) (“indication international application”) is
in alignment with that under Article 5(2)(i) PLT.

5.3.4 Designation of at least one Contracting State

The requirement under PCT Article 11(2)(iii)(b) ("designation of States”) is, in principle,
different from that under Article 5(1) PLT. However, the adoption of PCT Rule 4.9 implies
an automatic and all-inclusive designation of all PCT Contracting States upon filing an
international application.*®

5.3.5 Identification of applicant

The requirement under PCT Article 11(z)(iii)(c) (“applicant”) is different from that under
Article 5(2)(ii) PLT. PCT Rule 20.1(b) gives a definition of this requirement:

For the purposes of Article 11(2)(iii)(c), it shall be sufficient to indicate the name of
the applicant in a way which allows the identity of the applicant to be established
even if the name is misspelled, the given names are not fully indicated, or, in the case
of legal entities, the indication of the name is abbreviated or incomplete.

This definition only deals with the situation that the name of the applicant is more or less
known but contains some formalities error (“*misspelled” or incomplete address) which
may be corrected upon invitation by the receiving Office (such correction will not result
in a re-dating of the international application). However, the definition in PCT

Rule 20.1(b) does not address the situation “allowing the applicant to be contacted” as
prescribed in Article 5(2)(ii) PLT. This relates to situations where, e.g., only the name and
address of the patent attorney of the applicant and/or only the address or fax number of

“ "Summary of the session” - "Changes related to the PLT: Language of the International
Application and Translations” (prepared by the Chair), Working Group on Reform of the PCT,
Document PCT/R/WG/2/12 (May 2002), Item 27.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

“ PCT Applicant’s Guide — International Phase — Annex C — International Bureau of the WIPO.
See http://www.wipo.int/pct/en/appguide/index.jsp#I.

3 "Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), ltems 12-13.
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the attorney are known. The receiving Office contacting the attorney and through him
the applicant is not encompassed in the definition of PCT Rule 20.1(b). PCT Rule 20.1(b)
could easily be adapted so as to bring it into alignment with Article 5(2)(ii) PLT.*

5.3.6 Description

The requirement under PCT Article 11(z)(iii)(d) (“description”) is in alignment with that
under Article g(1)(iii) PLT.

5.3.7 Claims

The requirement under PCT Article 11(z)(iii)(e) (“claim or claims”) is different from that
under Article 5(1) PLT. For the accordance of a date of filing under the PLT, it is not
permitted to require that the application contains one or more claims.*

As mentioned earlier, the PCT cannot become not a "Contracting Party” to the PLT, so
there is no obligation to comply with the requirements of the PLT. However, attempts
were undertaken in the Working Group on the Reform of the PCT to align the PCT with
the PLT with respect to the compulsory presence of claims as prescribed in PCT

Article 11(a)(iii)(e). In particular, the Working Group on Reform of the PCT indicated that
it would be prepared to consider other ways of dealing with international applications
having no claims pending revision of the PCT Articles.*

A way to circumvent the requirement of PCT Article 21(2)(iii)(e) is to regard claims as a
“legal fiction”.*” A proposal to this effect, prepared in great detail by the International
Bureau, included the introduction of a suitably-worded pre-printed statement to be
included in the Request Form [PCT/RO/101] as well as the presence of “claim-like”
wording in the description. To this end a new item would be added to PCT Rule 20.4,%
worded as follows:

“ “Changes related to the Patent Law Treaty (PLT): Other PLT-Related Changes” (prepared by the
International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/2/6
(March 2002), Item 21.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty

adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November

2000), Note 5.02.

"Summary of the session” — "Changes Related to the PLT” (prepared by the Chair), Document

PCT/R/WG/1/9 (November 2002), Item 26.

“ “"Changes related to the Patent Law Treaty (PLT): Absence of ‘Formal’ Claims” (prepared by the
International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/2/8
(March 2002).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

8 After the Reform of the PCT in view of the PLT (April 2007), such an item would have been

included in PCT Rule 20.1.
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“For the purposes of Article 11(2)(iii)(e), it shall be sufficient that there is wording in
any part of the international application which makes it clear what is the matter for
which protection is sought.”

This “claim-like” wording would be sufficient to constitute “a part which on the face of it
appears to be a claim or claims” and, hence, support the accordance of an international
filing date. It should be noted that PCT Article 11(1)(iii)(e) does not prescribe where the
part that appears to be a claim is to be included in the international application and, in
addition, does not require that the claims be expressly identified as such. Where
compliance with PCT Article 11(z)(iii)(e) relies solely on either of these two possibilities,
the international application would be considered to contain a formal defect under PCT
Article 14, which can be remedied by the furnishing of “formal” claims as a correction
under PCT Rule 26.%° The later furnishing of claims would be consistent with

Article 6(2)(i) PLT.

However, it was noted in the Working Group on Reform of the PCT that some of the
proposed amendments raised difficulties of possible inconsistency, to varying degrees,
with the PCT Articles, in particular, in providing for the according of a filing date where

no claims were present in an international application.>*™*

5.4 Filing date requirements — PCT vs. PLT

The differences between the filing date requirements under the PCT as compared to the
PLT cause friction. If a State becomes a Contracting Party to the PLT, this State is
obliged to accord a filing date to an application which complies with the requirements
applicable under Article 5 PLT.>* No re-dating of the application will be effected if the
applicant supplies a set of claims within some time after the filing date, either of his own
volition or upon invitation by the Office where the application was filed [cf. Rule 2 PLT].
Where an application as filed does not contain one or more claims, which may be
required under Article 6(z)(i) PLT [with reference to PCT Article 3(2)], a PLT Contracting
Party may require that at least one claim be subsequently filed under Article 6(7) PLT,
within the time limit prescribed in Rule 6(1) PLT. However, failure to file such claim(s)

49 "Changes related to the Patent Law Treaty (PLT): Absence of ‘Formal’ Claims” (prepared by the
International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/2/8
(March 2002), ltems 3-4.

¢ "Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 2a(iii).

5t "Summary of the session” — "Other Matters” (prepared by the Chair), Document
PCT/R/WG/2/12, Item 5g.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

5% “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 5.01.
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within the prescribed time limit would not result in the retroactive loss of the filing date,
even if the application were refused under Article 6(8)(a) PLT.>

Suppose an applicant files an international application with the intention of, at a later
date, entering the national phase before the national Office of that State. If his
application, on filing, does not contain a least one claim, no international filing date will
be accorded by the receiving Office acting under the PCT [PCT Article 112(1)(iii)(e)]. The
receiving Office (which may be the national Office of the PLT Contracting Party) will
invite the applicant to file at least one claim [PCT Article 11(2)(a) and Rule 20.3(a)]. If the
applicant complies with the invitation, the receiving Office accords as the international
filing date, the date of receipt of the required correction [PCT Article 11(2)(b) and

Rule 20.3(b)]. The question arises: will the national Office of the PLT Contracting Party,
after entry of the international application into its national phase, accept the initial filing
date (when claims were not included) or the international filing date (when claims were
received by the receiving Office)? The answer is that only the international filing date can
be accepted as the filing date under the national law of the State.

If, under the provisions of the PCT, the applicant upon invitation by the receiving Office
or of his own volition does not file at least one claim, his international application will not
be refused. Instead, the receiving Office will promptly notify the applicant that the
application is not and will not be treated as an international application [PCT

Rule 20.4(i)].>* As no international filing date will be accorded to the application, this also
implies that the international application will not have the effect of a regular national
application [PCT Article 11(3)] and that no priority can be claimed from it [PCT

Article 11(4)].

5.5  Filing by reference to a previously filed application — Article 5(7) PLT

As described hereinabove, Article 5(7) PLT obliges a Contracting Party to accept, at the
time of filing, the replacement of the description and any drawings in an application by a
reference to a previously filed application,* subject to certain formal requirements.

Rule 2(5) PLT provides two different types of requirements:>® obligatory requirements
(indicated by “shall”), and optional requirements (indicated by “may require”). Each PLT

3 |bid., Note 5.01

> However, not all is lost in such a case. Pursuant PCT Article 26 the applicant would stand a
good chance of proceeding with this application as a “national” application with the original
filing date if the national Office does not require a claim as a filing date requirement under its
national law.

Note that a “previously filed application” need not be an application from which priority is
claimed. Hence, the previously filed application may have been filed more than 12 months
prior to the filing date of the international application.

"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note R 2.05.
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Contracting Party can decide which optional requirements it incorporates into its law as
compulsory requirements for the accordance of a filing date. Article 5(7)(b) PLT permits a
Contracting Party to regard an application as not having been filed if the applicant fails to
comply with the obligatory and any optional requirements under Rule 2(5) PLT
implemented as compulsory by a PLT Contracting Party.>’

Rule 2(5)(a) PLT prescribes that the indication that the description and any drawings are
replaced by the reference to the previously filed application, as well as the number of
that application and the Office with which that application was filed, must be included in
the application. According to Rule 2(5)(a) PLT, a PLT Contracting Party may require that
the reference also indicates the filing date of the previously filed application. Rule 2(5)(a)
PLT does not require that the reference identifies any claims of the previously filed
application that are incorporated by reference, since claims are not required for the
purposes of the filing date.*® In addition, a PLT Contracting Party may decide which of
the optional requirements mentioned in Rule 2(5)(b) PLT are made compulsory for the
accordance of a filing date:

(i) Filing a copy of the previously filed application and, where the previously filed
application is not in a language accepted by the Office, a translation of that
previously filed application, be filed with the Office within a time limit which shall
be not less than two months from the date of receipt of the application;

(i) Filing a certified copy of the previously filed application with the Office within a
time limit which shall be not less than four months from the date of the receipt of
the application.

Where the applicant indicated in the application containing the reference is not the same
as the applicant identified in the previously filed application, the Office pursuant

Rule 2(5)(c) PLT may require a declaration or other evidence that the previously filed
application had been filed by that applicant’s predecessor or successor in title.>® The
latter requirement is not often implemented in the patent law of PLT Contracting
Parties.®°

5.6  Filing by reference to a previously filed application — PCT

With respect to “filing by reference”, the PCT was not aligned to the PLT. There was an
initial proposal to incorporate a new Rule 20.4(e) into the PCT, which would provide for a

> Ibid.; interpretation of Note 5.24.

% Ibid., Note R 2.05.

59 Ibid., Note R 2.05.

% The EPO has not implemented this requirement in Rule 56 EPC 2000.
In Great-Britain, the Patent Act 1997 (as amended) includes a provision in Article 15(2)(c)(ii)
stating that a reference to an earlier relevant application must be “made by the applicant or a
predecessor in title of his.”
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reference to another document to replace the description, drawings and claims.®* The
formulation included:®*

For the purposes of Article 11(2)(iii)(d), a reference, made upon filing of the
international application, in a language accepted by the receiving Office under

Rule 12.1(a), to a previously filed application shall ... replace the description and any
drawings and, if applicable, the claim or claims.

Later on, the matter of “filing by reference” in the sense of the PLT was not pursued due
to time constraints and low priority.63 As a consequence, in the Request Form
[PCT/RO/101] no provision has been included to file an international application while
referring to a previously filed application. This means that an applicant upon filing an
international application always must file documents comprising the description, any
drawings and, also, at least one claim.

Filing by reference is advantageous when transmitting the application by fax, since the
application documents need not be sent anymore. However, when using electronic filing,
the effort to include a copy of the application is relatively small. Hence, the advance in
technology away from fax transmission appears to have taken away the main advantage
of filing by reference. Moreover, filing the complete application does not have the
disadvantages of the risk of uncorrectable errors and the obligation to provide a (certified)
copy of the previously filed application.

Filing an application by reference to a previously filed application is, in particular,
convenient for applicants in that upon filing the application only the earlier application
need be correctly identified in the Request Form. As more and more patent applications
become available in electronic manner, the applicant need no longer file the
corresponding application documents. “Filing by reference” is most convenient when
filing a divisional application: it suffices to refer to the description and drawings of the
parent application while, preferably at the same time, filing a new set of claims. At
present, the PCT does not provide for the filing of divisional applications during the

international phase.®*

8 “Changes related to the Patent Law Treaty (PLT): Contents of the International Application;

Language of the International Application and Translations; Right of Priority and Priority Claims;
Time Limits” (prepared by the International Bureau), Working Group on Reform of the PCT,
Document PCT/R/WG/2/8, Item 5.
2 Ibid., Annex |.
8 “Changes related to the Patent Law Treaty (PLT)— Conform PCT “Missing Part” requirements to
those of the PLT” (prepared by the International Bureau), Working Group on Reform of the
PCT, Document PCT/R/WG/4/2 (March 2003), Item 5.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.
See, e.g., "Divisional applications under the PCT” (prepared by the International Bureau),
Working Group on Reform of the PCT, Document PCT/R/WG/4/9 (April 2003).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.
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In § 7 it will be shown in that “filing by reference” under the PCT is possible, however, in a
restrictive manner. In § 6.6 a different use of “filing by reference” will be described
allowing under the PCT to file so-called missing elements, i.e. where the entire
description or all the claims are missing.

6 Further inconsistencies in provisions dealing with defects which may
affect the filing date

6.1 Filing missing parts of the description or missing drawings — Article 5(6)
PLT

Article 5(6) PLT obliges a PLT Contracting Party to allow the inclusion, in the application,
of a missing part of the description or a missing drawing filed within a prescribed time
limit.*® The provision applies whether or not the applicant has been notified of an item
being missing. Normally, the late filing of a missing part of the description or a missing
drawing causes the filing date to become the date of receipt of the missing item,
provided that all of the other requirements for the accordance of a filing date have been
complied with on that date [cf. Rule 2(3) PLT].

In particular, Article 5(6)(b) PLT obliges a Contracting Party to allow, upon the request of
the applicant, the inclusion of a missing part of the description or a missing drawing in
the application without loss of the initial filing date, where that missing part or missing
drawing is “completely contained” in an earlier application from which priority is claimed,
provided the additional formality requirements are complied with [cf. Rule 2(3) and (4)
PLT].*” The PLT leaves the question whether, in a particular case, a missing part of the
description or a missing drawing is “completely contained” in the earlier application to be
treated as a clerical check by the Office, based on the indications provided by the
applicant.®®

The wording of Article 5(6)(b) PLT is very specific with respect to the nature of the earlier
application and by when that application must be mentioned [italics added]:

®  Ibid., Items 5-6: While, at present, the PCT does not provide for the filing, during the

international phase, of divisional applications, it is to be noted that the 1968 draft of the PCT
contained provisions in both the draft Treaty and the draft Regulations under the Treaty
which would have allowed the applicant, in the case of lack of unity of invention, at his option,
to either (i) restrict the claims, or (ii) to pay additional fees, or divide the application, or both.
However, in the 1969 draft of the PCT those provisions were deleted, and the final text of the
PCT as signed at the Washington Diplomatic Conference in June 1970 does not contain any
provisions concerning the division of an international application during the international
phase.

"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note R 5.21.

Ibid., Note 5.21.

%8 Ibid., Note R 2.04.
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Where the missing part of the description or the missing drawing is filed under
subparagraph (a) to rectify its omission from an application which, at the date on
which one or more elements referred to in paragraph (1)(a) were first received by the
Office, claims the priority of an earlier application, the filing date shall ... be the date
on which all the requirements applied by the Contracting Party under paragraphs (1)
and (2) are complied with.

The italicized part of the above citation makes it clear that when the applicant desires to
make use of the provision of Article 5(6)(b) PLT to incorporate a missing part of the
description or a missing drawing into an already filed application without loss of the filing
date initially accorded by the Office, the earlier application must not only be a priority
application but also that the priority of this earlier application must have been claimed on
“the date on which one or more elements” referred to in Article 5(1)(a) PLT “were first
received by the Office”, i.e. on the initial filing date.

6.2  Filing missing parts of the description or missing drawings — PCT Rule 20.5

The requirements as set out in the Article 5(6) PLT for filing missing parts of the
description or missing drawings have been taken over in PCT Rule 20. In particular,
“missing parts” are defined in PCT Rule 20.5 [italics added]:

Where, in determining whether the papers purporting to be an international
application fulfill the requirements of Article 11(1), the receiving Office finds that a
part of the description, claims or drawings is or appears to be missing, including the
case where all of the drawings are or appear to be missing but not including the case
where an entire element referred to in Article 112(2)(iii)(d) or (e) is or appears to be
missing ...

According to the above definition a “missing part” includes any part of the description,
any part of the claims and/or any part or all of the drawings of the international
application as long as it is not the “entire” description [PCT Article 212(2)(iii)(d)] or the
“entire” set of claims [PCT Article 11(2)(iii)(e)]. As can be seen, the definition also refers
to a missing part of the claims (see § 6.4).

Most patent laws already had a provision allowing the applicant to late file missing
drawings. In the PCT this is dealt with in PCT Article 14(2):

If the international application refers to drawings which, in fact, are not included in
that application, the receiving Office shall notify the applicant accordingly and he
may furnish them within the prescribed time limit and, if he does, the international
filing date shall be the date on which the drawings are received by the receiving
Office. Otherwise, any reference to the said drawings shall be considered
nonexistent.
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Before the Reform of the PCT in view of the PLT (April 2007), PCT Article 14(2) found its
implementation in PCT Rule 26.6. Although PCT Article 14(2) and Rule 26 belong to the
“formalities examination” by the receiving Office, the consequence of the late furnishing
of drawings was (always) that the international filing date, already accorded pursuant
PCT Article 11(1), was re-dated to the date on which the missing drawings were received
by the receiving Office.

As a result of aligning the PCT with the PLT, the requirement of the late filing of drawings
was incorporated into PCT Rule 20 implementing PCT Article 11 (“international filing
date”) while abolishing PCT Rule 26.6.° At the same time, the scope of PCT Rule 20 was
broadened, allowing the applicant to file not only missing drawings but also missing
parts of the description and/or missing parts of the claims (see § 6.4), as well as providing
for the case when the entire description and/or all the claims are missing (see § 6.6).

Missing parts of the description or missing drawings can be filed by the applicant upon
invitation when the receiving Office finds that parts of the description and/or drawings
are, or appear to be, missing. PCT Rule 20.5(a) deals with the case that the receiving
Office finds that a "missing part” is missing or appears to be missing. The time limit for
furnishing such missing parts is two months from the date of the invitation [PCT

Rule 20.7(a)(i)].

The filing of “"missing parts” can also be done by the applicant of his own volition. This
own volition is hidden in the wording “or otherwise” in PCT Rule 20.5(b), in the sentence
[italics added]:

“Where, following an invitation under paragraph (a) or otherwise, the applicant
furnishes to the receiving Office ...”

If the applicant notices and wishes to correct the defect on his own initiative, this is
permitted within a time limit of two months from the date on which papers were first
received by the receiving Office [PCT Rule 20.7(a)(ii)]. The time limits in PCT

Rule 20.7(a)(i) and (ii) were fixed at two months in alignment with the minimum duration
of such time limits under the Patent Law Treaty.”

6.2.1  Filing missing parts — Re-dating the international application

The filing of missing parts of the description or missing drawings normally results in a
re-dating of the international filing date. If the applicant furnishes to the receiving Office
the required correction under PCT Article 11(2) on a date after the date of receipt of the

% The abolishment of PCT Rule 26.6 has diminished the effectiveness of PCT Article 14(2)
because all issues relating to late-filed drawings are now covered in PCT Rule 20
implementing PCT Article 11(2).

® “Report” - "Missing Elements and Parts of the International Application” (adopted by the
Working Group), Document PCT/R/WG/7/13 (May 2005), [tem 24.

See http://www.wipo.int/meetings/en/details.jsp?meeting _id=7129.
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purported international application (but falling within the applicable time limit under PCT
Rule 20.7), the receiving Office will accord that later date as the international filing date
[cf. PCT Rule 20.3(b)(i) and Rule 20.5(c)].

Where the international filing date has been corrected in the above sense, the applicant
may realize that his re-dated international application no longer lies within the period for
claiming priority from an earlier (national) application and he might want to undo the
filing of the missing parts retroactively. In that case, the applicant may request the
receiving Office to disregard the missing part in order to establish that the initial filing
date’” becomes the international filing date and, hence, to retain the priority claim [PCT
Rule 20.5(e)]. This notice of withdrawal has to be sent to the receiving Office within one
month from the date of mailing of the later submitted parts [PCT Rule 20.5(e)].

Generally, the “priority period” is twelve months from the filing date of the earlier
application from which priority is claimed.” If the corrected international filing date falls
outside this 12-month period but within a period of two months after the expiration of
the priority period of the priority claim concerned, the applicant may file a request for
restoration of right of priority at the receiving Office under the applicable condition [PCT
Rule 26bis.3].”

6.2.2 Filing missing parts without re-dating — Incorporation by reference

Under certain circumstances, missing parts of the description or missing drawings can be
added to an international application without affecting the international filing date. In
line with Article 5(6) and Rule 2(4) PLT, this is possible when the missing parts of the
description or the missing drawings are “completely contained” in an earlier application
from which priority is claimed on the initial filing date.

As a first step the applicant must declare, upon filing the international application
containing at least some of the elements referred to in PCT Article 112(2)(iii) and while
claiming priority from an earlier application, that he reserves the right to later on rely on
parts or elements which are completely contained in the priority application. To this end
Box No. VI “Priority Claim” of the Request Form (PCT/RO/101) includes a pre-printed
statement, stating:

" In this Chapter the wording the “initial filing date” is used to indicate the date on which one or
more elements referred to in PCT Article 11(2)(iii) were first received by the receiving Office.

7> Cf. PCT Article 8(2) referring to Article 4 of the Paris Convention. Article 4A(1) and 4C(2) of the
Paris Convention regulate a right of priority of 12 months for patents and utility models.

3 A number of receiving Offices has declared that PCT Rule 26bis.3 is not compatible with the
national law applied by the receiving Office [PCT Rule 26bis.3(j)]. For these Offices,
restoration of the right of priority is not possible. In addition, a number of designated/elected
Offices has declared that restoration of the right of priority is not compatible with the national
law as applied by the designated/elected Office [PCT Rule 49ter.1(g)].

87



PATENT LAW TREATY

Incorporation by reference: where an element of the international application
referred to in Article 12(2)(iii)(d) or (e) or a part of the description, claims or drawings
referred to in Rule 20.5(a) is not otherwise contained in this international application
but is completely contained in an earlier application whose priority is claimed on the
date on which one or more elements referred to in Article 11(2)(iii) were first received
by the receiving Office, that element or part is, subject to confirmation under

Rule 20.6, incorporated by reference in this international application for the
purposes of Rule 20.6.7*

The formulation of this statement is based on PCT Rule 4.18 and is formulated in line

Wi

th

th Article 5(6)(b) and Rule 2(4)(5) PLT. The priority claim must have been included in
e request on the initial filing date and cannot be added later on, e.g., by applying PCT

Rule 26bis.1(a).”” The latter requirement is in line with Article 5(6) PLT.

If the applicant files a missing part of the description or a missing drawing based on the

content of the application from which priority is claimed on the initial filing date, the

following requirements must be met [cf. PCT Rule 20.6(a)]:

o The applicant must confirm the incorporation by reference by way of a written
notice to the receiving Office.
o Such notice should be accompanied by:
(i) asheetorsheets embodying the missing part as contained in the application
from which priority is claimed;
(i) where the applicant has not already complied with the requirements of PCT
Rule 17.1(a), (b) or (b-bis),”® a copy of the priority application as filed;

(iii) where the priority application is not in a language in which the international
application is filed [PCT Rule 20.6(a)(iii)], a translation or translations of the
priority application; and

(iv) anindication as to where the missing part is contained in the priority
application and, where applicable, in any translation of the earlier application.
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If such a statement was not contained in the request at the time of filing, it can only be added
to the request if it was otherwise contained in, or submitted with, the international application
on the date of filing [cf. PCT Rule 4.18, last sentence].

PCT Applicant’s Guide — International Phase, item 6.028.

See http://www.wipo.int/pct/guide/en/gdvoli/pdf/gdvola.pdf.

PCT Rule 17.1(a) relates to the case where a certified copy of the earlier application has been
submitted by the applicant to the International Bureau or the receiving Office (unless it has
already been filed with the receiving Office together with the international application).

PCT Rule 17.1(b) relates to the case where the priority document is issued by the receiving
Office and the applicant has requested the receiving Office to transmit the priority document
to the International Bureau.

PCT Rule 17.1(b-bis) relates to the case where the priority document is available to either the
International Bureau or to the receiving Office from a digital library and the applicant has
requested to obtain the priority document from such a digital library.
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It seems superfluous that upon filing missing parts of the description or missing
drawings, the applicant should confirm the incorporation by reference statement under
PCT Rule 4.18. The relevance of the formal confirmation of the “incorporation by
reference” was extensively discussed in the Working Group on Reform of the PCT.”778

The start of the 2-month time limit for confirming the incorporation by reference of
missing parts of the description or missing drawings differs depending on the situation.
Where no invitation by the receiving Office has been sent to submit missing parts, the
time limit to confirm is two months from the date on which papers were first received by
the receiving Office [PCT Rule 20.7(a)(ii)]. Where such an invitation has been issued, the
time limit to confirm is two months from the date of mailing of this invitation [PCT

Rule 20.7(a)(i)].”°

Where the receiving Office finds that the requirements of PCT Rule 4.18 and PCT

Rule 20.6(a) have been complied with and that the missing part of the description or the
missing drawing is completely contained in the priority application, that part is
considered to have been contained in the purported international application on the
initial filing date.

The procedure of incorporation by reference does not apply if the receiving Office has
notified the International Bureau under PCT Rule 20.8(a) that any of Rules 20.3(a)(ii) and
20.3(b)(ii), 20.5(a)(ii) and 20.5(a)(d), and 20.6 are not compatible with its national law.®°

In most Contracting States, the parts will be treated as if they were actually contained in
the international application as originally filed.®* However, those designated/elected
Offices which have submitted notifications of incompatibility under PCT Rule 20.8(b),
may treat the international application as if the international filing date had been

7 “Summary of the Session” — “'Missing Part’ Requirements” (prepared by the International

Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/5/13 (November 2003),
Item 88.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

The outcome of the discussion in the Working Group on Reform of the PCT was that
“incorporation by reference” is not to be regarded as a standard feature applicable to all
international applications but that express confirmation by the applicant would be required if
he wanted to rely on this instrument to correct a mistake made when filing the application. In
other words, the content of prior applications is not automatically incorporated by reference
into the international application; rather an express confirmation is required by the applicant
in each and every case.

If this time limit expires after the expiration of 12 months from the filing date of the earliest
application, the priority of which is claimed, the receiving Office will draw this circumstance to
the attention of the applicant [PCT Applicant’s Guide — International phase, Item 6.029].

See http://www.wipo.int/pct/en/appguide/index.jsp.

Such a receiving Office will neither invite nor accept a confirmation of the incorporation by
reference.

Designated and elected Offices may, to a limited extent, review decisions by receiving Offices
which have allowed incorporation by reference [PCT Rule 82ter.1(b)].
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accorded on the basis of the date on which the sheets containing the missing parts were
submitted [PCT Rule 20.8(c)].®

6.3 Missing part of the claims — Article 5(6) PLT

Article 5(6) PLT does not address the issue of allowing the inclusion, in the application, of
a missing part of the claims filed within a prescribed time limit. The reason for this is, that
claims are not a filing date requirement according to the PLT.

6.4 Missing part of the claims — PCT Rule 20.5

As discussed, PCT Article 11(2)(iii)(e) requires the presence of “a part which on the face of
it appears to be a claim or claims”. Hence, the case may arise that a part of the claims is
missing. It is for this reason that the PCT allows the filing of a missing part of the claims.
The definition in PCT Rule 20.5 (*missing parts”) includes the situation where a part of
the claims are missing [italics added]:

Where, in determining whether the papers purporting to be an international
application fulfill the requirements of Article 11(z), the receiving Office finds that a
part of the description, claims or drawings is or appears to be missing, including the
case where all of the drawings are or appear to be missing but not including the case
where an entire element referred to in Article 11(2)(iii)(d) or (e) is or appears to be
missing ...

According to the above definition a “missing part” includes any part of the description,
any part of the claims and/or any part or all of the drawings of the international
application as long as it is not the “entire” description or the “entire” set of claims (see
§6.6).

Analogous as to what is described in § 6.2, a missing part of the claims can be filed by the
applicant of his own volition or upon invitation, when the receiving Office finds that a
part of the claims is, or appears to be, missing. The filing of a missing part of the claims
normally results in a re-dating of the international filing date [cf. PCT Rule 20.5(c)].

Analogous as to what is described in § 6.2, a missing part of the claims can be added to
an international application without affecting the international filing date. This is
possible when the missing part of the claims is “completely contained” in an earlier
application from which priority is claimed on the initial filing date.

82 Missing parts may be omitted only after having given the applicant the opportunity to make

observations on this outcome and/or to request that, at least, the missing parts which had
been furnished be disregarded [PCT Rule 20.8(c)].
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6.5 Missing entire description of missing entire set of claims — Article 5(6) PLT

Article 5(6) PLT deals with the inclusion, in the application, of missing parts of the
description and missing drawings. However, Article 5(6) PLT does not address the issue
of allowing the inclusion of the entire description and/or the entire set of claims.

6.6 Missing entire description of missing entire set of claims — PCT Rule 20.6

For the purpose of according an international filing date, PCT Article 12(2)(iii)(d) and (e),
as discussed, require the presence of “a part which on the face of it appears to be a
description” and “a part which on the face of it appears to be a claim or claims”,
respectively. In addition, the PCT did not implement the provision of “filing by reference”
[see § 5.6].

The Working Group on Reform of the PCT considered a different approach with respect
to the issue of “filing by reference” by considering that under the PLT, an applicant can,
for the purposes of the filing date of the application, replace the description and any
drawings by a reference to a previously filed application [see Article 5(7) and Rule 2(5)
PLT]. In particular, the Working Group explored the possibilities as to whether the
proposed incorporation by reference discussed in the context of “missing parts” could be
extended to cover the contents of such earlier application for the purposes of
overcoming PCT Article 11(2)(iii)(d) and (e) defects; such defects are addressed as
“missing elements” and refer, e.g., to the case where the entire description or all the
claims is missing.®

The result was that the PCT Regulations were amended by adopting a new Rule 20.6
allowing the applicant, by way of reference to an earlier application, not only to rectify
the omission, at the time of filing, of certain parts of the international application [the
so-called “incorporation by reference” of “missing parts”, similar to the provision under
Article 5(6)(b) and Rule 2(4) PLT] without loss of the international filing date, but also to
allow replacement of the “part which on the face of it appears to be a description” [PCT
Article 11(2)(iii)(d)] and/or the “part which on the face of it appears to be a claim or
claims” [PCT Article 21(z)(iii)(e)] for the purposes of the international filing date [the
so-called incorporation by reference of “missing elements,” similar to the provision under
Article 5(7) PLT in respect of the description and any drawings].%

From the definition in PCT Rule 20.5 (“"missing parts”) it follows that a “missing part” only
includes any part of the description, any part of the claims and/or any part or all of the
drawings of the international application. The wording “missing elements” is used when
the “entire” description or the “entire” set of claims is or appears to be missing. Such an
“element” is mentioned in PCT Rule 20.3(a)(ii) and in 20.3(b)(ii) where it is identified as:

8 “Missing part’ Requirements” (prepared by the International Bureau), Working Group on
Reform of the PCT, Document PCT/R/WG/6/4 (March 2004), Item 11.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

& Ibid., Item 12.
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“an element referred to in Article 12(2)(iii)(d) or (e)". This should not be confused with the
wording: “one or more elements referred to in Article 11(2)(iii)” which is used in PCT

Rule 20.3(b)(ii), 20.5(d), 20.6(b) and 20.7(a)(ii), because the latter definition includes all
five items of PCT Article 21(2)(iii) including the description (item d) and the claims

(item e). To further confuse things, in PCT Rule 20.5(a) and 20.6(a)(i) reference is made to
[italics added]: “an entire element referred to in Article 11(2)(iii)(d) or (e)” which wording
probably means the same as “element” at the other occurrences.? Apparently, the word
“entire” has been added to emphasize the difference between a “part” of the description
or claims and the “entire” description or claims. For legal consistency, it would, however,
be better to delete “entire” from the wording “entire element” in PCT Rule 20.5(a) and
20.6(a)(i).

“Missing elements” can be filed by the applicant of his own volition or upon invitation
when the receiving Office finds that the entire description and/or the entire set of claims
are, or appear to be, missing. Such a finding is addressed as a “defect under PCT

Article 12(2)"” and dealt with in PCT Rule 20.3 in relation to any of the requirements of
PCT Article 11(2)(iii)(a)-(e) and, in particular, with respect to “an element referred to in
Article 11(2)(iii)(d) or (e)", i.e. when the entire description and/or the entire set of claims
are missing.

If the applicant files a “missing element” based on the content of the application from
which priority is claimed on the initial filing date, the following requirements must be
met [cf. PCT Rule 20.6(a)]:

o The applicant must confirm the incorporation by reference by way of a written
notice to the receiving Office.
o Such notice should be accompanied by:
(i) asheetorsheets embodying the missing element as contained in the
application from which priority is claimed;

(ii) where the applicant has not already complied with the requirements of PCT
Rule 17.1(a), (b) or (b-bis), a copy of the priority application as filed;

(iii) where the priority application is not in a language in which the international
application is filed [PCT Rule 20.6(a)(iii)], a translation or translations of the
priority application.

Similar to the situation of “missing parts”, the start of the 2-month time limit for
confirming the incorporation by reference of missing elements differs depending on
whether the receiving Office has sent an invitation to submit missing element or whether
the applicant files missing elements of his own volition. Where the receiving Office finds
that the requirements of PCT Rule 4.18 and PCT Rule 20.6(a) have been complied with

% Note that the wording “entire elements” is also used in PCT Rule 91.1(g)(i) in relation to PCT
Article 3(2).

92



CHAPTER IV PCT: FILING DATE REQUIREMENTS

and that the missing element is completely contained in the priority application, that
element is considered to have been contained in the purported international application
on the initial filing date.

In most Contracting States, the elements will be treated as if they were actually
contained in the international application as originally filed.?® However, those
designated/elected Offices which have submitted notifications of incompatibility under
PCT Rule 20.8(b), may treat the international application as if the international filing date
had been accorded on the basis of the date on which the sheets containing the missing
elements were submitted [PCT Rule 20.8(c)].

7 Filing an international application by reference to a previously filed
application

In § 5.6 it was discussed that the PCT was not aligned to the PLT with respect to the issue
of “filing by reference”. Although not explicitly provided for in the PCT, there is, however,
a possibility to file an international application by reference to an earlier application, if
that earlier application is an application from which priority is claimed on the initial filing
date. Suppose that on that day the applicant only files a filled-in Request Form
[PCT/RO/101] containing at least the priority claim to be relied on for the incorporation of
reference. By filing the Request Form to the receiving Office, the receiving Office has at
least received “an indication that” the application "“is intended as an international
application”, thereby meeting the requirement of PCT Article 11(z)(iii)(a). In addition, the
receiving Office will notice that the application as filed does not fulfill all requirements of
PCT Article 11(2)(iii) for the accordance of an international filing date and will promptly
invite the applicant to file the required corrections [PCT Article 11(2) and Rule 20.3(a)].
The applicant can then confirm that the missing elements (the entire description and the
entire set of claims) and the missing part (all of the drawings) are incorporated by
reference based on the priority application [PCT Rule 20.6 and 4.18]. Of course, upon
incorporating by reference the missing elements and the missing parts, the applicant
must submit to the receiving Office all the sheets embodying the missing elements and
the missing parts [PCT Rule 20.6(a)(i)]. If not already available to the receiving Office, the
applicant must also file a copy (and possibly a translation) of the priority application [PCT
Rule 20.6(a)(ii) and (iii)].

8 Designated and elected Offices may, to a limited extent, review decisions by receiving Offices

which have allowed incorporation by reference [PCT Rule 82ter.1(b)].
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8 Discussion

8.1 Amendment of the PCT Articles and the Regulations

The PCT Articles can be revised by a Revision Conference of the PCT Contraction States
[PCT Article 60(2)]. With currently more than 140 PCT Contracting States, it will be
difficult to achieve consensus about the required revision of the PCT Articles.

The “Regulations under the PCT” may be amended by the Assembly [PCT Article 58(3)]
and require unanimous consent. In order to make certain amendments acceptable,
transitional reservations are frequently incorporated in the amended Regulations. A PCT
Contracting State declaring that such an amendment is not compatible with the national
law of the State need not apply the amended provision until such time as the position
might be solved under its national law.*’

8.2 "Bending” of PCT Articles in the Regulations

Flexibility to the system has over the years been added to the PCT by amending the
Regulations under the PCT. In this manner, the rigidity of certain PCT Articles has been
mitigated in the PCT Regulations. On a number of occasions this has led to
inconsistencies between the PCT Articles and the PCT Regulations. Some examples of
such inconsistencies are given in the following paragraphs.

8.2.1 Designation fees

A first example of an inconsistency between a PCT Article and the PCT Regulations is
that it was desired at a certain moment in time to abolish the designation fees and

incorporate these into a new so-called “international filing fee”.®

PCT Article 4(2) states [italics added]:

“Every designation shall be subject to the payment of the prescribed fee within the
prescribed time limit.”

The word “prescribed” indicates that the “fee” and the “time limit” are to be found
somewhere in the PCT Regulations. Before the abolishment of the designation fee, it was
“prescribed” in PCT Rule 15.2 that the “international fee” consists of two parts: the “basic
fee” and the “designation fee”. The time limit for payment of the designation fee was
prescribed in PCT Rule 15.4. After the accordance of the international filing date, the
receiving Office checks, amongst others, whether the fees have been paid [PCT

8 For examples of reservations and incompatibilities [situation October 2011] see PCT
Rule 4.9(b), Rule 4.10(d), Rule 20.1(d), Rule 20.8(a) and (b), Rule 26.3ter(b) and (d),
Rule 26bis.3(j), Rule 49.5(1), Rule 49.6(f), Rule 49ter.1(g), Rule 49ter.2(h), Rule 51bis.1(f),
Rule 51bis.2(c), Rule 51bis.3(c) and Rule 66.1bis(b).

88 “The Concept and Operation of the Designation System” (prepared by the International Bureau),
Working Group on Reform of the PCT, Document PCT/R/WG/1/1 (September 2001), Item 59.
See http://www.wipo.int/meetings/en/details.jsp?meeting_id=4554.
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Article 14]. In PCT Article 14(3)(a) the receiving Office checks whether within the
prescribed time limit “no fee prescribed under Article 4(2) has been paid in respect of any
of the designated States”. In PCT Article 14(3)(b) the receiving Office checks whether
“the fee prescribed under Article 4(2) has been paid in respect of one or more (but less
than all) designated States within the prescribed time limit”. The various consequences
of non-compliance are indicated in the respective paragraphs of the Articles.

What happened when the payment of designation fees was abolished?®® Well, there is no
longer any “prescribed” fee and there is no longer any “prescribed” time limit for the
designation fee(s) in the PCT Regulations.®® The two instances of the word “prescribed”
in PCT Article 4(2) are preserved without reference in the Regulations. No sentence was
added somewhere in amended PCT Rule 15 about the international filing fee, such as:

"By paying the international filing fee within the time limit of Rule 15.4, the applicant
is deemed to have paid the fee prescribed in Article 4(2) within the time limit
prescribed in Article 4(2)".91

It can be concluded that PCT Article 4(2) has become a “lame duck”.

What happened with the references in PCT Article 14(3) with respect to the “fee
prescribed under Article 4(2)"? As the designation fee was linked to the international
filing fee, the wording “fee prescribed under Article 4(2)” was given the following
interpretation in PCT Rule 27.1(b):

“For the purposes of Article 14(3)(a) and (b), “the fee prescribed under Article 4(2)”
means the international filing fee (Rule 15.1) and, where required, the late payment
fee (Rule 16bis.2).”

Another consequence of the abolishment of the designation fees was the introduction of
PCT Rule 4.9 specifying an automatic and all-inclusive designation of all PCT Contracting
States, for all types of protection and also in respect of regional patent treaties. The
introduction of this Rule has more or less inactivated PCT Articles 43, 44 and 45, at least
insofar as the international phase is concerned.

8.2.2 WTO priority claims

A second example of an inconsistency between the PCT Articles and Rules is that it was
desired, in view of the TRIPs Agreement, to acknowledge apart from priority claims from
Paris Convention States also priority claims from Parties to the WTO. However, PCT
Article 8(2) is “rigid” about this:

% The Regulations under the PCT as amended effective 1 January 2004.

% There is no reference in the “PCT Applicant’s Guide — International Phase” to PCT Article 4(2).
In addition, there is no mention of the “designation fee”.

9 The original proposal of the International Bureau for the reformulation of PCT Rule 15.1, as
contained in the Annex of PCT/R/WG/1/1, in relation to the “international filing fee” contained
a sentence: "That fee includes the fee referred to in Article 4(2).” However, this sentence was
abolished in later versions of PCT Rule 15.1.
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“The international application may contain a declaration, as prescribed in the PCT
Regulations, claiming the priority of one or more earlier applications filed in or for
any country party to the Paris Convention for the Protection of Industrial Property.”

In addition PCT Article 8(2)(a) specifically refers to the “Stockholm Act of the Paris
Convention”. Flexibility was added to the Regulations, by the following addition in PCT
Rule 4.10(a) [italics added]:

Any declaration referred to in Article 8(1) (“priority claim”) may claim the priority of
one or more earlier applications filed either in or for any country party to the Paris
Convention for the Protection of Industrial Property or in or for any Member of the
World Trade Organization that is not party to that Convention.

8.2.3 Misalignments in the Regulations

There are also minor "misalignments” between various Rules in the Regulations under
the PCT. For example, PCT Rule 4.5 clearly states, without any prejudice, that the
indications of the applicants in the request with respect to name, address, nationality
and residence must be indicated for “each of them”. Similarly, PCT Rule 4.15 clearly
states, without any prejudice, that all applicants must sign the request. When looking at
these Rules, one is made to believe that “all” applicants have to comply with the
prescriptions in these Rules. Nevertheless, PCT Rule 26.2bis(b) and (a), respectively, say
that [for the purpose of the formalities check by the receiving Office under

Article 14(2)(a)] it is sufficient if one of the applicants meets the requirement of PCT
Rule 4.5(a)(ii) and (iii), and Rule 4.15, respectively.®?

Such inconsistencies render the PCT user-unfriendly.

8.3  Discussions in the Working Group on Reform of the PCT

At the first session of the Working Group on Reform of the PCT held in 2001, proposals
were discussed to amend the Regulations under the PCT so as to align the requirements
of the PCT with regard to claims as a filing date requirement to those of the PLT.%* PCT
Article 12(2)(iii)(e) requires that for an international filing date to be accorded, an
international application shall, inter alia, contain a part which on the face of it appears to
be a claim or claims whereas, under the PLT, claims are not required for a filing date to

9 Note, however, that any designated Office may in accordance with the applicable national law
require the applicant to furnish the confirmation of the international application by the
signature of any applicant for the designated State who has not signed the request and/or any
missing indication required under PCT R.4.5(a)(ii) and (iii) in respect of any applicant for the
designated State [cf. PCT R.51bis.1(a)(vi) and (vii), respectively].

9 "Changes related to the Patent Law Treaty (PLT): Contents of the International Application;
Language of the International Application and Translations; Right of Priority and Priority Claims;
Time Limits” (prepared by the International Bureau), Document PCT/R/WG/1/5 (October 2001).
See http://www.wipo.int/meetings/en/details.jsp?meeting id=4446.
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be accorded [Article 5(1) PLT]. The comments and concerns expressed by the various

Delegations included the following:%*

O

O

o

the idea of according a filing date under the PCT to an international application
without claims was widely supported, but the wording of PCT Article 11(1)(iii)(e)
and Article 58 did not support the draft Rules proposed; it would be necessary to
develop a proposal to revise the PCT itself;

to adopt amended PCT Regulations that were so clearly inconsistent with the PCT
Articles itself would jeopardize the rights of applicants;

the PCT provided no basis for adding claims before the international search took
place.

As a response to these concerns, the Working Group in Reform of the PCT indicated that

it would be prepared to consider other ways of dealing with international applications

having no claims pending revision of the PCT itself. The International Bureau indicated

that it would attempt to elaborate proposals bearing in mind, in particular, the following

possibilities:®

(@)

the PCT distinguishes between the “international application” on the one hand and
the “record copy” on the other; different treatment may be able to be accorded to
papers according to those different notions;

advantage might be able to be taken in cases where there is “claim-like” wording
appearing in the description; it was noted that the procedure under the European
Patent Convention provided for the description to repeat, in effect, the wording of
the claims;

the request form could include pre-printed wording sufficient to constitute “a part
which on the face of it appears to be a claim or claims” for the purposes of PCT
Article 11(2)(iii)(e);

the international search might be able to be undertaken without the presence of
formal claims, or on the basis of a “search statement” furnished by the applicant;
new possibilities being developed for combined search and examination under the
PCT might allow for claims furnished under PCT Article 34 to be taken into account
for both international search and international preliminary examination.

In addition, proposals in relation to “filing by reference to a previously filed application”

were discussed at the first session of the Working Group on Reform of the PCT. The

comments and concerns expressed by the various Delegations included the following:%°

% “"Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 25.

% “"Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 26.

% “Symmary of the session” — "Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 27.
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o some Delegations supported and others opposed the proposal;
the cases requiring this kind of remedy were rare, and certain Delegations felt that
this issue should not have a high priority;

o any proposals in this direction should be coordinated with the proposal for the
expanded international search system, where the International Searching
Authority, in addition to the International Search Report, establishes a Written
Opinion;

o user representatives expressed their support for a proposal which would permit
such reference filings under the PCT.

The Working Group agreed that the question of reference filings should be reconsidered
in substance and in terms of its priority among the other proposals before the Working
Group.”’

In later sessions of the Working Group on Reform of the PCT priority was given to those
matters “which would result in the greatest and most immediate practical benefits for
users, having regard also to the degree of complexity involved and to workload
implications for Offices and Authorities.” In particular, the Working Group focused on
proposals concerning restoration of the right of priority and relief when time limits were
missed, especially the time limit for entering the national phase.%

8.4 Reform of the PCT - issues not pursued

During its meeting in October 2005, the Assembly of the "PCT Union” decided to reform
the PCT in view of the PLT.® Consequently, a number of amendments of the Regulations
under the PCT entered into force on April 1, 2007, relating to the following issues:**°

o Missing elements and parts of the international application;
o Restoration of the right of priority;
o Rectification of obvious mistakes.

The proposed amendments help applicants to avoid loss of rights in certain
circumstances, consistently with the PLT, while maintaining an appropriate balance
between the interests of applicants and third parties.*™

9 “"Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 28.

%8 “Changes related to the Patent Law Treaty (PLT)— Conform PCT “Missing Part” requirements to
those of the PLT” (prepared by the International Bureau), Working Group on Reform of the
PCT, Document PCT/R/WG/4/2 (March 2003), Item 2.

9 “Report”, PCT Union, Document PCT/A/34/6 (October 2005).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=9006.

¢ "Proposed Amendments of the PCT Regulations”, PCT Union, Document PCT/A/34/2 Rev.
(September 2005), Item 1.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=9006.

*°t Ibid., Item 2 and 10 (i).
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As discussed hereinabove, there was no mitigation of the compulsory presence of claims
when filing an international application as prescribed in PCT Article 12(2)(iii)(e) as
compared to the exhaustive list of requirements for according a filing date under

Article 5(1) PLT. Despite the proposal of the International Bureau to “bend” the PCT
Articles by regarding claims as a “legal fiction”, such amendment was, eventually, not
adopted by the Working Group on the Reform of the PCT and therefore not put before
the Assembly of the PCT Union. These differences between the filing date requirements
under the PCT as compared to the PLT cause friction. A PLT Contracting Party is obliged
to accord a filing date to an application filed in the absence of claims. In addition, no
re-dating of the application will take place if the applicant later on supplies a set of
claims. However if an applicant files an international application at the same Office, the
presence of at least one claim is compulsory and an international filing date will only be
accorded when the applicant files at least one claim.

In view of the filing date requirements under the PLT, the PCT allows the filing of a
missing part of the description or a missing drawing [cf. PCT Rule 20.5]. In addition, the
filing of missing parts may be based on a priority application. Due to the presence of
claims being obligatory when filing an international application, it was decided to allow
an applicant also to file a missing part of a claim. Moreover, it became possible under the
PCT to file a complete set of claims and/or the entire description as a so-called “missing
element” [cf. PCT Rule 20.3 and 20.6]. All this resulted in PCT Rule 20 being
complicatedly formulated because it encompasses the possibilities of filing missing parts
as well as missing elements.

In addition, it was also discussed in relation to filing date requirements, that PCT
Rule 20.1(b) could easily have been adapted to incorporate the requirement “allowing
the applicant to be contacted” as prescribed in Article 5(2)(ii) PLT.

Not introducing the PLT requirement “filing by reference to a previously filed
application” [Article 5(7) PLT] into the PCT seems reasonable because this requirement
appears already to have become outdated by advances in transmission technology and
would no longer be regarded as a preferred option when filing an international
application.

9 Conclusion

The incorporation by reference into the Patent Law Treaty (PLT) of so many standards
prescribed by the Patent Cooperation Treaty (PCT) as to the form and contents of
international applications has not also resulted in the PCT itself being aligned with the
basic requirements of the PLT. Due to this incomplete alignment, the relationship
between these two international patent law treaties has become a complex one.

In view of earlier amendments to the Regulations under the PCT which already
“squeezed” some of the Articles of the PCT, it would have been possible to realize a
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better alignment between the PCT and the PLT. In particular, mitigation of the
compulsory presence of claims when filing an international application in view of the
requirements in the PLT is desirable and would have been possible. Users of the PCT
system would welcome a better alignment of at least some filing date related
requirements and provisions dealing with defects which may affect the filing date.

More than once the view has been expressed that the PCT Articles would, at some stage,
need to be revised, because there is a limit to the kind of changes which could be
achieved by amending the Regulations under the PCT within the boundaries of the
provisions of the PCT Articles, and that the manner in which particular changes needed
In addition, the Working Group on

102

to be implemented would depend on their nature.
Reform of the PCT extensively discussed the possibilities and consequences of drafting a
completely new Treaty encompassing the PCT, the PLT and, possibly also, the
Substantive Patent Law Treaty.*> At present, all this seems far from realization.

102

See, e.g., "Summary of the Session” — “Approach to further Reform: Options for Revising the
Treaty” (by the Chair), Working Group on Reform of the PCT, Document PCT/R/WG/3/5
(November 2002), Iltems 6-12,

see http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

'3 “Options for a Possible Revision of the Patent Cooperation Treaty (PCT)” (prepared by the
International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/3/3
(October 2002)

See http://www.wipo.int/meetings/en/details.jsp?meeting_id=4554.
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Chapter V - Periods and remedies under the EPC — Compliance
of the EPC with the PLT -
Part | - Extension of periods and further processing *

1 Introduction

Inventors seeking patent protection must initially meet certain formality requirements in
order to avoid rejection of their application and consequently loss of rights; these
formalities vary from country to country. The Patent Law Treaty® (PLT) aims at
harmonizing and streamlining these requirements, offering both inventors and national
and regional patent Offices a number of advantages. The PLT does not attempt to
harmonise substantive patent laws. Instead, the approach is more to the administrative
side of the patent process. The PLT aims at simplifying the rules and make them similar
in all Parties to the PLT. The PLT does not establish a completely uniform procedure for
all PLT Contracting Parties as a Party is free to require fewer, or more user-friendly,
requirements than those prescribed in the PLT.3

By aligning national patent laws and regional patent treaties with the PLT, the
transparency of the global patent system will significantly improve, in particular for
independent inventors and small business enterprises. Generally, entrepreneurs start
with filing a patent application (or utility model) on a national level. When seeking patent
coverage for the invention in a plurality of countries, a regional patent application or
international application should be filed within one year from the filing date of the
national application. The Patent Law Treaty, when duly implemented, provides that the
requirements for accordance of a date of filing and the possibilities of remedying defects
made upon filing while maintaining the accorded date of filing, are more transparent,
easier and more straightforward to comply with.

The provisions concerning relief in respect of time limits fixed by the national Office of a
PLT Contracting Party, in the form of an extension and/or continued processing, are
among the important achievements of the PLT.* The PLT also provides safequard
provisions if an applicant has failed to meet a time limit and, as a consequence, has lost
his rights with respect to an application or patent “unintentionally” or in spite of “all due

This Chapter is an updated version of an Article: Cees Mulder: "Periods and remedies under the
EPC - Compliance of the EPC with the PLT — Part | — Extension of periods and further processing”
accepted for publication in European Intellectual Property Review, Issue 1 (2012).
The Patent Law Treaty was adopted on 1 June 2000 at a Diplomatic Conference in Geneva;
the Treaty entered into force on 28 April 2005. See WIPO Publication No. 258(E).
See http://www.wipo.int/treaties/en/ip/plt/.
3 "“Basic Features to the Patent Law Treaty” (prepared by the International Bureau) (November
2006), Item 3.
See http://www.wipo.int/patent-law/en/plt.htm.
“  Ibid., ltem 38.
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care” required by the circumstances.” In addition, the PLT provides for a remedy for the
loss of a priority right in two cases due to innocent non-compliance with related time
limits.®

The adoption of the PLT is regarded as an encouraging first step toward a global patent
system that is consistent, cheap and easy to use.’

During the so-called EPC 2000 revision of the European Patent Convention (EPC), the
European Patent Organization has opted for a relatively complete implementation into
the EPC of the requirements set in the PLT.

This Chapter compares the requirements for relief regarding time limits and the remedy
of continued processing under the PLT with their counterparts in the EPC. § 2 discusses
the European Patent Organization as future Contracting Party to the PLT. The
requirements for relief in respect of time limits under the PLT, i.e. the extension of time
limits fixed by the Office and the related remedy of continued processing, are dealt with
in § 3. The different kinds of periods, including the possible extension of these periods
under the EPC, are the subject of § 4. The remedy of further processing under the EPC is
described in § 5.

The requirements in respect of the remedies of reinstatement of rights and restoration of
the priority right under the PLT and the corresponding remedy of re-establishment of
rights under the EPC are the subject of Chapter VI of this thesis.

2 Relationship between the EPC and the PLT

At present, the European Patent Organization is not a Contracting Party to the Patent
Law Treaty. The option for Intergovernmental Organisations to become Party to the PLT
was created in Article 20(2) PLT. In addition, the European Patent Organization is
explicitly mentioned in Article 20(3) and 26 PLT as one of the Regional Patent
Organisations that may become Party to the PLT.

In the Basic Proposal for the Revision of the EPC (issued in preparation of the Revision
Conference in November 2000), the European Patent Organization indicated its wish to
become a Contracting Party to the PLT.® However, this intention was not repeated in the

> Ibid., ltem 42.

Ibid., Item 4.

"How can Patent Offices Encourage Inventive and Innovative Activities?” Document prepared

by Richard J. Apley and presented by Nestor Ramirez (USPTO) at the “Inventors at the Dawn
of the New Millennium: WIPO-IFIA International Symposium”, Buenos Aires (September 2000).
See http://www.wipo.int/meetings/en/doc_details.jsp?doc_id=1468.

"Basic Proposal for the Revision of the European Patent Convention”; Document MR/2/oo,
"Travaux Préparatoires to the EPC 2000”; comment in relation to Article 8o EPC.

See http://www.epo.org/patents/law/legal-texts/archive/epc2oo0o/travaux/dc-documents.html.
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Special Edition on the Revision of the EPC (issued in 2007) although a reference to the
earlier document was included.?

If the European Patent Organization were to become a PLT Contracting Party, it would
be bound by the standards set by the PLT.* In Chapter V and VI the level of compliance
of the EPC 2000 with the requirements of the PLT is investigated in relation to the issue
of providing relief in respect of periods and the available remedies.

A discussion on the alignment of the EPC with the PLT with respect to the requirements
for the accordance of a date of filing including the filing of missing parts of the
description and missing drawings and in respect of filing by reference to a previously filed

11-12

application was published elsewhere.

3 Relief in respect of time limits — Article 11 and Rule 12 PLT

Article 11 of the PLT governs the requirements for the extension of time limits and for
“continued processing” of an application or a patent. This Article obliges a PLT
Contracting Party to provide relief in respect of time limits. Such relief may be in the
form of an extension of the time limit [Article 11(1) PLT] and/or continued processing
[Article 12(2) PLT].” The relief in respect of the time limit is subject only to the filing of a
request in accordance with the requirements of Article 11(12) or (2) PLT and Rule 12 PLT,
and, where applicable, to the payment of a fee [Article 11(4) PLT]. Accordingly, the
applicant or owner concerned may not be required to state the grounds on which the
request is based or to file evidence with the Office [Article 11(5) PLT].* In particular, a
PLT Contracting Party is not permitted to make the grant of relief under Article 11 PLT

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 120 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

The European Patent Organization seems not to be in a hurry to ratify as they want to keep all
options open, including the option to change the EPC Implementing Regulations in deviation
from the PLT.

Cees Mulder and Derk Visser: "Filing date requirements under the EPC — an option to extend
subject-matter?”, epi Information 2|10, pp. 44-48. An updated version of this article is included
in Chapter Il of this thesis.

See http://www.patentepi.com/patentepi/en/Information/epi-information.php.

Cees Mulder and Derk Visser: "Filing date requirements under the EPC — filing by reference to a
previously filed application”, epi Information 4|10, pp. 126-129. An updated version of this
article is included in Chapter Ill of this thesis.

See http://www.patentepi.com/patentepi/en/Information/epi-information.php

"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 11.01.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

*  Ibid., Note 11.08.
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conditional on a finding of due care or unintentionality by the Office (= authority of the
PLT Contracting Party entrusted with the granting of patents).™

The relief a PLT Contracting Party is obliged to provide under Article 11(1) and (2) PLT is
restricted to time limits “fixed by the Office for an action in a procedure before the
Office”.* It is for each PLT Contracting Party to decide which time limits are fixed by the
Office. A typical example of a time limit fixed by Offices is the time limit for response to

an examiner’s substantive examination report. It follows that Article 11 PLT does not
apply to time limits that are not fixed by the Office, in particular, time limits established
by national legislation or under a treaty providing for the grant of regional patents.”

The text of Article 11(2) PLT in relation to continued processing refers to another method
of relief (emphasis added):

Where an applicant or owner has failed to comply with a time limit fixed by the
Office of a Contracting Party for an action in a procedure before the Office in respect
of an application or a patent, and that Contracting Party does not provide for
extension of a time limit under paragraph (1)(ii), the Contracting Party shall provide
for continued processing with respect to the application or patent and, if necessary,
reinstatement of the rights of the applicant or owner with respect to that application
or patent, if ...

There is no explanation in the Explanatory Notes on the PLT about the meaning of the
wording “if necessary” in relation to the applicability of the remedy reinstatement of
rights. However, in the “Summary Minutes of the Main Committee I” it was explained by

a representative of WIPO:™

“The reason for using the word ‘if necessary’ in respect of continued processing was
that under different national systems providing for continued processing, some
considered that the rights had been lost upon the expiration of the time limit and
others consider those rights only to be lost upon the expiration of the period for
requesting continued processing. Therefore, in some cases, rights would have to be
reinstated and in other cases the rights would not have to be reinstated and there
would simply be continued processing.”

3.1 Extension of time limits

Article 11(1) PLT obliges a PLT Contracting Party to provide for relief in the form of the
extension of a time limit fixed by the Office. A PLT Contracting Party may either require
that the request for extension be filed before the expiration of that time limit

15
16
17
18

Ibid., Note 11.01.

Ibid., Note 11.02.

Ibid., Note 11.02.

Summary Minutes of the Main Committee | (prepared by the International Bureau); 14" session
(Monday, May 22, 2000, afternoon); published in Records of the Diplomatic Conference for the
Adoption of the Patent Law (Geneva, 2000) (WIPO Publication 327E), p. 414, ltem 1226.
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[Article 12(2)(i) PLT] or that the request be filed after that expiration but within a
prescribed time limit [Article 12(2)(ii) and Rule 12(2)(b) PLT].® A PLT Contracting Party
may, in principle, provide for both types of relief under Article 21(1)(i) and (ii) PLT. The
requirements in respect of the request, the period of the extension, and the time limit for
filing a request referred to in Article 11(2)(ii) PLT are prescribed in Rule 12(12) and (2)
PLT.?°

Article 11(1) PLT does not oblige a PLT Contracting Party to provide for the extension of
a time limit fixed by the Office under either Article 11(2)(i) or (ii) PLT. However, a PLT
Contracting Party that does not provide for extension after expiration of the time limit
[Article 11(2)(ii) PLT] is obliged to provide for continued processing under Article 11(2)
PLT in respect of these time limits.**

Requirements for a request for extension are given in Rule 12(1) PLT. In particular, a PLT
Contracting Party may require that the request under Article 11(2) PLT be signed by the
applicant or owner [Rule 12(1)(a)(i) PLT]; a representative may sign on behalf of the
applicant or owner.?* In addition, it may be necessary to indicate to what time limit the
extension relates [Rule 12(2)(a)(ii) PLT].

Where a request for extension of a time limit is filed after expiration of the time limit
[Article 12(2)(ii) PLT], a PLT Contracting Party may require that all of the requirements in
respect of which the time limit for the action concerned applied be complied with at the
same time as the request is filed [Rule 12(2)(b) PLT].

3.2 Continued processing

Article 11(2) PLT obliges a PLT Contracting Party to provide for relief in the form of
continued processing, after the applicant or owner has failed to comply with a time limit
fixed by the Office, where that Contracting Party does not provide for the extension of
time limits under Article 112(2)(ii) PLT.” The effect of such continued processing is that
the Office continues the procedure concerned as if that time limit had not been missed.

Requirements for a request for continued processing are given in Article 112(2)(i) and
Rule 12(3) PLT and the time limit for filing the request and to meet all the requirements
are given in Article 11(2)(ii) and Rule 12(4) PLT. In particular, a PLT Contracting Party may

9 “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 11.03. According to Rule 12(2)(b) PLT, the time limit to request extension must be
at least 2 months from the date of expiration of the unextended time limit.

Ibid., Note 11.03: A Contracting Party may, under Rule 12(1)(b) PLT, require that all
requirements for the extension of the time limit are complied with at the same time as the
request under Article 11(2)(ii) PLT is filed.

Ibid., Note 11.04.

*2 |bid., Note R12.01.

> Ibid., Note 11.05.
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require that the request be signed by the applicant or owner [Rule 12(3)(i) PLT];

a representative may sign on behalf of the applicant or owner.** In addition, it may be
required to indicate that continued processing in respect of non-compliance with a time
limit is requested, including an indication of the time limit in question [Rule 12(3)(ii) PLT].
The time limit for filing the request for continued processing must be at least 2 months
after a notification by the Office that a time limit was not complied with [Rule 12(4) PLT].

3.3 Exceptions

Article 112(3) PLT lists procedures in respect of which a PLT Contracting Party is not
obliged to provide for the extension of a time limit fixed by the Office [Article 11(1) PLT]
or for continued processing after failure to comply with a time limit fixed by the Office
[Article 12(2) PLT], although it is permitted to do so0.”* A list of these exceptions is given
in Rule 12(5)(a) PLT:

(i) APLT Contracting Party is not obliged to grant more than one instance of relief
under Article 11(2) or (2) PLT, although it is permitted to do so. Similarly, a PLT
Contracting Party is not obliged to grant continued processing under Article 11(2)
PLT after an extension of the time limit concerned has been previously granted
under Article 11(2) PLT. Any second or subsequent instance of relief that is granted
by a PLT Contracting Party is not regulated by Article 11(1) or (2) or Rule 12 PLT.?®

(i) Thisitem isintended to prevent an applicant or owner from obtaining double relief
for filing a request for the extension of an Office time limit [Article 11(1) PLT],
continued processing [Article 11(2) PLT] or for reinstatement of rights.”

(iii) A PLT Contracting Party is not obliged to provide for the extension of, or continued
processing in respect of, a time limit fixed by the Office for the payment of
maintenance fees. However, a period of grace for the payment of such fees must
be provided [Article 5bis(1) Paris Convention].?®

(iv) APLT Contracting Party is not obliged under Article 11(1) or (2) PLT to grant relief
in respect of a time limit for requesting reinstatement of rights [cf. Article 13(2), (2)
or(3) PLTL.*®

(v) APLT Contracting Party is not obliged under Article 11(1) or (2) PLT to grant relief
in respect of a time limit for an action before a Board of Appeal or other review
body constituted in the framework of the Office.

(vi) APLT Contracting Party is not obliged under Article 11(1) or (2) PLT to grant relief
in respect of a time limit for an action in inter partes proceedings.*

% Ibid., Note R12.01.
> Ibid., Note R12.02.
% Ibid., Note R12.03.
7 Ibid., Note R12.04.
% Ibid., Note R12.05.
>3 Ibid., Note R12.04.
3 Ibid., Note R12.06.
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3.4 Opportunity to make observations

Article 112(6) PLT gives the requesting party the right to make observations on the
intended refusal of a request under Article 11(2) or (2) PLT, for example, to assert that a
fee in relation to a request for continued processing [Article 11(4) PLT] has been paid in
time. The term “refusal” is meant also to cover sanctions having an equivalent effect to
refusal of the request to extend a time limit, such as the request being treated as
abandoned or withdrawn.**

4 Periods under the EPC — Article 120 and Rule 132 EPC

The EPC distinguishes two types of periods: the so-called “Office periods” and
“Convention periods”, depending on whether the duration of the period is specified by
the EPO or fixed in an Article or Rule of the EPC, respectively.

In the revision of the European Patent Convention (EPC) in 2000, Article 120 EPC?* was
redrafted to clarify its meaning. In particular, Article 120(a) EPC states that any periods
the duration of which is not fixed in an Article of the EPC and which have to be observed
in proceedings before the European Patent Office (EPO) are to be specified in the EPC
Implementing Regulations.*

4.1 The use of the terms “time limit” and “period” in the EPC

The English version of the European Patent Convention uses the term “time limit” and
the word “period” for the same notion whereas the German and French version of the
EPC systematically use the word “Frist” and “délai”, respectively. The confusing
terminology in the English version of Rule 83 EPC 1973 (now Rule 131 EPC) was
recognised in the decision of the Legal Board of Appeal J 18/04; the Board decided that
“time limit” and “period” are to be regarded as equivalents.3*

When adopting the Implementing Regulations to the EPC under the EPC 2000, the EPO
decided to replace the term “time limit” by “period”; this operation was not entirely

3 Ibid., Note 11.009.

3> In this Chapter, all references to the EPC are to the EPC 2000 unless otherwise indicated.

3 “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 120 EPC.

Decision Legal Board of Appeal J 18/04, see reasons 21-26.

See: http://legal.european-patent-office.org/dg3/pdf/jo40018ex1.pdf.

In Reason 26 of J 18/04 the Legal Board of Appeal noted that: “This interpretation of the term
‘time limit’ is also wholly in line with the provisions of the European Convention on the
Calculation of Time-Limits (Basle Convention of 16 May 1972, in force since 28 April 1983): see
especially Articles 2,3 and 4. The Board notes that several Member States of the EPC are also
signatories to the Basle Convention, which, therefore, also may be taken into account
pursuant to Article 125 EPC when the meaning of the term ‘time limit’ is to be determined, as
is the case here. It is noteworthy that the Explanatory Report to the Basle Convention explains
that the wording ‘time limit’ was chosen as the English term for the French term ‘délai’.”

34

107



PATENT LAW TREATY

successful.® In the Articles of the EPC 2000, the term “time limit” was not replaced by
the word “period”.

In this Chapter, the term “time limit” will be used in relation to the PLT and the word
“period” in relation to the EPC.

4.2 Periods to be specified by the EPO

The basis for the concept of Office periods is laid down in Article 120(a) EPC. Rule 132(2)
EPC gives a definition of an Office period: where the EPC Articles or Rules refer to
“a period to be specified”, the duration of this period is to be specified by the EPO.

Examples of Office periods in the EPC Implementing Regulations are:3°

o the period for supplying a translation of the priority application [Rule 53(3) EPC],

o the period for correcting deficiencies in the priority claim [Rule 59 EPC],

o the period for inviting the applicant to indicate whether he desires to proceed
further with the European patent application [Rule 70(2) EPC],

o the period for responding to a communication from the Examining Division
[Rule 71(2) EP(],

o the period for correcting deficiencies in the request for limitation [Rule 94 EPC],
and

o the period for correcting deficiencies in the notice of appeal [Rule 101(2) EPC].

There appears to be a tendency to reduce the number of “periods to be specified” in the
EPC Rules in line with the desire of the EPO to streamline the grant procedure.¥ The
term “a period to be specified” was deleted from Rule 51(4) EPC 1973 [entry into force on
1 April 2005; now Rule 71(3) EPC 2000]. Upon the entry into force of the EPC 2000, the
term “a period to be specified” could also be found in Rules 64(1) and 141 EPC; as a result

3> The title of Chapter V of Part VIl of the Implementing Regulations to the EPC is “Time limits”.
The replacement of “time limit” by “period” was omitted in Rules 50(3), 58(3) and 82(3) EPC
and overlooked when adopting Rules 51(4), 135(2) and 136(2) EPC. In addition, the term
“period of grace” was replaced by the term “time limit” in Rules 45(2) and 162(2) EPC. To
confuse things further, the term “a time limit of 24 months” was used when inserting

Rule 36(2)(a) and (b) EPC.

Beyond Rule 132(1) EPC, the term “a period to be specified” occurs 20 times in the EPC
Implementing Regulations [situation 1 May 2011], i.e. in Rules 3(3), 5, 53(3), 59, 60(2), 70(2),
71(2), 71(5), 77(2), 79(2), 79(3), 81(2), 94, 95(2), 100(2), 101(2), 108(2), 118(2)(c), 151(2) and
152(2). In addition, the term “a period to be specified” occurs in Article 7(4) of the Rules
Relating to Fees. Note that a different expression to the same effect is used in Rule 120(1) EPC
(“the period specified in the summons”) and Rule 121(2)(b) EPC (“the period specified for the
submission of his opinion”).

By removing the possibility to extend Office periods, the EPO desires to shorten the overall
duration of the proceedings. However, it seems that the bar is raised only for applicants.
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of later amendments, the duration of the period is now fixed in these Rules.?® In addition,
current Rule 71(5) EPC containing the wording “a period to be specified” will be deleted
effective 1 April 2012.

4.2.1  Extension of Office periods

Rule 132(2) EPC specifies a duration of 2 to 4 months for an Office period; in “certain
circumstances” the period may be up to 6 months. The current practice at the EPO is that
a 2-month period will be specified for correcting deficiencies which are merely formal or
of a minor character. The upper limit of 4 months is used in communications from an
Examining Division or Opposition Division raising matters of substance. A longer period
of up to 6 months will be set by the EPO only in exceptional cases where it is clear that a
4-month period cannot be adhered to.*

The “unless otherwise specified” in Rule 132(2) EPC allows that a provision in the EPC
may permit the EPO to set the duration of an Office period shorter than the minimum
duration of 2 months. An example of such provision can be found in Rule 109(1) EPCin
relation to petition for review proceedings (see § 4.2.2).*°

Under Rule 132(2) EPC, second sentence, the period may be extended upon request if the
request is filed before the expiry of such a period. In spite of the wording “in special
cases” in Rule 132(2) EPC, second sentence, the request for extension, even if filed
without reasons, is normally allowed if the total period does not exceed 6 months.**
However, a request for an extension, resulting in a total period exceeding 6 months, will
be allowed only exceptionally, when the reasons given are sufficient to show
convincingly that a reply in the period previously given will not be possible.*

Periods are automatically extended if the period expires on a day on which one of the
EPO filing Offices is not open for receipt of documents or on which mail cannot be
delivered; the period is extended to the first day thereafter on which all the filing Offices
are open again [Rule 134(2) EPC]. This provision also applies if documents filed by

¥ Rule 64(2) EPC (lack of unity) was amended effective 1 April 2010. In Rule 64(1) EPC as in force

before that date the applicant was given “a period to be specified which shall neither be
shorter than two weeks nor exceed six weeks”.

Rule 141 EPC (information on prior art) was amended effective 1 January 2011. In Rule 241 EPC
as in force before that date the applicant was given “a period to be specified”.

3 Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII, § 1.3,
see http://www.epo.org/patents/law/legal-texts/guidelines.html.

% Another example can be found in Rule 116(1) EPC (preparation of oral proceedings) stating:
“Rule 132 shall not apply.” Note that Rule 116(1) EPC does not refer to a “period” but to a “final
date”. Also see the decision of the Legal Board of Appeal J 14/91 where the Board considered
it sufficient to give the parties 20 days’ advance notice of the oral proceedings.

See http://www.epo.org/law-practice/case-law-appeals/recent/jg10014ep1.html
“* Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII, § 1.6.
“*Ibid., Part E, Chapter VIII, § 1.6.
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technical means of communication [Rule 2(1) EPC] cannot be received by the EPO
[Rule 134(2) EPC, last sentence].

4.2.2 EPC Office periods versus PLT Office time limits

The “period to be specified by the European Patent Office” in Rule 132(1) EPC is
equivalent to the “time limit fixed by the Office” as referred to in Article 11 PLT. The EPO
follows Article 12(2)(i) PLT in that a request for extension of a period has to be filed prior
to expiry of the period [Rule 132(2) EPC].

With respect to the exceptions listed in Article 11(3) PLT for which a PLT Contracting
Party need not provide relief in the form of extension of a time limit fixed by the Office as
well as with respect to continued processing [Rule 12(5)(a)(i) PLT], the EPO nevertheless
allows, in many cases, an applicant to request an extension of an Office period and to,
subsequently, file a request for further processing (also see § 5.3).

A typical example (and frequently used by applicants) of allowing a request for extension
followed by further processing, is the communication under Rule 71(1) EPC, where the
Examining Division pursuant to Article 94(3) EPC, requests the applicant to correct any
deficiencies noted in the European patent application and to amend the description,
claims and drawings within “a period to be specified”. If matters of substance are raised
in this communication, the Examining Division will set a period of 4 months for response
to this communication.*® If the applicant files a request for an extension of the period, the
EPO will allow the applicant 2 months extra to answer the communication [Rule 132(2)
EPC]. The request for extension must be filed before expiry of the normal period [in line
with Article 11(2)(i) PLT] and no reason for the extension need be given [in line with
Article 11(5) PLT]. The extended period is to be calculated from the start of the original
period.*™* Failure to reply to the communication in due time will cause the European
patent application to be deemed to be withdrawn [Article 94(4) EPC]. The EPO will notify
the applicant by issuing a loss of rights communication [Rule 112(1) EPC].*° The common
remedy is to file a request for further processing [Article 121 and Rule 135 EPC].*” The
request for further processing has to be filed within 2 months from the notification of the
loss of rights communication [in line with Rule 12(4) PLT].

The EPO does not levy a fee for requesting extension of an Office period (as would be
allowed by Article 11(4) PLT). As all documents filed after filing the European patent
application must be signed [Rule 50(3) EPC], the requirements for requesting an
extension of an Office period are in line with Rule 12(1)(i) PLT. In addition, the EPO does

3 Ibid., Part C, Chapter VI, § 10.1 and Part E, Chapter VIII, § 1.2 (ii).

“ Ibid., Part E, Chapter VIII, § 1.6.

“ When the original period was extended under Rule 134 EPC, there could be a non-respect of
Rule 12(2)(a)PLT that provides a minimum of 2 months from the expiration of the unextended
time limit (Rule 133 EPC only provides for a deemed timely receipt, not for an extension).
Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII, § 1.9.
4" Ibid., Part E, Chapter VIII, § 2.1.
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not require any other requirements to be complied with when a request for extension is
filed, thereby complying with Article 11(5) PLT.

The EPO is not required to grant relief in respect of a period for an action before a Board
of Appeal or other review body constituted in the framework of the Office [Article 11(3)
and Rule 12(5)(a)(v) PLT] nor in respect of a period for an action in inter partes
proceedings [Rule 12(5)(a)(vi) PLT]. Nevertheless, the EPO grants requests for extension
of any “period to be specified” during opposition proceedings [cf. Rules 77(2), 79(2), 79(3)
and 81(2) EPC] and subsequent appeal proceedings [cf. Rules 100(2) and 101(2) EPC].4% In
addition, the EPO will allow requests for extension of any “period to be specified” during
post-grant limitation proceedings [cf. Rules 94 and 95(2) EPC].

There is only one exception: Rule 109(1) EPC rules out the application of Rule 132(2) EPC
in proceedings in relation to petitions for review by the Enlarged Board of Appeal
[Article 112a EPC].*° Therefore, a request for an extension of the “period to be specified”
in Rule 108(2) EPC will normally be refused; this is in line with Rule 12(5)(a)(v) PLT.

In line with what is prescribed in Article 11(6) PLT, the EPO provides an opportunity to
make observations when a request for an extension of an Office period is to be rejected.
This is based on the general principle in the EPC, that decisions of the EPO may only be
based on grounds or evidence on which the parties concerned have had an opportunity
to present their comments [Article 113(2) EPC].

Where the EPO rejects an applicant’s request for an extension of an Office period which
has been filed in good time, and the applicant considers this unjust, the ensuing loss of
rights can only be overcome by requesting further processing [Article 121(1) and

Rule 135(1) EPC]. At the same time, the applicant may request reimbursement of the fee
for further processing. A decision rejecting the request for reimbursement is open to
appeal, either together with the final decision or separately, as the case may be

[Article 106(2) EPC].*°

4.3  Convention periods

A Convention period is a period of which the duration is fixed in the EPC Articles or its
Implementing Regulations. Examples of Convention periods in the EPC Articles are:

o the 12-month period for claiming priority [Article 87(1) EPC],
o the g-month period for filing an opposition [Article g9(1) EPC],

48 According to Article 12(5) of the Rules of Procedure of the Boards of Appeal: “Extension of
time limits may exceptionally be allowed in the Board’s discretion following receipt of a
written and reasoned request.”

See http://archive.epo.org/epo/pubs/ojooz/11_o07/11 5367.pdf.

9 The current practice is that the Enlarged Board of Appeal sets a period of about 1 month
under Rule 109(12) EPC in the first stage of the review proceedings.

5% Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII, § 1.6.
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o the 2-month period for filing a notice of appeal and the 4-month period for filing
the statement setting out the grounds of appeal [Article 108 EPC], and
o the 2-month and 5-year period for filing a petition for review [Article 112a(4) EPC].

Examples of Convention periods in the EPC Implementing Regulations are:>*

the 24-month period for filing a divisional application [Rule 36(1)(a) and (b) EPC],
the 1-month period for payment of the filing and search fee [Rule 38(2) EPC],
the 6-month period for payment of the designation fee and the examination fee
[Rule 39(1) and 70(2) EPC, respectively],

o the 2-month period for filing copies of the search results of a priority application
[Rule 70b(1) EPC],

o the 4-month period for paying the fee for grant and publishing and to file a
translation of the claims [Rule 72(3) EP(],

o the 31-month period for fulfilling the requirements for entry into the regional phase
of an international application before the EPO [Rule 159(1) EPC],

o the 6-month period for filing a response to the written opinion, correcting
deficiencies and filing amendments in respect of a Euro-PCT application for which
the EPO in the international phase acted as International Searching Authority, as
International Searching Authority competent to carry out Supplementary
International Searches or as International Preliminary Examining Authority
[Rule 161(2) EPC].

4.3.1  Extension of Convention periods

Since the extension of a period under Rule 132(2) EPC only applies to “a period to be
specified” by the EPO, a period of which the duration is fixed in the EPC cannot be
extended on request.>* However, such a period may be extended automatically under
Rule 134 EPC.

4.3.2 EPC Convention periods and PLT time limits

Article 11 PLT only provides for relief in respect of time limits fixed by the Office. Hence,
the EPO need not provide for the extension of Convention periods in view of the PLT.*3

5 Further processing under the EPC — Article 121 and Rule 135 EPC

In the EPC 2000 revision, the scope of application of further processing was broadened in
order to make it the standard legal remedy in cases of failure to observe periods in the

' The EPC Implementing Regulations in the version as in force as of 1 May 2011.

5* Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII, § 1.6.

3 “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 11.02.
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procedure up to the grant of the European patent.>* Further processing nowadays
applies to the periods for the payment of the filing fee and search fee [Rule 38 EPC], the
designation fee [Rule 39 EPC] and for the filing of the request for examination [Rule 70
EPC], all of which were excluded therefrom under the EPC 1973.>°

Further processing is the main remedy under the EPC for the non-observance of a period
before the EPO. However, the availability of this remedy under the EPO is limited to
grant proceedings and to appeal proceedings after refusal of the application, because of
the reference to “applicant” and “application” in Article 121(2) EPC (italics added): “If an
applicant fails to observe a time limit vis-a-vis the EPO, he may request further
processing of the European patent application.” Hence, further processing is not available
after grant of the European patent, e.g. in opposition proceedings, inter partes appeal
proceedings and ex parte limitation proceedings.

Article 11 PLT also relates to patents. In principle, the EPC should offer further processing
to patentees or opponents. However, in view of the exceptions listed in Rule 12(5)(v) and
(vi) PLT [see § 3.3], a PLT Contracting Party is not obliged to grant relief in respect of a
time limit for an action in inter partes proceedings. However, as limitation/revocation
proceedings are ex parte proceedings, the EPC is not conforming to the PLT by not
providing further processing if the patent proprietor fails to observe a period vis-a-vis the
EPO in such proceedings. In particular, if a request for limitation or revocation

[Article 105a EPC] is rejected as inadmissible by the EPO [Rule 94 EPC], the EPC should
allow the proprietor to request further processing in the missed Office period.*

Article 121(2) EPC provides that a request for further processing is to be granted where
the requirements laid down in the EPC Implementing Regulations are met [Rule 135(1)
EPC]. If the request for further processing is granted, the European patent application

will be treated as if the non-observance of the period had not happened [Article 121(3)
EPCI.

In principle, further processing is available both for Office periods (see § 5.1) and for
Convention periods (see § 5.2). Further processing is excluded for specific periods
mentioned in Article 121(4) and Rule 135(2) EPC.

It should be noted that the applicability of further processing does not depend on the
nature of the sanction ensuing after non-observance of a period. It is irrelevant whether

% “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 121 EPC.
> The use of the wording “failure to reply within a time limit set by the EPO” in Article 121(2)
EPC 1973 excluded the Convention periods in Article 78(2) (filing and search fee), Article 79(2)
(designation fees) and Article 94(2) (request for examination) EPC 1973 from further
processing.
Note that the European patent is not lost when the request for limitation/revocation is
rejected as inadmissible. The patent proprietor can file a new request for limitation/revocation.
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the sanction is a total loss of rights such as the refusal of the European patent application
[Article 9o(5) EPC] or a partial loss of rights such as the loss of a priority claim

[Article 9o(5) EPC, last sentence].”” However, the refusal of a European patent
application under Article 97(2) EPC cannot be remedied using further processing,
because in this case the refusal does not directly follow a failure to observe a period, as
required by Article 121(12) EPC, but non-compliance of the application with a requirement
of the EPC. In the latter case, the appropriate legal remedy is to file an appeal against the
refusal [Articles 106 and 108 EPC].%®

5.1 EPC Office periods and further processing

If “a period to be specified” by the EPO is missed in grant proceedings or in ex parte
appeal proceedings, further processing may be requested. There is only one exception in
the EPC: further processing is ruled out if the applicant does not respond in due time to
an invitation to repair deficiencies in the priority claim under Rule 59 EPC [cf. Rule 135(2)
EPC]. The period for response in Rule 59 EPC is an Office period, set by the EPO between
2 and 4 months.*® The EPO issues an invitation under Rule 59 EPC if the applicant has not
complied with the 16-month period of Rule 52(2) EPC in relation to the file number of the
previous application or with the 16-month period of Rule 53(1) EPC in relation to
supplying a copy of the priority document. According to the EPO, the procedure under

Rule 59 EPC already constitutes a form of legal remedy.***

5.2 Convention periods and further processing

Article 11 PLT only provides for relief in respect of time limits fixed by the Office. Hence,
the EPO need not provide for further processing in relation to Convention periods in view
of the PLT. Nevertheless, in many cases the EPO allows an applicant to file a request for
further processing if a Convention period has not been observed. However, there is an
extensive list of Convention periods for which further processing is ruled out.

7 Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII, § 2.1.
58 Ibid., Part C, Chapter VI, § 7.6. Also see Rule 111(2) EPC.

59 Ibid., Part A, Chapter lll, § 16.2.

8 “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 59 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

Whether or not Rule 59 EPC itself constitutes a form of legal remedy, providing “a period to be
specified” implies that further processing should be given; any other option is a
non-conformity to PLT. If the EPO didn’t want to give further processing, they could simply
have inserted a fixed period in Rule 59 EPC. However, specifying a period to be specified has
the advantage that it can be extended upon request, possibly beyond 6 months with the
submission of good reasons why the submission of the priority document is late. Such reasons
would be the same as used in supporting a request for re-establishment of rights, with less
formalities and no fee. On the other hand, providing for further processing has the
disadvantage that the applicant would (under the present interpretation and practice) have to
file for re-establishment as well as for further processing.
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The following periods in the EPC Articles are excluded from further processing
[Article 121(4) EPC]:

The 12-month priority period [Article 87(1) EPC],
The 2-month and 4-month periods in relation to filing an appeal [Article 108 EPC],
The 2-month periods and the 5-year period in relation to filing a petition for review
[Article 112a(4) EPC], and

o The periods for requesting further processing and re-establishment of rights
[Article 121 and 122 EPC, respectively].

The more elaborate remedy of re-establishment of rights which involves proving all due
care is possible in respect of all the above periods except for the period for requesting
re-establishment of rights (to avoid chaining of remedies).

Further exceptions to applying further processing are listed in the EPC Implementing
Regulations [Rule 135(2) EPC]. According to the EPO, the purpose of these exceptions is
not to enable the scope of application of further processing to be generally restricted.
Only if an adequate legal remedy (meeting the requirements of the PLT) was already
provided by the law would it be possible to rule out application of Article 121 EPC.°?

Approximately half of the periods in the EPC Implementing Regulations are excluded
from further processing according to Rule 135(2) EPC. There is a variety of reasons
behind these exclusions. In line with the exceptions listed in Rule 12(5)(a)(i) PLT, the
general approach under the EPC is that there should be no accumulation of legal
remedies. For example: where a means of legal redress already exists for dealing with the
non-observance of a period, also allowing further processing would create a two-tier
system for rectifying the error at the first-instance stage. This type of reasoning applies,
for instance, to the following periods:®3

o The 2-month period in Rule 6(1) EPC for filing a translation under Article 14(2) EPC
has been excluded because the failure to meet this time limit may be remedied
under Rule 58 EPC [cf. Rule 57(a) EPC]. The same applies for the 2-month period in
Rule 36(2) EPC for filing a translation of a divisional application.

o The 2-month period in Rule 40(3) EPC for filing a certified copy of the previously
filed application has been excluded because the failure to meet this time limit may
be remedied under Rule 55 EPC. In addition, the 2-month period of Rule 40(3) EPC
for filing a translation of the previously filed application has been excluded because

82 “Conference of the Contracting States to revise the 1973 European Patent Convention”, Munich,
20 to 29 November 2000, Conference Proceedings, MR/24/00 (15 July 2003); p. 94.

See
http://www.epo.org/patents/law/legal-texts/archive/epc2ooo/diplomatic-conference-nov2000
-html.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 135 EPC.
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the failure to meet this time limit may be remedied under Rule 58 EPC [cf.
Rule 57(a) EPC].

o The 2-month period in Rule 55 EPC relating to the examination on filing
[Article 9o(1) and (4) EPC] has been excluded, because the procedure under this
Rule already constitutes a form of legal remedy. The same applies to the 2-month
period in Rule 56 EPC in relation to the subsequent filing of missing parts of the
description or missing drawings and to the 2-month period in Rule 58 EPC in
relation to correcting deficiencies after formalities examination [Article 9o(3) and
(4) EPC].

Some periods are excluded from further processing, because failure to comply with the
period does not result in the EPO issuing a communication.®* This applies, for instance,
to the following periods:®

o The 3-month period in Rule 16(1)(a) EPC for seeking remedies under Article 61 EPC
(entitlement proceedings) has been excluded, because it is not monitored by the
EPO and no communication can be issued if it is missed. If this period is missed, the
entitled person under Article 61(1) EPC can apply for re-establishment of rights.

o The 2-month period in Rule 112(2) EPC in connection with the request for an
appealable decision has been excluded, because this provision allows for an
administrative review of any loss of rights resulting from the EPC.

Some periods are excluded from further processing because failure to comply with the
period and allowing further processing would postpone or delay the procedure
needlessly. This type of reasoning applies, for instance, to the following periods:*®

o The 16-month period in Rule 52(2) EPC for late filing of the declaration of priority
and the 16-month and 4-month periods in Rule 52(3) EPC in relation to correcting
the declaration of priority have been excluded in view of the publication of the
application [Article 93 EPC]. For reason of legal certainty, the information in
relation to Rule 52(2) and (3) EPC should be available in due time for inclusion in the
publication of the European patent application.

o The 2-month period in Rule 62a(12) EPC to indicate the claims complying with
Rule 43(2) EPC (several independent claims in one category) on which the search is
to be based has been excluded to allow the European search report to be available
in time to be published together with the application. The same applies for the

% The wording of Rule 135(1) EPC implies that further processing can only be requested when

the EPO issues a communication concerning either the failure to observe a period or a loss of
rights.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 135 EPC.

Ibid., comment in relation to Rule 135 EPC.
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2-month period in Rule 63(2) EPC (carrying out a meaningful search) for filing a
statement indicating the subject-matter to be searched.”

Some periods are excluded from further processing because the EPO sees no need for
allowing further processing. This type of argument is used, for instance, in relation to the
following periods:®®

o The 24-month period of Rule 36(2)(a) EPC for voluntarily filing a divisional
application and the 24-month period of Rule 36(2)(b) EPC for filing a divisional
application following a communication in which the Examining Division has made a
non-unity objection, have been excluded from further processing because both
periods are already of substantial length.®

5.3  EPC further processing versus PLT continued processing

The term “further processing” in Article 121 EPC is equivalent to the term “continued
processing” as referred to in Article 11(2) PLT.

As indicated earlier (see § 3), the relief that a PLT Contracting Party is obliged to provide
under Article 11(1) and (2) PLT is restricted to time limits “fixed by the Office for an action
in a procedure before the Office”. Hence, the EPO in view of the PLT need not provide for
further processing in respect of Convention periods. However, the EPO allows the use of
the remedy of further processing for Office periods as well as for Convention periods,
although there are exceptions, in particular, in relation to Convention periods (see § 5.2).

The EPC follows Article 11(2)(i) PLT in that when extension of an Office period is
requested, such request has to be presented prior to the expiration of the period

[Rule 132(2) EPC]. The EPC does not allow filing a request for extension of an Office
period after the expiration of the period. As the EPC does not provide for the latter type
of extension, the EPCis, in principle, obliged to provide for further processing
[consequence of Article 11(2) PLT referring to Article 11(2)(ii) PLT]. However, pursuant
the exception in Rule 12(5)(a)(i) PLT [Article 112(3) PLT], a PLT Contracting Party is not
obliged to grant more than one instance of relief under Article 11(2) PLT (extension of
time limit) or Article 112(2) PLT (continued processing), although it is permitted to do so.
Hence, the EPCis not obliged, in view of the requirements under the PLT, to grant

%7 “Notice from the European Patent Office dated 15 October 2009 concerning amendments to the

EPC Implementing Regulations to the European Patent Convention”, EPO Official Journal, 2009,
p- 533.

See http://archive.epo.org/epo/pubs/ojoog/i1_09/11 5339.pdf.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 135 EPC.

"Notice from the European Patent Office dated 20 August 2009 concerning amended Rule 36(1)
and (2) EPC (European divisional applications) and consequential amendments to Rules 57(a) and
135(2) EPC”, EPO Official Journal, 2009, p. 481.

See http://archive.epo.org/epo/pubs/ojoog/10 09/10 £819.pdf.
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further processing after an extension of an Office period has been previously allowed.
Nevertheless, the EPC provides for the extension of Office periods as well as for further
processing. As explained in § 5.1, the only “period to be specified” which is ruled out from
further processing in Rule 135(2) EPC is the Office period of Rule 59 EPC (deficiencies in
claiming priority).

Rule 135(2) EPC prescribes that further processing under Article 121(1) EPC must be
requested by payment of the prescribed fee within 2 months of the communication
concerning either the failure to observe a time limit or a loss of rights; the omitted act
must be completed within the period for making the request. As all documents filed after
filing the European patent application must be signed [Rule 5o(3) EPC], these
requirements for requesting further processing are in line with Article 11(2) and (3) and
with Rule 12(3)(i) and (4) PLT.

There is no explicit provision in the EPC that the non-observed period for which further
processing is requested must be identified; Rule 12(3)(ii) PLT allows a PLT Contracting
State to set such a requirement. However, requests should, in general, be clear and
unambiguous to avoid a loss of rights. If an unspecified request for further processing is
filed in a situation where it might apply to two periods, the EPO will probably invite the
requestor to clarify the situation.

A request for further processing need not indicate any reasons upon which the request is
based or file evidence with the Office [in line with Article 11(5) PLT]. The only
requirement to be met is the payment of the fee for further processing [in line with
Article 11(4) PLT]. As indicated above, the EPO requires the fee for further processing to
be paid within the same period as that to which the filed request relates. The period for
requesting further processing is 2 months from the notification of the loss of rights
communication [in line with Article 11(2) and Rule 12(4) PLT].

Further processing under the EPC is available only for applicants, i.e. in grant proceedings
and appeal proceedings after refusal of the application. This is in line with PLT
requirements that a PLT Contracting Party is neither obliged to grant relief in respect of a
time limit for an action before a Board of Appeal or other review body constituted in the
framework of the Office [Rule 12(5)(a)(v) PLT] nor in respect of a time limit for an action
in inter partes proceedings [Rule 12(5)(a)(vi) PLT].”°

As indicated above (see § 4.2.2), the “period to be specified” in Rule 108(2) EPCin
relation to the examination of a petition for review, is the only Office period for which the
EPC does not allow an extension [cf. Rule 109 EPC]. Rule 108(2) EPC is drafted on the

® Note that limitation and revocation proceedings [Article 105a EPC] are not inter partes
proceedings. To be compliant with the PLT, the EPC should provide for further processing if
the patent proprietor fails to observe a period vis-a-vis the EPO [see § 5].
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model of Rule 101(2) EPC which applies to appeal proceedings.”* As an
appellant/applicant can request further processing when overrunning the “period to be
specified” in Rule 101(2) EPC, this will also be possible when the appellant/applicant
overruns the Office period in Rule 108(2) EPC.

In line with what is prescribed in Article 11(6) PLT, the EPO provides for the opportunity
to make observations when a request for further processing is to be rejected. This is
based on the fundamental “right to be heard” principle in the EPC [Article 113(1) EPC].
This provision is intended to ensure that no party can be taken by surprise by grounds for
a decision against his application on which he did not have an opportunity to present his
comments.”?

It can be concluded that the implementation of the remedy of further processing in the
EPCis in line with the requirements of the PLT.

6 Conclusion

The goal of the Patent Law Treaty (PLT) is to streamline and harmonize formal
requirements of national and regional patent Offices for the filing and processing of
national and regional patent applications, the maintenance of patents and certain
additional requirements related to patents or patent applications. The PLT does not
establish a completely uniform procedure for all PLT Contracting Parties as a party to the
PLT is free to require fewer, or more user-friendly, requirements than those prescribed in
the PLT.

When the European Patent Convention (EPC) was aligned with the PLT in the EPC 2000
revision, the legislator chose for a relatively complete implementation of the
requirements set in the PLT into the EPC. In addition, in many cases, the EPO allows
more relief than what is prescribed in the PLT. However, the EPC is not compliant with
respect to the PLT in some cases.

With respect to providing relief in respect of periods the duration of which is not fixed in
the EPC but is determined by the European Patent Office (EPO), the EPC allows for an
extension of such Office periods upon request (no reasoning required), provided such
request is filed before the expiry of the normal period. Although not obliged by the PLT,
the EPC allows the applicant, in addition, to request further processing for many Office
periods. Furthermore, the EPC also allows an applicant to request further processing in
respect of many periods the duration of which is fixed in the law. Again there is no
obligation in the PLT to allow for further processing in respect of these so-called
Convention periods.

* “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 108 EPC.

* Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter X, § 1.1.

119



PATENT LAW TREATY

Although the duration of a large number of periods has been fixed in the EPC Articles and
Rules, and although the remedy of further processing is frequently ruled out in respect of
these periods, the number of possible remedies available to parties before the EPO is
significantly beyond what is prescribed in the PLT.
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Chapter VI - Periods and remedies under the EPC — Compliance
of the EPC with the PLT -
Part Il - Re-establishment of rights *

1 Introduction

The Patent Law Treaty (PLT) aims at harmonizing and streamlining formal procedures
relating to national and regional patent applications and maintenance of patents. In spite
of the goal of harmonization, the PLT does not establish a uniform procedure for all PLT
Contracting Parties by leaving many requirements optional, thereby allowing divergence
in implementation between PLT Contracting Parties.”

The provisions concerning relief in respect of time limits fixed by the national Office of a
PLT Contracting Party, in the form of an extension and/or continued processing, are
among the important achievements of the PLT.3 The PLT also provides safeguard
provisions if an applicant has failed to meet a time limit and, as a consequence, has lost
his rights with respect to an application or patent unintentionally or in spite of all due
care required by the circumstances.* In addition, the PLT provides for a remedy for the
loss of a priority right in two cases due to innocent non-compliance with related time
limits.>

During the so-called EPC 2000 revision of the European Patent Convention (EPC), the
European Patent Organization has opted for a relatively complete implementation into
the EPC of the requirements set in the PLT.

This Chapter compares the requirements in respect of the remedies of reinstatement of
rights and restoration of priority right under the PLT with the remedy of
re-establishment of rights under the EPC.

The requirements for relief in respect of time limits under the PLT, i.e. the extension of
time limits fixed by the Office and the related remedy of continued processing, and the
corresponding extension of Office periods and the remedy of further processing under
the EPC are the subject of Chapter V of this thesis.

This Chapter is an updated version of an Article: Cees Mulder: "Periods and remedies under the
EPC — Compliance of the EPC with the PLT — Part Il — Re-establishment of rights” accepted for
publication in European Intellectual Property Review, Issue 2 (2012).

"Basic Features to the Patent Law Treaty” (prepared by the International Bureau) (November
2006), Item 3.

See http://www.wipo.int/patent-law/en/plt.htm.

3 Ibid., Item 38.

4 Ibid., ltem 42.

> Ibid., Item 45.
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2 Reinstatement of rights — Article 12 and Rule 13 PLT

Article 12 PLT obliges a PLT Contracting Party to provide for the reinstatement of rights
with respect to an application or patent following failure to comply with a time limit for
an action in a procedure before the Office. In contrast to Article 11 PLT, where an
applicant cannot be required to state the grounds on which the request is based, such
reinstatement is subject to a finding by the Office that the failure occurred in spite of all
due care required by the circumstances or, at the option of the PLT Contracting Party,
was unintentional. In further contrast to Article 11 PLT, Article 12 PLT is not restricted to
time limits fixed by the Office, although there are some exceptions (see § 2.2). APLT
Contracting Party may provide for continued processing instead of reinstatement of
rights under Article 12 PLT where the requirements in respect of continued processing
are more favourable, from the viewpoint of applicants and patent owners, than the
requirements under Article 12 and Rule 13 PLT.®

In the introductory words of Article 12(1) PLT, the phrase “that failure has the direct
consequence of causing a loss of rights with respect to an application or patent” is
intended to cover situations where a failure to comply with a time limit causes a loss of
rights with respect to the ability to obtain or maintain a patent. For example, where
failure to comply with the time limit in respect of filing a copy of the earlier application in
relation to the filing date requirements concerning a missing part of the description
under Article 5(6)(b) PLT,” has the direct consequence of the loss of the earlier filing date
which, in turn, has the indirect consequence of the refusal of the application on the
grounds of prior publication, a PLT Contracting Party is not obliged to provide for
reinstatement of the loss of rights resulting from that refusal.?

2.1 Request for reinstatement

A request for reinstatement under Article 12(1) PLT should comprise the following items:

(i) The request must be filed within the prescribed time limits. The time limit for
making the request for reinstatement shall be the earliest expiration date of either
at least 2 months from the date of removal of the cause of failure to comply with
the time limit for the action in question, or at least 12 months from the date of

"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 12.01. Also see Article 2(1) PLT on the freedom of PLT Contracting Parties to
provide for requirements which are more favourable.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

7 Cf.Rule 2(3) and (4) PLT on the time limit and requirements in relation to the availability of
the earlier application when a missing part of the description or a missing drawing is filed
based on the missing part or drawing being completely contained in the earlier application.
"Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 12.02.
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expiration of the time limit for the action in question. In the case of a request for
reinstatement relating to non-payment of a maintenance fee, the latter period
shall not be less than 12 months from the date of expiration of the period of grace
provided under Article 5bis of the Paris Convention [Rule 13(2) PLT].

(ii) The request must state the reasons for failure to comply with the time limit. In
addition, a PLT Contracting Party may require that the applicant or owner files a
declaration or other evidence in support of the reasons referred to in this item
within a time limit fixed by the Office [Article 13(4) PLT].

In addition, a PLT Contracting Party may require that a request be signed by the
applicant or owner [Rule 13(12) PLT]; on behalf of the applicant or owner a representative
may sign the request.®

An Office is obliged to reinstate the rights of the applicant or owner with respect to the
application or patent concerned, if the Office finds that the failure to comply with the
time limit occurred in spite of due care required by the circumstances having been taken
or, at the option of the PLT Contracting Party, that any delay was unintentional

[Article 13(2)(iv) PLT]. A PLT Contracting Party is permitted to charge a fee in respect of a
request for reinstatement [Article 13(4) PLT].

2.2  Exceptions

Article 12(2) PLT lists procedures in respect of which a PLT Contracting Party is not
obliged to provide for the reinstatement of rights under Article 12(1) PLT, although it is
permitted to do 0. A list of these exceptions is given in Rule 13(3) PLT:

(i) APLT Contracting Party is not obliged under Article 12(1) PLT to grant relief in
respect of a time limit for an action before a Board of Appeal or other review body
constituted in the framework of the Office.

(ii) Thisitemisintended to prevent an applicant or owner from obtaining double relief
for filing a request for the extension of an Office time limit [Article 11(2) PLT] or for
continued processing after failure to comply with an Office time limit [Article 11(2)
PLT] or for reinstatement of rights [Article 12(2) PLT].*

(iii) A PLT Contracting Party is not obliged under Article 12(1) PLT to grant relief in
respect of the time limit for correction or addition of a priority claim [Article 13(2)
PLT] or for requesting restoration of the right of priority [Article 13(2) or (3) PLT].**

(iv) A PLT Contracting Party is not obliged under Article 12(12) PLT to grant relief in
respect of a time limit for an action in inter partes proceedings.™

% Ibid., Note R13.01.
* Ibid., Note R13.02.
" Ibid., Note R13.03.
* Ibid., Note R13.03.
3 Ibid., Note R13.04.
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2.3  Opportunity to make observations

Article 12(5) PLT gives the requesting party the right to make observations on the
intended refusal of a request under Article 12(1) PLT, for example, to assert that a fee in
relation to a request for reinstatement of rights [Article 12(3) PLT] has been paid in time.

2.4 Intervening rights

The PLT and its Regulations do not regulate the rights, if any, acquired by a third party
for any acts which were started, or for which effective and serious preparations were
started, in good faith, during the period between the loss of rights resulting from the
failure to comply with the time limit concerned and the date on which those rights are
reinstated. These remain a matter for the applicable law of the PLT Contracting Party
concerned.™

3 Restoration of the priority right — Article 13 and Rule 14 PLT

3.2 Delayed filing of the subsequent application — Article 13(2) and Rule 14(4)
and (5) PLT

Article 13(2) PLT obliges a PLT Contracting State to provide for the restoration of the
priority right where a subsequent application is filed after the expiration of the priority
period, but within a time limit which may not be less than 2 months from the date on
which the priority period expired [Rule 14(4)(a) PLT]. A reference to Article 15 PLT was
included in Article 13(2) PLT to clarify that due account is taken of the provisions of the
Paris Convention.™ The request for restoration of a priority claim may be filed after the
filing of the subsequent application, provided that it accompanies the request for
restoration [cf. Rule 14(5)(ii) PLT].*®

The requirements to be met in order for an Office to restore the right to priority under
Article 13(2) PLT are:

(i) Arequest to that effect is made to the Office in accordance with the prescribed
requirements. In particular, a PLT Contracting Party may require that a request be
signed by the applicant [Rule 14(5)(i) PLT]. Alternatively, a representative may sign
on behalf of the applicant.”

(ii) The time limit for making the request for restoration shall expire not less than
2 months from the date on which the priority period expired or the time that any
technical preparations for publication of the subsequent application have been
completed, whichever expires earlier [Rule 14(4)(b) PLT].

* Ibid., Note 12.10.
* Ibid., Note 13.05.
Ibid., Note 13.05.
Y7 Ibid., Note R14.02.
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(iii) The request must state the reasons for failure to comply with the priority period.
The applicant may be required under Article 13(5) PLT to file a declaration or other
evidence in support of the reasons for failure to comply with the priority period.

(iv) The Office finds that the failure to file the subsequent application within the
priority period occurred in spite of all due care required by the circumstances
having been taken or, at the option of the PLT Contracting Party, was
unintentional.

A PLT Contracting Party is permitted to charge a fee in respect of a request for
restoration [Article 13(4) PLT]. In addition, Article 13(6) PLT gives the requesting party
the right to make observations on the intended refusal of a request under Article 13(2)
PLT.

3.2 Failure to file a copy of the earlier application — Article 13(3) and Rule 14(6)
and (7) PLT

Article 13(3) PLT obliges a PLT Contracting State to provide for the restoration where a
right of priority is lost because of the failure, on the part of the Office with which the
earlier application was filed to provide a copy of that application in time, to comply with
the time limit applicable under Article 6(5) PLT, despite a timely request for that copy
having been made. Since the time limit for filing the priority document is normally
established by national legislation or under a regional treaty, but not by the Office, a
remedy in this respect will not normally be available by way of extension of time limit or
continued processing under Article 11 PLT.*® The request for restoration of a priority
claim may be filed after the filing of the subsequent application, provided that it
accompanies the request for restoration [cf. Rule 14(5)(ii)].*

The requirements to be met in order for an Office to restore the right to priority under
Article 13(3) PLT are:

(i) Arequesttothat effectis made to the Office in accordance with the prescribed
requirements. In particular, a PLT Contracting Party may require that a request be
signed by the applicant [Rule 14(6)(a)(i) PLT]. Alternatively, a representative may
sign on behalf of the applicant.**

(i) Therequest is filed within the time limit for filing the copy of the earlier application
prescribed in the Regulations pursuant to Article 6(5) PLT. The purpose of this item
is to permit an applicant who is unable to file the required copy of the earlier
application within the time limit referred to in Rule 4(12) PLT (not less than
16 months from the (earliest) priority date claimed) to, instead, file a request for
restoration of the priority right within that time limit.**

Ibid., Note 13.09.
* Ibid., Note 13.05.
*° Ibid., Note R14.04.
Ibid., Note 13.11.
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(iiiy The Office finds that the request for the copy to be provided had been filed with
the Office with which the earlier application was filed, within a time limit which
expires 2 months before the expiration of the time limit in Rule 4(2) PLT [Rule 14(7)
PLT]. This time limit provides a legal assurance for the applicant in that, if he
requests a copy of the earlier application within that time limit, he is entitled to
restore his priority right in the event that the Office concerned fails to provide that
copy in time for compliance with the time limit referred to in Rule 4(2)PLT.**

(iv) A copy of the earlier application is filed within a prescribed time limit. A PLT
Contracting Party may require that this time limit shall be not less than 2 month
from the date on which the applicant is provided with that copy by the Office with
which the earlier application was filed [Rule 14(6)(b)(ii) PLT].

A PLT Contracting Party is permitted to charge a fee in respect of a request for
restoration [Article 13(4) PLT]. In addition, Article 13(6) PLT gives the requesting party
the right to make observations on the intended refusal of a request under Article 13(3)
PLT.

4 Re-establishment of rights under the EPC — Article 122 and Rule 136
EPC

In the EPC 2000 revision, Article 122 EPC was amended to take account of the
broadening of the scope of application of further processing.** According to

Article 122(2) EPC, the EPO will grant a request for re-establishment of rights, provided
that the conditions of Article 122(1) EPC and the other requirements laid down in the EPC
Implementing Regulations have been met [Rule 136 EPC]. In particular, the request for
re-establishment must be filed within 2 months from the removal of the cause of
non-compliance with the period, but at the latest within one year of expiry of the
unobserved period [Rule 136(12) EPC]. What is new in the EPC 2000 is that
re-establishment in the priority period [Article 87(2) EPC] has become possible (see

§4.3.5.2).

Due to the requirement of proving “all due care” in Article 122(12) EPC (see § 4.3.2), the
remedy of re-establishment of rights is not as straightforward and reliable as further
processing. In addition, a request for re-establishment does not have suspensive effect
on the proceedings [Article 122(5) EPC]. Therefore, any person may, under certain
conditions, start using the invention and continue such use without payment (see

§ 4.3.8).

22

Ibid., Note 13.12.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 122 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.
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Article 122(3) EPC corresponds to the equivalent provision in Article 121(3) EPC
concerning further processing and makes the principle underlying re-establishment of
rights quite clear, i.e. that the consequences of failure to observe a period will be deemed
not to have ensued where a request for re-establishment is granted.

Article 122(4) EPC provides for re-establishment to be ruled out in respect of the time
limit for requesting re-establishment [this exclusion is repeated in Rule 136(3) EPC]. In
addition, the EPC Implementing Regulations rule out re-establishment for other periods
as well. In particular, in view of the broader scope of application of further processing, the
EPO has chosen to rule out re-establishment for periods in respect of which further
processing can be requested [cf. Rule 136(3) EPC].>**

In general, the scope of application of re-establishment of rights under the EPC 2000 has
been narrowed down in view of the broadened applicability of further processing. As far
as grant proceedings are concerned, re-establishment has been replaced to some extent
by further processing, and applies where the priority period or the period for requesting
further processing have not been observed. Moreover, any periods for which further
processing is ruled out are, in principle, susceptible of re-establishment under Article 122
EPC. In addition, only patent proprietors are able to request re-establishment of rights as
a legal remedy in opposition proceedings and inter partes appeal proceedings.*®

4.1 Office periods and re-establishment

If “a period to be specified” by the EPO in grant proceedings or ex parte appeal
proceedings is missed, further processing may be requested. Pursuant Rule 136(3) EPC,
re-establishment of rights is ruled out for periods in respect of which further processing
can be requested. This exclusion applies to all Office periods except for the “period to be
specified” in Rule 59 EPC (deficiencies in the priority claim) which is the only Office
period for which further processing is ruled out according to Rule 135(2) EPC. Hence,
re-establishment of rights is available as a remedy when the period of Rule 59 EPC is not
observed (see § 4.3.5.2).

** Ibid., comment in relation to Article 122 EPC.

*> Rule 136(3) EPC excludes those periods for which further processing can be requested because
further processing is cheaper and more efficient as it does not require substantial work by
either the applicant or the EPO. However, the exclusion formulated in Rule 136(3) EPC falls
apart when the period for further processing has also been missed. This is not an impossible
situation: it could e.g. happen that the applicant’s working documents have been destroyed
by fire and he has been obliged to prepare fresh ones. In such case, the EPO interprets

Rule 136 EPC as excluding those periods for which further processing has been (but no longer
is) possible, with the consequence that both re-establishment and further processing must
now be requested.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 122 EPC.
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Re-establishment of rights is available if the proprietor of a European patentin
opposition or subsequent appeal proceedings fails to observe “a period to be specified”
by the EPO. Because further processing is only possible for applicants, re-establishment
is, in principle, available in these Office periods. Examples of Office periods for which the
proprietor can request re-establishment are:

o the period for correcting deficiencies in the request for limitation [Rule 94 EPC],
and

o the period for amending the description or claims if the requested amendment
does not constitute a limitation or if there is a clarity objection [Rule 95(2) EPC].

Re-establishment is not possible in the “period to be specified” in Rule 79(12) EPC
(communication of the notice of opposition to the proprietor) because there is no “direct
consequence” as specified in Article 122(1) EPC if the proprietor does not file
observations or amendments. The same applies if the proprietor does not reply to an
invitation pursuant Rule 81(2) EPC (examination of the opposition).

Re-establishment is also not possible in the “period to be specified” in Rule 100(2) EPC
(invitation to file observations by the Board of Appeal) in pre-grant appeal proceedings,
because Rule 100(3) EPC in this case provides for the deemed withdrawal of the
application and further processing is not ruled out [cf. Rule 135(2) and Rule 136(3) EPC].

4.2 Convention periods and re-establishment

As almost half of the periods in the EPC Implementing Regulations are excluded from
further processing according to Rule 135(2) EPC, the remedy of re-establishment of
rights is in principle available in respect of all these periods. As the duration of all but one
of these periods is fixed in the EPC, this remedy is, in particular, applicable to Convention
periods.

Examples of Convention periods in the EPC for which re-establishment is possible:

o Filing a European patent application while claiming priority from an earlier
application after expiry of the 12-month period of Article 87(1) EPC but within
2 months of the expiry of the priority period [Rule 136(1) EPC],
Filing a request for further processing [Article 121 and Rule 135 EPC],
Filing a translation of a European patent application which was filed in another
language than English, French or German [Rule 6(1) EPC],
Filing a divisional application [Rule 36(1)(a) and (b) EP(C],
Correcting deficiencies in the application documents [Rule 58 EPC],
Filing a request by the patent proprietor for a decision by the Opposition Division in
relation to apportionment of costs [Rule 88(3) EPC], and

o Filing a translation of the amended claims and paying the fee for publishing the
amended patent specification in limitation proceedings [Rule 95(3) EPC].
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As explained, re-establishment for periods in respect of which further processing can be
requested has been ruled out [Rule 136(3) EPC]. There is one exception to this Rule which
is caused by a requirement set in the Patent Cooperation Treaty (PCT) and which relates
to the 31-month period for entry of an international application into the regional phase
before the EPO. This period is a Convention period fixed in Rule 159(1) EPC.* If an
applicant has not performed the required acts under Rule 159(1) EPC in due time [cf.
Rule 160(1) EPC], the EPO will issue a communication that the Euro-PCT application is
deemed to be withdrawn [cf. Rule 160(2) and Rule 112(1) EPC]. The applicant may within
2 months from the notification of the loss of rights communication request further
processing [Article 121 and Rule 135 EPC]. Re-establishment of rights in the 31-month
period of Rule 159(1) EPC is excluded because further processing is available [cf.

Rule 136(3) EPC]. However, the applicant, in this particular case, may, in principle,
request re-establishment of rights for payment of the filing fee and, where required, for
filing the translation of the Euro-PCT application into English, German or French.”® This
exception is based on PCT Rule 49.6 prescribing that where an applicant failed to
perform the acts referred to in PCT Article 22 within the applicable time limit, the
designated Office must, upon request of the applicant, reinstate the rights of the
applicant with respect to that international application.” The delay in meeting the time
limit may either be unintentional or, at the option of the designated Office, may have
occurred in spite of due care required by the circumstances having been taken. The “acts
referred to in PCT Article 22" relate only to the payment of the “national fee” and to the
filing of a required translation, and not to the other acts to be performed under in

Rule 159(2) EPC. Under the EPC a translation must be filed if the international application
is not published in English, French or German [cf. Article 153(4) and Rule 159(1)(a) EPC].
In addition, the “national fee” in PCT Article 22 is the “filing fee” in Rule 159(1)(c) EPC.>°

4.3 EPCre-establishment versus PLT reinstatement and restoration

The term “re-establishment of rights” in Article 122 EPC is equivalent to the term
“reinstatement of rights” as referred to in Article 12 PLT. In contrast to Article 11 PLT,
which only provides for relief in respect of time limits fixed by the Office, Article 12 PLT is
not restricted to time limits fixed by the Office. Under the EPC, re-establishment of
rights is, in principle, possible for Office periods as well as for Convention periods.

7 The time limits for entry into the national/regional phase are specified in PCT Article 22(1) and
(3) for designated Offices and in PCT Article 39(2)(a) and (b) for elected Offices.
A reference to PCT Rule 49.6(d)(i) was explicitly added to Article 2(1), Item 13 of the Rules
relating to Fees in relation to the fee for “reinstatement of rights”.
See http://www.epo.org/patents/law/legal-texts/html/epc/2010/e/articla.html#2.
*9 Cf. PCT Rule 76.5 referring to PCT Rule 49 for procedures before elected Offices.
3 “Implementation of the Decision of the Administrative Council of 28 June 2001 on the
Transitional Provisions under Article 7 of the Act revising the European Patent Convention of
29 November 2000”, § 3.1. This document is an annex to EPO Official Journal 2007, p. 504.
See http://archive.epo.org/epo/pubs/ojooz/10 07/10 5o047.pdf.
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The EPC also uses the term “re-establishment of rights” in Article 122 EPC for the
restoration of the priority right as referred to in Article 13(2) and (3) PLT (see § 4.3.5).

4.3.1 Direct consequence

According to Article 122(1) EPC, the remedy of re-establishment of rights is only
available if the non-observance of the period has the direct consequence of causing the
refusal of the European patent application or of a request, of the deeming of the
application to have been withdrawn, or the revocation of the European patent, or the
loss of any other right or means of redress. This wording is in line with the provision in
Article 12(2) PLT that failure to comply with the time limit “has the direct consequence of
causing a loss of rights with respect to an application or patent” (cf. § 2).

4.3.2 Due care criterion

As described in § 2, Article 12 PLT allows a PLT Contracting State to make the
reinstatement of rights subject to a finding by the Office that the failure occurred in spite
of due care required by the circumstances having been taken or, at the option of the PLT
Contracting Party, was unintentional. The Patent Cooperation Treaty (PCT) allows for
both criteria.?* For historical reasons, the use of the “all due care” criterion was continued
in the EPC 2000; the EPO does not allow the use of the more friendly “unintentional”.
Hence, it is necessary for the applicant or proprietor or representative, as the case may
be, to supply evidence that he exercised all due care required by the circumstances and
that the delay was caused by unforeseeable factors.*?

The EPO also employs the “all due care” criterion where an applicant pursuant PCT

Rule 49.6 requests re-establishment of rights for the acts as referred to in PCT Article 22,
i.e. paying the filing fee and, where required, filing the translation of the Euro-PCT
application into English, German or French (see § 4.2).

4.3.3 Exceptions to re-establishment

According to the wording of Article 122(1) EPC, re-establishment of rights is only
available for an applicant for or a proprietor of a European patent. This is in line with the
exceptions in Article 12(2) and Rule 13(3) PLT (cf. § 2.2). Pursuant Article 122(1) EPC,
re-establishment of rights is excluded for opponents in respect of the period for filing the
notice of appeal [Article 108 EPC]. As an exception, an opponent who has filed an appeal

3 Cf. PCT Rules 26bis.3 and 4gter.2 A list the criteria employed by receiving Offices and
designated Offices allowing restoration of the right of priority can be found on the WIPO
website.

See http://www.wipo.int/pct/en/texts/restoration.html.

3> Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VIII,
§2.2.1.
see http://www.epo.org/patents/law/legal-texts/quidelines.html.
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can request re-establishment of rights in respect of the period for submitting the
statement setting out the grounds of appeal .®

Although not obliged by the PLT [cf. Rule 13(3)(i) PLT], the EPC also provides
re-establishment of rights in respect of the period for filing a petition for review

[Article 112a EPC]. However, the maximum period for requesting re-establishment in
respect of the period for filing a petition for review has been abridged from the normal
period of 1 year to 2 months from expiry of the 2-month periods referred to in

Article 112a(4) EPC. The reason is that, in virtually all appeal cases, the unrestricted
possibility of re-establishment of rights in respect of the periods under Article 112a(4)
EPC would entail an additional 1-year period of uncertainty as to whether the decision of
the Board of Appeal has final legal force.3 It is noted that providing reinstatement for an
action before a Board of Appeal or other review body is one of the exceptions listed in
Rule 13(3)(i) PLT for which a PLT Contracting Party need not provide for the
reinstatement of rights.

To avoid a chaining of remedies, Article 122(4) EPC excludes the period for requesting
re-establishment from re-establishment of rights. This is in line with the exceptions listed
in Rule 12(5)(a)(ii) and Rule 13(3)(ii) PLT.

4.3.4 Re-establishment in the period of further processing

In line with the exceptions listed in Rule 13(3)(ii) PLT the EPO is not obliged to provide
double relief in respect of further processing and re-establishment of rights. Hence,
either further processing or re-establishment of rights may be requested if a specific
period has been missed. During the grant procedure, only further processing will
normally be available; re-establishment of rights only comes into play where further
processing is excluded with regard to a specific period [see, in particular, Rule 135(2)
EPC]. The limitation of the possibility of re-establishment of rights during the grant
procedure is, however, offset to some extent by the fact that re-establishment of rights
in respect of the period for further processing is possible.?® This means that, if further
processing is available, but the applicant fails to request it in time, re-establishment of
rights according to Article 122 EPC is available for the period for requesting further

processing.3®%

3 Decision of the Enlarged Board of Appeal, G 1/86, EPO Official Journal, 1987, p. 447.
See http://archive.epo.org/epo/pubs/0j1987/p447 472.pdf.

3% “Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 136 EPC.

See http://www.epo.org/patents/law/legal-texts/journal/2007.html.

3 Ibid., comment in relation to Rule 136 EPC.

3% Guidelines for Examination in the European Patent Office (April 2010), Part E, Chapter VI,
§2.2.1.
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4.3.5 Restoration of the priority right

The EPC also uses the term “re-establishment of rights” in Article 122 EPC for the

restoration of the right to priority in relation to the delayed filing of the subsequent

application [Article 13(2) PLT] as well as to the failure to file a copy of the priority

application [Article 13(3) PLT].

4.3.5.1  Re-establishment in the priority period

For re-establishment of the priority period under Article 87(2) EPC (see § 3.1), the

minimum time limit fixed by Rule 14(4) PLT implementing Article 13(2) PLT has been

incorporated: the period for filing such requests ends 2 months after expiry of the priority

period [Rule 136(1), second sentence, EPC].3 The normal period of 1 year for requesting

re-establishment of rights does not apply here in view of the central importance of

establishing the date of filing and/or priority for the valid claiming of priority.3

4.3.5.2 Re-establishment in the period for filing of a copy of the priority application

The general procedure for filing priority documents under the EPC is as follows (for each

item a reference to the counterpart in the PLT is included; also see § 3.2).

o An applicant claiming priority while filing a European patent application must file a
certified copy of the previous application within 16 months from the earliest
priority date [Rule 53(2) EPC]. This provision including the certification and the
16-month period is in line with Article 6(5) and Rule 4(12) and (2)PLT.

o No copy of a priority document need be filed where the earlier application is
available to the EPO [Rule 53(1) EPC]; the EPO will add the copy free of charge to
the file.“° This provision is in line with Rule 4(3) PLT.

o Ifthe priority document is not provided within the prescribed period, the EPO will
invite the applicant to provide it within “a period to be specified” [Rule 59 EPC].
This period under Rule 59 EPC cannot be less than 2 months or more than 4 months
[Rule 132(2) EPC].** This provision including the period is in line with Article 6(7)
and Rule 6(2) PLT.

37

38

39

40
41

For a discussion of the remedy of re-establishment of rights in respect of time limits fixed by
the Office as prescribed in Article 11(2) PLT see: Cees Mulder: "Periods and remedies under the
EPC — Compliance of the EPC with the PLT. Part | — Extension of periods and further processing”,
European Intellectual Property Review, 2012. An updated version of this article is included in
Chapter V of this thesis.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part I: The Articles”, EPO Official Journal 2007, Special Edition No. 4; comment in relation to
Article 122 EPC.

"Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 136 EPC.

Guidelines for Examination in the European Patent Office (April 2010), Part A, Chapterll, § 6.7.
Ibid., Part A, Chapter lll, § 16.2.
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o Because the period in Rule 59 EPC is an Office period, the applicant may request
extension of the period if a request is filed before expiry of the normal period
[Rule 132(2) EPC]. Allowing the extension of the period is in line with Article 11(2)(i)
PLT.

o If the priority document is not filed in due time, the right to priority is lost for the
European patent application [Article go(5) EPC]. This provision is in line with
Article 6(8) PLT.

o Further processing in the period of Rule 59 EPC is ruled out in Rule 135(2) EPC. Not
allowing further processing after allowing an extension of the period in Rule 59 EPC
is in line with the exceptions listed in Rule 12(5)(a)(i) PLT.

o Re-establishment of rights is, in principle, possible in respect of the late filing of the
priority application. The provision of re-establishment of rights is in line with the
requirement in Article 13(3)(iii) and Rule 14(7) PLT. The 1-year period of Rule 136(2)
is to be calculated from the expiry of the unobserved period, i.e. from the expiry of
the 16-month period of Rule 53(2) EPC.**

The EPO did not implement the optional requirement in Rule 14(6)(b)(ii) PLT that the
copy of the priority application must be filed with the EPO within a period of at least
1 month from the date on which the applicant is provided with that copy by the Office
with which the earlier application was filed.

If the priority document was not available during the international phase, the EPO will
invite the applicant pursuant Rule 163(2) EPC to furnish the file number and the copy of
the priority document by expiry of the 31-month period of Rule 159(1) EPC. The 2-month
period specified in the invitation is a Convention period. If the file number or copy is not
filed in due time, the right to priority is lost for the Euro-PCT application [Rule 163(2)
EPC]. In this situation, further processing is available.

4.3.6 Renewal fees

As described in § 3.3, the EPO is not obliged to provide for the extension of, or further
processing in respect of, a period fixed by the EPO for the payment of renewal fees [cf.
Rule 12(5)(a)(iii) PLT]. However, a “period of grace” for the payment of such fee must be
provided in view of Article 5bis(1) Paris Convention. In line with the latter requirement,
Rule 51(2) EPC allows for an additional 6-month period to pay the renewal fee, provided
an additional fee is also paid within that period. As explained in § 5.2, further processing
is excluded in the period of Rule 51(2) EPC [cf. Rule 135(2) EPC]. Hence, re-establishment
of rights is, in principle, possible if the applicant fails to observe the additional period
under Rule 51(2) EPC. In view of the minimum time limit specified in Rule 13(2)(ii) PLT,
the 6-month additional period under Rule 51(2) EPC is not to be deducted from the
period of 1 year for requesting re-establishment of rights (as was the case under the

“* Decision of the Legal Board of Appeal, J 1/80, EPO Official Journal, 1980, p. 289.
See http://legal.european-patent-office.org/dg3/biblio/j8oooo1ep1.htm.
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EPC 1973). The 1-year period of Rule 136(1) EPC begins on expiry of the 6-month period
for payment of renewal fees, instead of on the date when payment falls due.*?

4.3.7 Opportunity to make observations

In line with what is prescribed in Article 12(5) PLT (see § 2.3) and Article 13(6) PLT (see

§ 3.2 and 3.2), the EPO provides for the opportunity to make observations when a request
for re-establishment of rights is rejected, for example, to assert that the fee for
re-establishment of rights [Rule 136(2) EPC, last sentence] has been paid in time. This
opportunity to make observations is enshrined in the “right to be heard” principle in the
EPC [Article 123(z) EPC].

4.3.8 Intervening rights

As described in § 2.4, the PLT does not regulate any intervening rights in relation to a
request for re-establishment of rights. Nevertheless, the EPC provides under

Article 122(5) EPC, that the right to continued use without payment is provided for any
person who has in good faith used or made effective and serious preparations for using
an invention in the period between the loss of rights and the publication of the
re-establishment of such rights. The requirement of good faith guarantees that no rights
can be acquired in an abusive way.

5 Conclusion

The goal of the Patent Law Treaty (PLT) is to streamline and harmonize formal
requirements of national and regional patent Offices for the filing and processing of
national and regional patent applications, the maintenance of patents and certain
additional requirements related to patents or patent applications. The PLT does not
establish a completely uniform procedure for all PLT Contracting Parties as a party to the
PLT is free to require fewer, or more user-friendly, requirements than those prescribed in
the PLT.

When the European Patent Convention (EPC) was aligned with the PLT in the EPC 2000
revision, the legislator chose for a relatively complete implementation of the
requirements set in the PLT into the EPC. In addition, in many cases, the EPO allows
more relief than what is prescribed in the PLT. However, the EPC is not compliant with
respect to the PLT in some cases.

With respect to the remedy “reinstatement of rights” as prescribed by the PLT, the EPC
provides for re-establishment of rights in situations where an applicant or proprietor has
failed to observe a period and, as a consequence, has lost his rights with respect to a
European patent application or European patent. As allowed by the PLT, the EPO uses

3 "Revision of the European Patent Convention (EPC 2000). Synoptic presentation EPC 1973/2000
— Part Il: The EPC Implementing Regulations”, EPO Official Journal 2007, Special Edition No. 5;
comment in relation to Rule 136 EPC.
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the principle of “all due care required by the circumstances”, which is to be proven by the
applicant or proprietor upon requesting re-establishment of rights.

Further in line with the provisions of the PLT, the EPC also provides for a remedy for the
loss of a priority right in relation to the delayed filing of the subsequent application as
well as in relation to the failure to file a copy of the priority application in due time.

Although the duration of a large number of periods has been fixed in the EPC Articles and
Rules, and although the remedy of further processing is frequently ruled out in respect of
these periods, the number of possible remedies available to parties before the EPO is
significantly beyond what is prescribed in the PLT.
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Chapter VII - Time limits and remedies under the PCT -
Compliance of the PCT with the PLT?*

1 Introduction

The Patent Law Treaty® (PLT) aims at harmonizing and streamlining formal procedures
relating to national and regional patent applications and maintenance of patents. The
PLT regulates the maximum set of requirements that an Office of a PLT Contracting
Party may apply: the Office may not require any other formal requirements in respect of
the matters dealt with by the PLT. In other words, the PLT does not establish a
completely uniform procedure for all PLT Contracting Parties, but a Contracting Party is
free to require fewer, or more user-friendly, requirements than those prescribed in the
PLT.?

The provisions concerning relief in respect of time limits fixed by the Office, in the form
of an extension and/or continued processing, belong to the important achievements of
the PLT.* The PLT also provides safequard provisions if an applicant or owner has failed
to meet a time limit and, as a consequence, has lost his rights with respect to an
application or patent unintentionally or in spite of all due care required by the
circumstances.® In addition, the PLT provides for a remedy for the loss of a priority right
in two cases due to innocent non-compliance with the related time limits.°

Both the Patent Law Treaty (PLT) and the Patent Cooperation Treaty (PCT) are
international treaties on patent law. The PCT cannot become a “Contracting Party” to
the PLT.” So there is, ex lege, no reason for the PCT to comply with the requirements set
by the PLT, e.g. with respect to the accordance of a date of filing or relief in respect of
time limits. A main feature of the PLT is that it provides standardized formality
requirements for patent applications which are filed with a national or regional patent
Office. Instead of defining these requirements again or differently in the PLT, it was
decided, wherever appropriate, to incorporate by reference the provisions of the PCT and

' This Chapter has been submitted for publication in The WIPO Journal: Cees Mulder: "Time
limits and remedies under the PCT — Compliance of the PCT with the PLT?”
The Patent Law Treaty was adopted on June 1, 2000 at a Diplomatic Conference in Geneva;
the Treaty entered into force on April 28, 2005. See WIPO Publication No. 258(E).
See http://www.wipo.int/treaties/en/ip/plt/.
3 "“Basic Features to the Patent Law Treaty” (prepared by the International Bureau) (November
2006), Item 3.
See http://www.wipo.int/patent-law/en/plt.htm.
“ Ibid., ltem 38.
> Ibid., ltem 42.
1bid., Item 45.
7 See Article 20 PLT.
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its Regulations into the PLT. The main reason for this is that the PCT already regulates in
detail the formality requirements with respect to international applications.?

In view of the close relationship between the PLT and the PCT, it seems “strange” that
the PCT does not “comply” with the basic requirements of the PLT. The PCT was
modified in view of the adoption of the PLT, but only to satisfy in a simplified way a
number of requirements of national law which have to be met when at a later date the
application enters the national/regional phase of processing. Later on, attempts were
undertaken to improve alignment of the PCT with the PLT, but this was largely
impossible because amendment of the Articles of the PCT was regarded necessary. This
Chapter compares the requirements in respect of relief in respect of time limits and the
available remedies under the PLT with their counterparts in the PCT.

§ 2 discusses the relationship between the Patent Cooperation Treaty and the Patent
Law Treaty. The requirements for relief in respect of time limits under the PLT, i.e. the
extension of time limits fixed by the Office and the related remedy of continued
processing, are dealt with in § 3. The duration of time limits including the possible
extension of these time limits under the PCT are the subject of § 4. The remedy of
reinstatement of rights under the PLT and its counterpart in the PCT are discussed in § 5
and 6, respectively. The remedy of restoration of the priority right under the PLT is dealt
with in § 7; its counterpart in the PCT is the subject of § 8. In § 9, a conclusion and
recommendations are offered.

2 Relationship between the PCT and the PLT

The relationship between the Patent Law Treaty (PLT) and the Patent Cooperation
Treaty (PCT) is a complicated one. Although the PLT is applicable primarily to national
and regional patent applications, it incorporates by reference the standards prescribed
by the PCT as to the form and contents of international applications.® These procedural
and administrative requirements include the form and contents of national and regional
patent applications, the type of translations of documents and the evidence which an
applicant may be required to provide to an Office in the course of processing his
application.

The PLT also applies to international (PCT) applications as regards:

(i) the time limits for national phase entry [PCT Article 22 and 39(z); Article 3(2)(b)(i)
PLT]; and

(ii) the entire processing of the international application before any
designated/elected Office after national phase entry [Article 3(2)(b)(ii) PLT].

8 “Basic Features to the Patent Law Treaty” (prepared by the International Bureau) (November

2006), ltems 13-19.
9 See Article 6(2) PLT.
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In addition, certain provisions appear duplicative, i.e., are to be found in both the PLT and
the PCT. One example is Article 3(2)(b)(i) PLT and PCT Rule 49.6 in relation to provisions
for the reinstatement of rights after failure to perform the acts referred to in PCT

Article 22.*° Another example is Article 3(2)(b)(ii) PLT and PCT Rule 49ter.2 in relation to
provisions for restoration of the right of priority by the designated Office.” There is a
simple explanation for this: because it would take years, if not decades, for all PCT
Member States to ratify the PLT, the easiest way to “advance” the entry into force of
some PLT provisions was to include similar (if not identical) provisions in the PCT. Of
course, options for making reservations had to be incorporated in the PCT stating that if
these provisions are not compatible with the national law applied by the designated
Office, they would not apply in respect of that Office for as long as they continue not to
be compatible with that law [see PCT Rule 49.6(f) and Rule 4gter.2(h)]. In this manner a
much faster application of these provisions was achieved as would have been the case
otherwise.

In view of the adoption of the PLT, the PCT Regulations were amended in the spirit of the
PLT, enabling applicants, when filing an international application, to satisfy in a
simplified manner a number of requirements of national law which have to be met when
the international application, at a later date, enters the national/regional phase before
the national/regional Office of a PLT Contracting Party.

An in-depth discussion on the relationship between the PLT and the PCT and the
alignment of the PCT with the PLT with respect to the requirements for the accordance
of a filing date including the submission of missing parts and elements was published
elsewhere.” In addition, a detailed comparison between the requirements in respect of
relief regarding time limits and the remedy of continued processing as well as the
remedies of reinstatement of rights and restoration of the priority right under the PLT

with their counterparts in the European Patent Convention was published elsewhere.”™

10

"Changes related to the Patent Law Treaty (PLT): missed time limit for entering the national
phase” (prepared by the International Bureau), Working Group on Reform of the PCT,
Document PCT/R/WG/2/4 (March 2002), Item 8.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

"Restoration of the Right of Priority " (prepared by the International Bureau), Document

PCT/R/WG/6/1 (March 2004).

See http://www.wipo.int/meetings/en/details.jsp?meeting id=5622.

** Cees Mulder: "Filing date requirements under the PCT — Alignment with the PLT?”, The WIPO
Journal, Volume 2, Issue 2 (2011), pp. 173-195. An updated version of this article is included in
Chapter IV of this thesis.

See http://www.wipo.int/about-wipo/en/wipo journal/.

3 Cees Mulder: "Periods and remedies under the EPC — Compliance of the EPC with the PLT. Part |
— Extension of periods and further processing”, European Intellectual Property Review, 2012. An
updated version of this article is included in Chapter V of this thesis.

* Cees Mulder: "Periods and remedies under the EPC — Compliance of the EPC with the PLT. Part Il

— Re-establishment of rights”, European Intellectual Property Review, 2011. An updated version

of this article is included in Chapter VI of this thesis.

11
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3 Relief in respect of time limits — Article 11 and Rule 12 PLT

Article 11 of the PLT governs the requirements for the extension of time limits and for
continued processing of an application or a patent. This Article obliges a PLT Contracting
Party to provide relief in respect of time limits. Such relief may be in the form of an
extension of the time limit [Article 112(2) PLT] and/or continued processing and, if
necessary, reinstatement of the rights of the applicant or owner [Article 11(2) PLT].*>*
The relief in the time limit is subject only to the filing of a request in accordance with the
requirements of Article 11(12) or (2) and Rule 12 PLT, and, where applicable, to the
payment of a fee [Article 11(4) PLT]. Accordingly, the applicant or owner concerned may
not be required to state the grounds on which the request is based or to file evidence
with the Office [Article 11(5) PLT].” In particular, a PLT Contracting Party is not
permitted to make the grant of relief under Article 11 PLT conditional on a finding of due
care or unintentionality by the Office (= authority of the PLT Contracting Party entrusted
with the granting of patents).*®

The relief a PLT Contracting Party is obliged to provide under Article 11(1) and (2) PLT is
restricted to time limits “fixed by the Office for an action in a procedure before the
Office”.” It is for each PLT Contracting Party to decide which time limits are fixed by the
Office. It follows that Article 11 PLT does not apply to time limits that are not fixed by the
Office, in particular, time limits established by national legislation or under a treaty
providing for the grant of regional patents.*

> “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 11.01.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4057.

There is no explanation in the Explanatory Notes on the PLT about the meaning of the
wording "if necessary” in relation to the applicability of the remedy reinstatement of rights.
However, in the Summary Minutes of the Main Committee | (prepared by the International
Bureau) (14" session; published in Records of the Diplomatic Conference for the Adoption of the
Patent Law (Geneva, 2000); WIPO Publication 327E, p. 414, Item 1226), it was explained by a
representative of the WIPO: "The reason for using the word 'if necessary’ in respect of continued
processing was that under different national systems providing for continued processing, some
considered that the rights had been lost upon the expiration of the time limit and others consider
those rights only to be lost upon the expiration of the period for requesting continued processing.
Therefore, in some cases, rights would have to be reinstated and in other cases the rights would
not have to be reinstated and there would simply be continued processing.”

7" “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 11.08.

Ibid., Note 11.01.

* Ibid., Note 11.02.

% Ibid., Note 11.02.
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3.1 Extension of time limits

Article 11(1) PLT obliges a PLT Contracting Party to provide for relief in the form of the
extension of a time limit fixed by the Office. A PLT Contracting Party may either require
that the request for extension be filed before the expiration of that time limit

[Article 11(2)(i) PLT] or that the request be filed after that expiration but within a
prescribed time limit [Article 12(2)(ii) and Rule 12(2)(b) PLT].>* A PLT Contracting Party
may, in principle, provide for both types of relief under Article 11(2)(i) and (ii) PLT. The
requirements in respect of the request, the period of the extension, and the time limit for
filing a request referred to in Article 12(2)(ii) PLT are prescribed in Rule 12(1) and (2)
PLT.*

Article 11(1) PLT does not oblige a PLT Contracting Party to provide for the extension of
a time limit fixed by the Office under both Article 11(2)(i) and (ii) PLT. However, a PLT
Contracting Party that does not provide for extension after expiration of the time limit
[Article 21(2)(ii) PLT] is obliged to provide for continued processing under Article 11(2)
PLT in respect of these time limits.*

Requirements for a request for extension are given in Rule 12(1) PLT. In particular, a PLT
Contracting Party may require that the request under Article 11(2) PLT be signed by the
applicant or owner [Rule 12(1)(a)(i) PLT]; a representative may sign on behalf of the
applicant or owner.

3.2 Continued processing

Article 112(2) PLT obliges a PLT Contracting Party to provide for relief in the form of
continued processing, after the applicant or owner has failed to comply with a time limit
fixed by the Office, where that Contracting Party does not provide for the extension of
time limits after the expiration of the time limits [Article 12(2)(ii) PLT].** The effect of
such continued processing is that the Office continues with the procedure concerned as if
that time limit had not been missed.

Requirements for a request for continued processing are given in Article 11(2)(i) and

Rule 12(3) PLT. The time limit for filing the request for continued processing must at least
be 2 months after a notification by the Office that a time limit was not complied with
[Article 11(2)(ii) and Rule 12(4) PLT].

21

Ibid., Note 11.03. The time limit to request extension must be at least 2 months from the date
of expiration of the unextended time limit [Rule 12(2)(b) PLT].

Ibid., Note 11.03: A Contracting Party may, under Rule 12(1)(b) PLT, require that all
requirements for the extension of the time limit are complied with at the same time as the
request under Article 11(2)(ii) PLT is filed.

> Ibid., Note 11.04.

% Ibid., Note R12.01.

* Ibid., Note 11.05.
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3.3 Exceptions

Article 11(3) and Rule 12(5)(a) PLT set out a list of the “exceptional” procedures in respect
of which a PLT Contracting Party is not obliged to provide for the extension of a time
limit fixed by the Office [Article 21(2) PLT] or for continued processing after failure to
comply with a time limit fixed by the Office [Article 11(2) PLT], although it is permitted to
do s0.2°

3.4 Opportunity to make observations

Article 11(6) PLT gives the requesting party the right to make observations on the
intended refusal of a request under Article 11(2) or (2) PLT, for example, to assert that a
fee in relation to a request for continued processing [Article 11(4) PLT] has been paid in

III

time. The term “refusal” is meant also to cover sanctions which are of equivalent effect
to refusal of the request to extent a time limit, such as the request being treated as

abandoned or withdrawn.?”

4 Relief in respect of time limits under the PCT

According to PCT Article 47(1), the details for computing time limits are governed by the
Regulations under the PCT. PCT Rule 79 defines the calendar in which dates are expressed
and PCT Rule 8o explains how to calculate time limits and establishes dates of
documents. In particular, PCT Rule 80.5 provides for the automatic extension of time
limits if a period during which a document or fee must be reach a national Office or
intergovernmental organisation expires on a day that the Office or organisation is not
open for the public or ordinary mail is not delivered there.

4.1 Time limits to be specified by an Office or Authority under the PCT

The PCT contains a number of time limits the duration of which is to be specified by the
Office or Authority. There are no such time limits in the PCT Articles. Examples of time
limits “to be fixed” in the Regulations under the PCT are:*®

o The time limit to furnish a sequence listing in electronic or paper form complying
with the standard in the Administrative Instructions and to pay the late furnishing

% Ibid., Note R12.02.
7 Ibid., Note 11.09.
8 The Requlations under the PCT in the version as in force since July 1, 2011.
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fee is “fixed in the invitation” by the International Searching Authority [PCT
Rule 13ter.1(a) and (b)].*°

o The invitation from the International Searching Authority to submit a correction of

the disclosure of the sequence listing in the description [PCT Rule 13ter.1(f)
referring to PCT Rule 5.2.(b)]. There is no time limit mentioned in relation to this
invitation; it is up to the International Searching Authority to specify the time
limit.3°

o Several time limits in relation to international preliminary examination:

o Thetime limit “fixed in the invitation” from the International Preliminary
Examining Authority to submit amendments in relation to the filing of the
demand for preliminary Examination [PCT Rule 60.1(g)]. There is no guidance
provided in this Rule on the normal duration.*

o The time limit in the notification in relation to the written opinion issued by the
International Preliminary Examining Authority inviting the applicant to submit
a written reply and, where appropriate, amendments [PCT Rule 66.2(c)].>

o The time limit “fixed in the invitation” to file a letter identifying the international

application or a signature in relation to any paper submitted by the applicant in the
course of the international procedure, other than the international application
itself, must be “reasonable in the circumstances”. The time limit shall not be less
than 10 days and not more than 1 month from the mailing of the invitation [PCT
Rule 92.1(b)]. Usually, the Office will give 1 month, but there could be

29

30

31

32

It is interesting to observe that PCT Rule 13ter.1(a) and (b) do not include the usual phrase
“reasonable under the circumstances” for the duration of the time limit. The tight time frame
for the International Searching Authority to establish the international search report and the
fact that, if the applicant does not submit the sequence listing in electronic form within the
time limit set in the invitation, the International Searching Authority can disregard the claims
relating to the sequence listing, will most probably be a strong incentive for the International
Searching Authority to not readily extend the time period which they had fixed in the
invitation. A time frame of one month can be expected. This provision was introduced based
on a suggestion by the European Patent Office in its capacity of International Searching
Authority and it is probably that Office that relies on it the most.

In PCT Rule 13ter.1(f) it is mentioned: “Rule 26.4 shall apply mutatis mutandis to any correction
offered by the applicant.” From this it seems reasonable to assume that also the time frame of
PCT Rule 26.2 should be applied. However, it would seem difficult to find arguments against
an International Searching Authority that were to give only 1 month in the invitation. Since
this issue probably has less impact on the international search, it would seem more likely that
an International Searching Authority would be willing to grant an extension than in the
context of PCT Rule 13ter.1(a) and (b).

The minimum duration would be to at least allow a 1-month time limit for submitting the
missing amendments. Since PCT Rule 60.1(g) does not exclude it, an extension could be
granted but it would be left to the discretion of the International Preliminary Examining
Authority.

See §4.2.1 for the duration and extension of the time limit fixed in the notification under PCT
Rule 66.2(c).
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circumstances, e.g. just before international publication, where Offices could justify
only granting a short time limit.*

o Where the applicant fails to furnish the original of a required document, the
national Office or intergovernmental organization concerned may invite the
applicant to furnish the original within a time limit of 14 days [PCT Rule 92.4(d)] or
within a time limit which is “reasonable under the circumstances” and which is
“fixed in the invitation” [PCT Rule 92.4(e)(ii)].>* A “reasonable” minimum duration
of the time limit under PCT Rule 92.4(d)would be 1 month.

If no duration of the time limit is specified in a PCT Rule but the Rule specifies that the
duration should be “reasonable under the circumstances” giving the applicant a time
limit with a duration of less than one month is, generally, not regarded as “reasonable”.
A first step to improve the situation for the applicant would be to add to all PCT Rules
where no specific duration of the time limit is mentioned an indication that the duration
should be “reasonable under the circumstances” and to specify in the PCT Applicant’s
Guide or the PCT Administrative Instructions that the “reasonable” duration should be at
least 1 month. However, uncertainty for the applicant could largely be diminished if in
the PCT Rules the phrase “reasonable under the circumstances” were deleted and
replaced by specifying a minimum a duration of at least 1 month. This minimum duration
should also be introduced in all PCT Rules where no time limit is specified and the phrase
is not included. Where possible the minimum duration of time limits under the PCT
should be set to be 2 months thereby improving the alignment of the PCT with the
requirements under the PLT (also see the discussion in § 4.3).

4.1.1  Extension of Office time limits

In principle, any time limit which can be fixed by the competent Authority is also
extendable. It is, however, a discretionary decision of the Authority concerned whether
they wish to grant an extension and what procedure the applicant should follow. Some
Authorities prefer the applicant not to file a separate request for extension but to submit
whatever needs to be submitted while asking for an extension.?® The formulation in
Article 11(1) PLT uses the wording (italics added): “A Contracting Party may provide for
the extension ... of a time limit fixed by the Office for an action or a procedure before the

3 Itis uncertain whether an extension of the time limit would be allowed. From the wording of
PCT Rule 92.1(b), it would seem that the omission is only consider healed if the missing letter
and/or signature are furnished within the time limit fixed in the invitation. One could interpret
this narrowly and see no room for extension. However, in practice, many Offices including the
International Bureau regularly grant extensions unless there is a particular reason why an
extension would not be acceptable (e.g. imminent international publication).

3 National Offices and intergovernmental organizations are encouraged to use PCT Rule 92.4(e)
rather than Rule 92.4(d) which is much less flexible.

3> Data on the possible extension of time limits granted by the Authorities are not available. In a
particular case, the applicant should contact the International Searching Authority of other
Authority concerned and check whether an extension of the time limit is available.
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Office ...” So from the PLT perspective it is not compulsory to provide for an extension of
Office time limits.3° However, by making the extension discretionary on the Authority
concerned leaves the applicant in an uncertain position. To improve the situation for the
applicant it is advisable in all PCT Rules involving a time limit, to specify at least a
minimum duration and to mention that the time limit can be extended upon request.
Wherever possible, the (minimum) duration should be 2 months from the date of the
notification; this would be compliant with the duration of time limits for notification as
specified in Rule 6(12) PLT implementing Article 6(7) PLT.

4.2 Convention time limits

A “Convention time limit” is defined as a time limit of which the duration is fixed in the
PCT Articles or the Regulations.?’ Examples of Convention time limits in the PCT Articles
are:

o The 18-month time limit for publishing the international application [PCT
Article 21(2)(a)].

o The 30-month time limit for entry before a designated Office [PCT Article 22(1)] or
elected Office [PCT Article 39(2)(a)].

Examples of Convention time limits in the Regulations under the PCT are:

o The 1-month time limit for furnishing a translation for the purpose of international
search [PCT Rule 12.3].

o The 1-month time limit for paying the transmittal fee [PCT Rule 14.1(c)], the
international filing fee [PCT Rule 15.3] and the search fee [PCT Rule 16.1(f)]
including the 1-month time limit for late paying the fees upon invitation from the
receiving Office [PCT Rule 16bis.1].

o The 16-month time limit for furnishing a certified copy of the priority document
[PCT Rule 17.12(a)].

o The 2-month time limits for filing corrections in relation to the accordance of the
international filing date including the filing of missing parts and/or missing
elements [PCT Rule 20.7(a)].

o The 1-month time limit for payment of the additional fees (non-unity objection)
[PCT Rule 4o.1(ii); Rule 68.2(iii) and (iv)] and, where applicable, the protest fee [PCT
Rule 40.4(iii) and Rule 68.2(v)].

o The 1-month time limit for paying the supplementary search handling fee [PCT
Rule 45bis.2(c)] and the supplementary search fee [PCT Rule 45bis.3(c)].

3* However, Article 11(2)PLT prescribes: “Where an applicant or owner has failed to comply with

a time limit fixed by the Office of a Contracting Party for an action in a procedure before the
Office ..., and that Contracting Party does not provide for extension of a time limit under
paragraph (2)(ii), the Contracting Party shall provide for continued processing ...” And as is
described in § 4.4 there is no provision for continued processing under the PCT.

% The more commonly used term “Convention time limit” is employed instead of “Treaty time
limit"”.
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o The 3-month or 22-month time limit for filing the demand for preliminary
examination [PCT Rule 54bis.1(a)].

o The 1-month or 22-month time limit for paying the handling fee [PCT Rule 57.3(a)]
and the preliminary examination fee [PCT Rule 58.1(b)] including the 1-month time
limit for late paying the fees upon invitation from the International Preliminary
Examining Authority [PCT Rule 58bis.1].

4.2.1  Extension of Convention time limits

Apart from the automatic extension of time limits [PCT Rule 80.5], there is a number of
time limits of which the duration is fixed in the PCT, which may be extended. The two
time limits in the PCT Articles which may be extended are:3*3°

o The 30-month time limit for entry into the national phase before a designated
Office may be extended by a Contracting State to expire later [PCT Article 22(1)
and (3); PCT Rule 5o.1].

o The 30-month time limit for entry into the national phase before an elected Office
may be extended by a Contracting State to expire later [PCT Article 39(1)(a) and
(b); PCT Rule 77.1].

Examples of Convention time limits which may be extended according to a provision in
the Regulations under the PCT are:

o The 2-month time limit for correcting defects after filing the international
application under PCT Article 14(1) (e.g. missing: signature, indications applicant,
title or abstract) may be extended by the receiving Office “at any time before a
decision is taken” [PCT Rule 26.2; also see § 4.3.2]. The receiving Office may extend
the time limit ex officio or at the request of the applicant at any time before a
decision is taken.*°

o The 2-month time limit for paying the fee for requesting restoration of the right of
priority before the receiving Office may be extended, at the option of the receiving
Office, for a period of up to 2 months from the expiration of the applicable time
limit [PCT Rule 26bis.3(d)].**

o The time limit fixed in the notification in relation to the written opinion issued by
the International Preliminary Examining Authority under PCT Rule 66.2(a) must be

#® Note that the PCT only mentions that the national law of a PCT Contracting State may

provide for time limits for entry into the national/regional phase expiring later than the
30 months. A list of time limits for entering the national/regional phase under PCT Chapters |
and Il can be found at:
http://www.wipo.int/pct/en/texts/time limits.html.

3 Note that the Article 3(2)(b)(i) PLT does apply directly to these time limits (see the discussion
in§2).

“ PCT Applicant’s Guide — International Phase, Item 6.037.

See http://www.wipo.int/pct/en/appguide/index.jsp.

Ibid., Item 5.063.
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“reasonable under the circumstances”: normally it must be answered within
2 months after the date of notification. It may not be shorter than 1 month after
the said date. The time limit must be at least 2 months after the date of notification
where the international search report is transmitted at the same time as the
notification. The time limit may not be more than 3 months after the date of
notification [PCT Rule 66.2(d)].** In addition, the time limit for replying to the
notification “may be extended if the applicant so requests before its expiration”
[PCT Rule 66.2(e)].3

o Where a period starts on the date of a notification, that period may be extended if
the notification was actually mailed on a later date or was received more than
7 days after the date it bears [PCT Rule 80.6].*

4.2.2  Convention time limits which may not be extended

There are also Convention time limits where the PCT Applicant’s Guide specifies that
these time limits may not be extended. Examples of such time limits are:

o The 1-month time limit fixed by the receiving Office for the payment of missing or
underpaid fees (transmittal fee, international filing fee, search fee) under PCT
Rule 16bis may not be extended.*

o The time limits fixed by the receiving Office [PCT Rule 20.7(a)] for the correction of
defects under PCT Article 11 (international filing date) or PCT Article 14(2) (missing
drawings) may not be extended.“°

o The request for requesting a supplementary international search must be filed prior
to the expiration of 19 months from the priority date [PCT Rule 45bis.1(a)]. If the
request is received after the expiration of this time limit, it will be considered not to
have been submitted and “there are no provisions to extend this time limit”.*’

o The 1-month time limit fixed by the International Preliminary Examining Authority
for the payment of missing or underpaid fees (handling fee and preliminary
examination fee) under PCT Rule 58bis may not be extended.*®

For some of the above time limits which have a fixed duration and which may not be
extended, the PCT offers some flexibility: the applicant may still perform the act after
expiration of the time limit if it is performed before the Office or Authority takes the next
step. Such a next step may either be an invitation to comply with the provision or the

# PCT Rule 66.2(d) is “over-dimensioned” despite this Rule is practically never used because
International Preliminary Examining Authorities are not obliged to issue a “second” written
opinion [see PCT Rule 66.1bis in combination with Rule 66.4].

3 Note that the extension allowed in PCT Rule 66.2(e) is the only extension of a time limit in the
PCT, as far as the author is aware, that complies with Article 11(2)(i) PLT.

“ PCT Applicant’s Guide — International Phase, Item 11.062.

“ Ibid., ltem 6.037; also see Iltems 5.193 and 5.195.

" Ibid., ltem 6.037; also see Item 6.025.

4 Ibid., ltem 8.005.

“ Ibid., Item 10.047.
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issuance of a declaration that the applicant did not comply with the time limit. This

flexibility applies, in particular, to the acts in relation to the filing of the international

application and the demand for preliminary examination:

o The (non-extendable) time limit for paying the transmittal fee, the international
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filing fee and the search fee [PCT Rule 14.1(c), Rule 15.3 and Rule 16.1(f),
respectively] is 1 month (see § 4.2). If the applicant does not pay these fees in due
time, the receiving Office will invite the applicant to pay them together with a late
payment fee [PCT Rule 16bis.1(a)]. However, any payment received by the
receiving Office before that Office sends this invitation is considered to have been
received before the expiration of the 1-month time limit [PCT Rule 16bis.1(d)].

In addition, the (non-extendable) time limit to pay the missing fees together with
the late payment fee is 1 month from the invitation of the receiving Office [PCT
Rule 16bis.1(a)]. However, the sanction of non-compliance does not ensue if the
applicant pays the fees before the receiving Office makes the applicable declaration
under PCT Article 14(3) (international application considered to be withdrawn)
[PCT Rule 16bis.1(e)].

According to PCT Rule 20.7(a), the (non-extendable) time limits for filing
corrections in relation to the accordance of the international filing date including
the filing of missing parts and/or missing elements are 2 months (see § 4.2).
However, where a correction under PCT Article 11(2) or a notice under PCT

Rule 20.6(a) confirming the incorporation by reference of an element referred to in
PCT Article 11(2)(iii)(d) or (e) is received by the receiving Office after the expiration
of the applicable time limit but before that Office sends a notification to the
applicant that his application will not be treated as an international application
[PCT Rule 20.4(i)], that correction or notice is considered to have been received
within that time limit [PCT Rule 20.7(b)].

The (non-extendable) time limit for paying the handling fee and the preliminary
examination fee [PCT Rule 57.3(a) and Rule 58.1(b), respectively] is 1 month (see

§ 4.2). If the applicant does not pay these fees in due time, the International
Preliminary Examining Authority will invite the applicant to pay them together with
a late payment fee [PCT Rule 58bis.2]. However, any payment received by the
Authority before it sends this invitation is considered to have been received before
the expiration of the 1-month time limit [PCT Rule 58bis.1(c)].

In addition, the (non-extendable) time limit to pay the missing fees together with
the late payment fee is 1 month from the invitation of the Authority [PCT

Rule 58bis.1(a)]. However, the sanction of non-compliance does not ensue if the
applicant pays the fees before the Authority makes the applicable declaration under
PCT R.58bis.1(b) (demand considered not to have been submitted).
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o Several time limits during international preliminary examination may be extended
by the International Preliminary Examining Authority “at any time before a decision
is taken”. In particular, this applies to:*

o The invitation to furnish a translation of the international application [PCT
Rule 55.2(c)],

o The invitation to furnish a translation of the amendments or the accompanying
letter [PCT Rule 55.3(c)],

o The invitation to correct deficiencies in the demand [PCT Rule 60.1(a)].

An alternative manner to add flexibility to the system can be found in PCT Rule 17.1in
relation to the furnishing of the priority document:

o The time limit for furnishing the certified copy of the priority document is
16 months [PCT Rule 17.1(a)]. However, any copy of the priority document which is
received by the International Bureau after the expiration of 16-month time limit is
considered to have been received on the last day of that time limit if it reaches it
before the date of international publication of the international application [PCT
Rule 17.1(a)].

In addition, a designated Office may not disregard the priority claim before giving
the applicant an opportunity to furnish the priority document within a time limit
which shall be reasonable under the circumstances [PCT Rule 17.1(c)].*°

4.3 Duration and extension of PCT time limits — Influence of the PLT -
Discussion

The PLT specifies time limits for response in respect of notifications sent to the applicant
or to correct deficiencies by the applicant of his own motion in the event of non
compliance with certain requirements [see, e.g., Article 5(3) and (5), 6(7) and (8), 7(5) and
8(7) PLT]. In most cases, the duration of these time limits is set in the PLT Regulations to
be “not less than two months” from the date of the notification or from the date the
requirement was missed [see, e.g., Rule 2(1), (2), (3) and (5)(b)(i), Rule (4), Rule 6(1),

Rule 7(5), Rule 11(1), Rule 12(4), Rule 15(6) and (7)(b)(i) PLT].>"

At the first session of the Working Group on Reform of the PCT held in Geneva in
November 2001, proposals were presented to amend the Regulations under the PCT so

4 PCT Applicant’s Guide — International Phase, Items 9.010, 10.046 and 10.066.

5 An example of a provision implemented by a designated Office pursuant PCT Rule 17.1(c) can
be found in the European Patent Convention (EPC): where the European Patent Office acting
as designated or elected Office finds out that the file number of the priority application or the
copy thereof have not been filed in the international phase, the applicant will be invited to
furnish these missing items within a time limit of 2 months [Article 153 and Rule 163(2) EPC].

5% The only time limits which are shorter than 2 months can be found indirectly in Rule 6(3) PLT
in relation to the time limits for the payment of fees in respect of filing the application where
for the minimum duration reference is made to the time limit for paying the international
filing fee under the PCT. The latter time limit is specified to be 1 month in PCT Rule 15.3.
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as to align the requirements of the PCT with those of the PLT. With respect to the issue
of “time limits"”, it was stated that “extension of time limits and reinstatement of rights"”
should be included.>* Advanced proposals prepared by the International Bureau “to align
the PCT with the PLT in respect of time limits” were contained in the Annexes of the
document.> However, in the Summary of the first session of the Working Group,

a reluctance to accept these proposals could be perceived.”* It was remarked that
“certain features of the PCT system differed from national and regional patent systems,
and those differences needed to be borne in mind”.>> With respect to time limits it was
realized that “there are certain time constraints peculiar to the PCT, such as the time
limit for establishing the international search report”.5® More general it was remarked
that “while some provisions of the PLT could be implemented readily by changing the
PCT Regulations, others would require changing the Articles of the Treaty itself”.>” As a
next step, priority was given by the Working Group to “those matters which would result
in the greatest and most immediate practical benefits for users, having regard also to the
degree of complexity involved and to workload implications for Offices and
Authorities”.5® With respect to time limits, this included giving priority to “provisions for
restoration of the priority right in certain circumstances” (see § 8.1)*° and “relief when
time limits were missed, especially the time limit for entering the national phase” (see
§6).60

In preparation for the second session of the Working Group on Reform of the PCT, the

International Bureau prepared a document in relation to “possible further PLT-related
n 61

changes”.” The document recapitulated that Article 11 PLT obliges a PLT Contracting

5% "Changes related to the Patent Law Treaty (PLT): Contents of the International Application;
Language of the International Application and Translations; Right of Priority and Priority Claims;
Time Limits” (prepared by the International Bureau), Document PCT/R/WG/1/5 (October 2001),
ltem 1.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4446.

53 Ibid., Item 14 and Annexes.

% "Summary of the session” — "Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/g9 (November 2002), Item 21.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4446.

5 Ibid., Iltem 2a(ii).

6 Ibid., Item 2a(ii).

5 Ibid., Iltem 2a(iii).

% Ibid., Iltem 21(v).

%9 Eventually, this resulted in the adoption of PCT Rule 26bis.3 [April 1, 2007]: restoration of right

of priority by the receiving Office.

Eventually, this resulted in the adoption of PCT Rule 49.6 [January 1, 2003]: reinstatement of

rights after failure to perform the acts for entry into the national phase before the designated

Office. Also see PCT Rule 49ter.

"Changes related to the Patent Law Treaty (PLT): Other PLT-Related Changes” (prepared by the

International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/2/6

(March 2002), ltems 11 and 12.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

60

61
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Party to provide relief in respect of time limits in the form of extension of that time limit
after the expiration of that time limit [PLT Article 11(2)(ii)] and/or continued processing
[PLT Article 112(2)]. In addition, a PLT Contracting Party may, but is not obliged to,
provide for the extension of a time limit before it has expired. In addition, the document
summarized that Article 12 PLT obliges a PLT Contracting Party to provide for the
reinstatement of rights for failure to comply with a time limit for an action in a procedure
for an action before the Office. In contrast to Article 12 PLT, Article 12 PLT is not
restricted to time limits fixed by the Office. It therefore would apply to any time limit
established by national law, under a treaty providing for the grant of regional patents, or
under the PCT or its Regulations. In the document the International Bureau suggested
that any further proposals to align PCT requirements with Articles 11 and 12 PLT would
not be presented to the Working Group until a future session.®® Although this issue
appears to be a matter of “relatively high priority”, it requires “further consideration”.%3 In
particular, the inclusion into the PCT Regulations of general provisions providing for the
extension (by not less than 2 months) of time limits fixed by the Office for an actionin a
procedure before the Office [cf. Article 11 PLT] was regarded inherently problematic
noting that the proper functioning of the PCT system relies to a great extent on actions
taking place in a very limited time and within strict deadlines.® It was emphasized that
there are reasons for certain time limits as they are and that there is no room for
stretching these time limits. Examples mentioned in the document were:®

The time limit for furnishing sequence listings in electronic form [PCT Rule 13ter.1],
The time limit for correcting formality defects in the international application [PCT
Rule 26.2],%°

o The time limit to correct defects in the demand or later elections [PCT Rules 60.1
and 60.21.

It was concluded that many time limits fixed by the Office under the PCT are already
subject to the possibility of extension, albeit the granting of such an extension is in some
cases discretionary for the Office.®®

% Ibid., ltem 13.

Ibid., ltem 13.

Ibid., Item 13.

Ibid., Item 13.

Nevertheless on April 1, 2007, the time limit specified in PCT Rule 26.2 was amended from:
"The time limit referred to in Article 14(1)(b) shall be reasonable under the circumstances and
shall be fixed in each case by the receiving Office. It shall not be less than one month from the
date of the invitation to correct.” into "The time limit referred to in Rule 26.1 shall be two months
from the date of the invitation to correct.”

On January 1, 2004 PCT Rule 60.2 was deleted in view of the introduction of the automatic
election of all designated States upon filing the demand [cf. current PCT Rule 53.7].

"Changes related to the Patent Law Treaty (PLT): Other PLT-Related Changes” (prepared by the
International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/2/6
(March 2002), Item 13.

63
64
65
66

67

68
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In relation to invitations to comply with certain time limits and to make observations, it
was recapitulated by the International Bureau that, under the PLT, where one or more
requirements in respect of the form or contents of an application are not complied with,
the Office is obliged to notify the applicant, giving the opportunity to comply with any
such requirement and to make observations within a time limit of not less than 2 months
from the date of the notification [see Article 6(7) and Rule 6(2) PLT].% It was noted that,
under the PCT, the provisions that apply depend on which requirement has not been
complied with. In some cases, there is no express provision for the applicant to be given
an opportunity to comply. In the case of lack of unity of invention, express provision is
made for the applicant to submit observations and these must be in the form of a
“reasoned statement” [PCT Rules 40.2(c) and 68.3(c)]. Also, many of the time limits for
complying with PCT requirements are shorter than the corresponding time limits
applicable under the PLT.” As a conclusion, the International Bureau suggested that any
proposals to align other provisions under the PCT (an extensive list of provisions in the
PCT Regulations was included) would not be presented to the Working Group until a
future session, as this does not appear to be a high priority.”

Eventually, the PCT Assembly adopted a number of amendments to the PCT Regulations
to improve the alignment of the provisions in the PCT with the PLT. The majority of
these changes was implemented when the Regulations under the PCT were amended on
April 1, 2007.”* The important issues which were introduced or amended were:”?

o Accordance of the international filing date [PCT Rule 20] including the
incorporation by reference of missing parts or missing elements in the international
application [PCT Rule 20.5 and 20.6 and Rule 4.18].

Correction of defects in priority claims [PCT Rule 26bis.2].
Restoration of the right of priority by the receiving Office [PCT Rule 26bis.3] and by
the designated Office [PCT Rule 49ter].

o Rectification of obvious mistakes [PCT Rule 91].

Some remarks in relation to these and related issues are given in the following
paragraphs. A discussion of the subject restoration of the right to priority under the PCT
can be found in § 8.1. It is noted that already on January 1, 2003 PCT Rule 49.6 was

% Ibid., Item 21.

7 Ibid., ltem 22.

7 Ibid., ltem 23.

72 Already earlier amendments to the PCT Regulations were adopted in relation to the PLT. For
example, on March 1, 2003, PCT Rule 49.6 was introduced in relation to the reinstatement of
rights after failure to comply with the requirements for national phase entry within the time
limits under PCT Articles 22 and 39(1). See Chapter 6 of this article.

3 “Proposed Amendments of the PCT Regulations; Corrections relating to Document PCT/A/34/2”
(prepared by the International Bureau), PCT Assembly, 34" (15" ordinary) session, Document
PCT/A/34/2 Rev. (September 2005), Annex II.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=9006.
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introduced relating to the reinstatement of rights after failure to comply with the
requirements for national/regional phase entry within the time limits under PCT
Articles 22 and 39(1) (see § 6).

There is no general provision in the PCT Articles or its Regulations that time limits may
be extended upon request of the applicant of by the Office or Authority acting under the
PCT.”* As has been described hereinabove, there is a number of time limits in the PCT
Rules for which the Rule itself allows for extension. For most of the PCT Rules for which
the PCT Applicant’s Guide rules out extension of the time limit, there is in many cases an
extension of the time limit as long as the Office or Authority involved has not yet taken
the next step. In particular, the last option adds uncertainty for the applicant.

4.3.1  Accordance of the international filing date

Despite the tight time schedule of the PCT, a number of time limits in the above
new/amended PCT Rules has been stretched to 2 months in line with the minimum time
limit of “not less than 2 months from the date of the notification” specified in Rule 2(1)
PLT implementing Article 5(3) PLT. In particular, all time limits in relation to the
accordance of the international filing date including any corrections thereof as well as the
filing of missing parts or missing elements whether upon invitation from the receiving
Office or of own volition of the applicant, have become 2 months since April 1, 2007 [PCT
Rule 20.7]. Hence, with respect to time limits, PCT Rule 20 is in line with the PLT. In
addition, PCT Rule 20.3(a) and 20.5(a) allow an applicant to make observations where the
requirements for the accordance of the international filing date are not, or appear not to
be, fulfilled by the applicant. This provision is in line with Article 5(3) PLT.

A discussion with respect to the requirements for the accordance of a date of filing (e.g.
with respect to the compulsory presence of “a part which on the face of it appears to be a
claim or claims) including the filing of an application by reference to a previously filed
application and the submission of missing parts and elements was published elsewhere.”

4.3.2 Correction of deficiencies after filing the international application

Also on April 1, 2007 the time limit of Rule 26.2 PCT in relation to an invitation from the
receiving Office to correct deficiencies in the international application [PCT

Article 14(2)(b)] was fixed to become 2 months from the date of the invitation. In
addition, some flexibility was added to Rule 26.2 PCT by specifying that the 2-month

7% For example, the European Patent Convention provides for extension of time limits specified
by the European Patent Office if the request is filed before expiry of the period [Rule 132(2)
EPC; cf. Article 12(2)(i) PLT].

> Cees Mulder: "Filing date requirements under the PCT — Alignment with the PLT?”, The WIPO
Journal, Volume 2, Issue 2 (2011), pp. 173-195. An updated version of this article is included in
Chapter IV of this thesis.
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time limit may be extended by the receiving Office “at any time before a decision is
taken” [PCT Rule 26.2].7°

Furthermore, PCT Rule 26.1 as amended allows an applicant to make observations with
respect to the invitation to correct deficiencies. This provision is in line with Article 5(3)
PLT.

4.3.3 Correction or addition of priority claims

PCT Rule 26bis.1 allowing an applicant to correct or add a priority claim, on or after the
filing date, to an application which could have claimed the priority of an earlier
application but did not do so, was already introduced in the PCT on July 1, 1998, i.e. well
before the adoption of the PLT. It is noted that Article 13(2) PLT and Rule 14(2) and (3)
PLT are modelled after PCT Rule 26bis.1.”

4.3.4 Defects in priority claims

An amended version of PCT Rule 26bis.2 in relation to the correction of defects in priority
claims entered into force on April 1, 2007. The amended Rule addresses the situation
where a request for restoration of the priority has been filed by the applicant. In
particular, the receiving Office is obliged to invite the applicant to correct the priority
claim where the international application has an international filing date which is later
than the date on which the priority period expired. If the international filing date is within
2 months from the date on which the priority period expired, the applicant will be
notified of the possibility of submitting a request for the restoration of the right of
priority in accordance with PCT Rule 26bis.3.7 This brings PCT Rule 26bis.2 in line with
Article 13(2) PLT.

4.3.5 Rectification of obvious mistakes

On April 1, 2007 a completely redrafted version of PCT Rule 91 in relation to the
rectification of obvious mistakes in the international application and other documents
entered into force. The provisions in the previous version of PCT Rule 91 entitled

7® PCT Applicant’s Guide — International Phase, Item 6.037 adds more flexibility: “The receiving

Office may extend the time limit ex officio or at the request of the applicant at any time — even
after the time limit fixed in the invitation has expired — before a decision is taken on whether the
applicant has submitted the correction within the time limit and whether or not the international
application so corrected is to be considered withdrawn.”

7" “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000” (prepared by the International Bureau),
Diplomatic Conference for the Adoption of the PLT, Document PT/DC/48 Prov. (November
2000), Note 13.01.

78 “Restoration of the Right of Priority * (prepared by the International Bureau), Document
PCT/R/WG/6/1 (March 2004), Annex|, p. 4.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=5622.
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“Obvious errors in documents” were open to different interpretations and had given rise
to inconsistent decisions.”®

The time limit to rectify obvious mistakes is 26 months from the priority date [PCT

Rule 91.2]; there is no provision to extend this time limit. Originally a time limit of

28 months from the priority date was proposed but this was regarded too late to enable
completion of all the necessary actions before the end of the international phase, in
particular, republication of the international application where the rectification of an
obvious mistake had been authorized.*

4.4  No continued processing under the PCT

That are no provisions under the PCT for continued processing if the applicant has failed
to comply with a time limit fixed by the Office, as provided for under Article 11(2) PLT.*

In the Working Group on Reform of the PCT the matter of introducing “continued
processing” into the PCT was rarely discussed. The issue of “continued processing” was
mentioned in its second session under the heading "Possible further PLT-related Changes”
while recapitulating Article 11 PLT (also see § 4.3).%> The International Bureau suggested
in the document that any further proposals to align PCT requirements with Articles 11
and 12 PLT would not be presented to the Working Group until a future session.®

In the Committee on Reform of the PCT the issue of “simplifying and streamlining the
current PCT system and conforming it to the PLT” was widely discussed and supported
by the majority of the Delegations, however, without addressing the issue of “continued
processing”.®* There are provisions in the PCT which to a limited extent circumvent the
lack of continued processing in the PCT. The most commonly applied provision is
allowing an Office or Authority to extend the time limit in an invitation to correct certain
defects “at any time before a decision is taken”. The best known example is in PCT

Rule 26.2 giving the receiving Office a discretionary power to extend the 2-month time
limit for correcting defects after filing the international application under PCT

9 “Rectification of Obvious Mistakes " (prepared by the International Bureau), Document
PCT/R/WG/7/6 (April 2005), Item 1.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=7129.
Ibid., Item 19.
"Study regarding the Interface between the Draft Patent Law Treaty and the Patent Cooperation
Treaty” (prepared by Leslie Lewis and Busso Bartels), Document SCP/2_St (March 1999),
[tem 11.01.
See http://www.wipo.int/scp/en/meetings/session 2/index.htm.
"Changes related to the Patent Law Treaty (PLT): Other PLT-Related Changes” (prepared by the
International Bureau), Working Group on Reform of the PCT, Document PCT/R/WG/2/6
(March 2002), ltems 11 and 12.
Ibid., ltem 13.
8 wReport” (adopted by the Committee), Committee on Reform of the Patent Cooperation
Treaty, Document PCT/R/1/26 (May 2001).
See http://www.wipo.int/meetings/en/details.jsp?meeting_id=4306.

8o
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Article 14(1). Other examples of such "ex Officio” extensions are listed in § 4.2.1. Another
type of relief in respect of time limits can be found in PCT Rule 66.4bis requiring the
International Preliminary Examining Authority to take into account amendments,
arguments and rectifications of obvious mistakes received before the examiner begins to
draw up a written opinion or the international preliminary examination report.®

The Working Group on Reform of the PCT, as far as known, has never taken a formal
decision that the remedy of continued processing would not be implemented into the
PCT. As already mentioned in § 4.3, the inclusion into the PCT Regulations of general
provisions providing for the extension of time limits was already regarded as problematic
in view of a proper functioning of the PCT system. Adding an additional time limit for
allowing the applicant to benefit from continued processing would be a bridge too far for
the tight timeframe of the PCT. However, measures could have been considered by the
Working Group and implemented into the PCT Regulations to dispose of the
discretionary possibility of extending certain time limits (such as in PCT Rule 26.2) and
replace this by a system which is more reliable to the applicant.

It should be noted that the PCT provides for another manner to overcome delays in
meeting time limits. A failure to meet a time limit in the proceedings before the receiving
Office or a delay in furnishing documents to that Office can be excused under PCT
Article 48.%% In particular, the PCT prescribes that any Contracting State must, as far as
that State is concerned, excuse, for reasons allowed by its national law, any delay in
meeting any time limit [PCT Article 48(2)(a)]. Moreover, any Contracting State may, as
far as it is concerned, excuse for other reasons any delay in meeting any time limit [PCT
Article 48(2)(b)]. In addition, a delay in meeting a time limit which has resulted in the
international application being considered withdrawn, during either the international
phase or the national phase, may be excused under certain circumstances.” The
excusing of a delay is to be understood as any decision which has the effect of the
international application being treated as if the time limit had not been exceeded.
However, the excusing of a delay cannot be requested during the international phase. It
may be granted only in the national phase (for delays in both the international phase and
the national phase) by each designated Office individually, and only as far as that Office
is concerned. In principle, all national provisions related to the excusing of delays can be
applied to international applications in the same manner and under the same conditions
as they are to national applications. Examples of such provisions are listed in PCT

8 “Study regarding the Interface between the Draft Patent Law Treaty and the Patent Cooperation

Treaty” (prepared by Leslie Lewis and Busso Bartels), Document SCP/2_St (March 1999),
[tem 11.01.

PCT Applicant’s Guide — International Phase, Item 6.056.

PCT Applicant’s Guide — National Phase, Item 6.022.

See http://www.wipo.int/pct/en/appguide/index.jsp.
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Rule 82bis.2 and are those that allow for the reinstatement of rights, restoration,
restitutio in integrum or further processing.88

The excuse of any time limit by an Office in respect of an international application as
provided in PCT Article 48(2)(a) and in PCT Rules 82.2 and 82bis.1 can be regarded as an
relief in respect of time limits under the provisions of Article 11 PLT.%

5 Reinstatement of rights — Article 12 and Rule 13 PLT

Article 12 PLT obliges a PLT Contracting Party to provide for the reinstatement of rights
with respect to an application or patent following failure to comply with a time limit for
an action in a procedure before the Office. In contrast to Article 11 PLT, such
reinstatement is subject to a finding by the Office that the failure occurred in spite of all
due care required by the circumstances or, at the option of the PLT Contracting Party,
was unintentional. In further contrast to Article 12 PLT, Article 12 PLT is not restricted to
time limits fixed by the Office, although there are some exceptions. A PLT Contracting
Party may provide for continued processing instead of reinstatement of rights under
Article 12 PLT where the requirements in respect of continued processing are more
favourable, from the viewpoint of applicants and owners, than the requirements under
Article 12 and Rule 13 PLT.*°

In the introductory words of Article 12(1) PLT, the phrase “that failure has the direct
consequence of causing a loss of rights with respect to an application or patent” is
intended to cover situations where a failure to comply with time limit causes a loss of
rights with respect to the ability to obtain or maintain a patent. For example, where
failure to comply with the time limit in respect of filing a copy of the earlier application in
relation to the filing date requirements concerning a missing part of the description
under Article 5(6)(b) PLT,% has the direct consequence of the loss of the earlier filing date
which, in turn, has the indirect consequence of the refusal of the application on the

% By way of example, the European Patent Convention (EPC) has a provision for “further

processing” [Article 121 and Rule 135 EPC] and re-establishment of rights [Article 122 and
Rule 136 EPC].

8 “Study regarding the Interface between the Draft Patent Law Treaty and the Patent Cooperation
Treaty” (prepared by Leslie Lewis and Busso Bartels), Document SCP/2_St (March 1999),

[tem 11.01.

% “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 12.01. Also see Article 2(1) PLT on the freedom of PLT Contracting Parties to
provide for requirements which are more favourable.

9 (Cf.Rule 2(3) and (4) PLT on the time limit and requirements in relation to the availability of
the earlier application when a missing part of the description or a missing drawing is filed
based on the missing part or drawing being completely contained in the earlier application.
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grounds of prior publication, a PLT Contracting Party is not obliged to provide for
reinstatement of the loss of rights resulting from that refusal.®

5.1 Request for reinstatement

A request for reinstatement under Article 12(12) PLT should comprise the following items:

(i) APLT Contracting Party may require that a request be signed by the applicant or
owner [Rule 13(1) PLT]. In addition, a representative may sign on behalf of the
applicant or owner.>

(ii) The request must be filed within the prescribed time limits. The time limit for
making the request for reinstatement shall be the earlier to expire of either at least
2 months from the date of removal of the cause of failure to comply with the time
limit for the action in question, or at least 12 months from the date of expiration of
the time limit for the action in question [Rule 13(2) PLT].

(iii) The request must state the reasons for failure to comply with the time limit.

A PLT Contracting Party is permitted to charge a fee in respect of a request for
reinstatement [Article 13(4) PLT]. In addition, a PLT Contracting Party may require that
the applicant or owner files a declaration or other evidence in support of the reasons
referred to in this item within a time limit fixed by the Office [Article 13(5) PLT].

An Office is obliged to reinstate the rights of the applicant or owner with respect to the
application or patent concerned, if the Office finds that the failure to comply with the
time limit occurred in spite of due care required by the circumstances having been taken
or, at the option of the PLT Contracting Party, that any delay was unintentional

[Article 13(2)(iv) PLT].%*

5.2  Exceptions

Article 12(2) PLT lists procedures in respect of which a PLT Contracting Party is not
obliged to provide for the reinstatement of rights under Article 12(1) PLT, although it is
permitted to do s0.% A list of these exceptions is given in Rule 13(3) PLT.

5.3  Opportunity to make observations

Article 12(5) PLT gives the requesting party the right to make observations on the
intended refusal of a request under Article 12(1) PLT, for example, to assert that a fee in
relation to a request for reinstatement of rights [Article 12(3) PLT] has been paid in time.

9 “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty

adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 12.02.

% Ibid., Note R13.01.

% Ibid., Note 12.06.

% Ibid., Note R13.02.
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6 Reinstatement of rights under the PCT

In the second session of the Working Group on Reform of the PCT the matter of
introducing “reinstatement of rights” was discussed in order to promote alignment of the
PCT with the requirements in Article 12 PLT in relation to the recognition that

Article 3(2)(b)(i) PLT expressly provides that the provisions of the PLT and the
Regulations under the PLT are applicable, subject to the provisions of the PCT, to
international applications in respect of the time limits applicable under PCT Articles 22
and 39(1) in the Office of the PLT Contracting Party.?® As a result PCT Rule 49.6 was
introduced in relation to the reinstatement of rights after failure to comply with the
requirements for national/regional phase entry within the time limits under PCT

Articles 22 and 39(1). PCT Rule 49.6 was introduced into the PCT already on January 1,
2003.% Upon adopting the Rule, the option was created for designated Offices to declare
that their national law is not compatible with that provision. Unfortunately, there are, at

present, still 11 States which such a reservation.9%9

The provision of PCT Rule 49.6 is the only instance where the PCT provides for
reinstatement of rights. The Working Group on Reform of the PCT, as far as known, has
never discussed introducing the remedy of reinstatement of rights for missing any other
time limit in the PCT.

7 Restoration of the priority right — Article 13 and Rule 14 PLT

7.1 Delayed filing of the subsequent application — Article 13(2) and Rule 14(4)
and (5) PLT

Article 13(2) PLT obliges a PLT Contracting State to provide for the restoration of the
priority right where a subsequent application is filed after the expiration of the priority
period, but within a time limit which may not be less than 2 months from the date on
which the priority period expires [Rule 14(4)(a) PLT]. A reference to Article 15 PLT was

% “Changes related to the Patent Law Treaty (PLT): missed time limit for entering the national
phase” (prepared by the International Bureau), Working Group on Reform of the PCT,
Document PCT/R/WG/2/4 (March 2002), Item 1.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4554.

7 “Report” (adopted by the Assembly), PCT Assembly, 31°* (18" ordinary) session, Document

PCT/A/31/10 (October 2002), Annex IV.

See http://www.wipo.int/meetings/en/doc_details.jsp?doc id=15101.

Designated Offices with a reservation under PCT Rule 49.6 are (status on October 10, 2011):

CA, CN, DE, IN, JP, KR, LV, MX, NZ, PH and PL.

See http://www.wipo.int/pct/en/texts/reservations/res incomp.html.

9 The European Patent Office as designated Office has withdrawn its reservation with respect
to PCT Rule 49.6 [cf. Rule 76.5 for the EPO as elected Office] effective the entry into force of
the EPC 2000 on December 13, 2007. Information on the consequences of this withdrawal can
be found in "How to get a European patent — Guide for applicants — Part 2 — PCT procedure
before the EPO — “"Euro-PCT” (4" edition, April 2008), Items 335, 351 and 361.

See http://www.epo.org/service-support/publications/procedure/guide-2.html.
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included in Article 13(2) PLT to clarify that due account is taken of the provisions of the

Paris Convention.**°

The request for restoration of a priority claim may be filed after the
filing of the subsequent application, provided that it accompanies the request for

restoration [cf. Rule 14(5)(ii) PLT].**
The requirements for an Office to restore the right to priority under Article 13(2) PLT are:

(i) Arequest to that effect is made to the Office in accordance with the prescribed
requirements. In particular, a PLT Contracting Party may require that a request be
signed by the applicant [Rule 14(5)(i) PLT]. In addition, a representative may sign
on behalf of the applicant.™*

(ii) The time limit for making the request for restoration shall not expire less than

2 months from the date on which the priority period expired or the time that any
technical preparations for publication of the subsequent application have been
completed, whichever expires earlier [Rule 14(4)(b) PLT].

(iii) The request must state the reasons for failure to comply with the priority period.
The applicant may be required under Article 13(5) PLT to file a declaration or other
evidence in support of the reasons for failure to comply with the priority period.

(iv) The Office finds that the failure to file the subsequent application within the
priority period occurred in spite of all due care required by the circumstances
having been taken or, at the option of the PLT Contracting Party, was
unintentional.

A PLT Contracting Party is permitted to charge a fee in respect of a request for
restoration [Article 13(4) PLT]. In addition, Article 13(6) PLT gives the requesting party
the right to make observations on the intended refusal of a request under Article 13(2)
PLT.

7.2 Failure to file a copy of the earlier application — Article 13(3) and Rule 14(6)
and (7) PLT

Article 13(3) PLT obliges a PLT Contracting State to provide for the restoration where a
right of priority is lost because of the failure, on the part of the Office with which the
earlier application was filed to provide a copy of that application in time, to comply with
the time limit applicable under Article 6(5) PLT, despite a timely request for that copy
having been made. Since this time limit is normally established by national legislation or
under a regional treaty, but not by the Office, a remedy in this respect will not normally
be available by way of extension of time limit or continued processing under Article 11

% “Explanatory Notes on the Patent Law Treaty and Regulations under the Patent Law Treaty
adopted by the Diplomatic Conference on June 1, 2000”, Document PT/DC/48 Prov. (November
2000), Note 13.05.

Ibid., Note 13.05.

2 Ibid., Note R14.02.
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PLT.* The request for restoration of a priority claim may be filed after the filing of the
subsequent application, provided that it accompanies the request for restoration [cf.
Rule 14(6)(a)(ii)].**

The requirements for an Office to restore the right to priority under Article 13(3) PLT are:

(i) Arequest to that effect is made to the Office in accordance with the prescribed
requirements. In particular, a PLT Contracting Party may require that a request be
signed by the applicant [Rule 14(6)(a)(i) PLT]. In addition, a representative may sign
on behalf of the applicant.™

(ii) The requestis filed within the time limit for filing the copy of the earlier application
prescribed in the Regulations pursuant to Article 6(5) PLT. The purpose of this item
is to permit an applicant who is unable to file the required copy of the earlier
application within the time limit referred to in Rule 4(2) PLT (not less than
16 months from the (earliest) priority date claimed) to, instead, file a request for
restoration of the priority right within that time limit.

(iii) The Office finds that the request for the copy to be provided had been filed with

the Office with which the earlier application was filed, within a time limit which

106

expires 2 months before the expiration of the time limit in Rule 4(2) PLT [Rule 14(7)
PLT]. This time limit provides a legal assurance for the applicant in that, if he
requests a copy of the earlier application within that time limit, he is entitled to
restore his priority right in the event that the Office concerned fails to provide that
copy in time for compliance with the time limit referred to in Rule 4(2)PLT.*"’

(iv) A copy of the earlier application is filed within a prescribed time limit. A PLT
Contracting Party may require that this time limit shall be not less than 1 month
from the date on which the applicant is provided with that copy by the Office with
which the earlier application was filed [Rule 14(6)(b)(ii) PLT].

A PLT Contracting Party is permitted to charge a fee in respect of a request for
restoration [Article 13(4) PLT]. In addition, Article 13(6) PLT gives the requesting party
the right to make observations on the intended refusal of a request under Article 13(3)
PLT.

8 Restoration of the right of priority under the PCT

In the Study regarding the interface between the PLT and the PCT prepared in relation to
the meeting of the Standing Committee on the Law of Patents (April 1999), it was
observed that there is no provision under the PCT corresponding to the provision in
Article 13(2) PLT for the restoration of the right of priority where the failure to file the

%3 Ibid., Note 13.09.
% Ibid., Note 13.05.
% Ibid., Note R14.04.
6 Ibid., Note 13.11.
7 Ibid., Note 13.12.
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application claiming priority within the priority period occurred in spite of all due care or
was unintentional.’®® In addition, it was observed that there is no provision under the PCT
corresponding to the provision in Article 13(3) PLT for the restoration of the right of
priority where a copy of the earlier application is not filed within the prescribed time

limit.**®

8.1  Restoration in the priority period

The proposals prepared by the International Bureau in relation to introducing provisions
in the PCT Rules for restoration of the right of priority similar to those in the PLT were
extensively discussed in the Working Group on the Reform of the PCT. There was general
agreement in the Working group with the idea of providing for a means of restoration of

110

priority rights, during the international phase of the PCT procedure.* In the beginning
the Working group was divided as to whether the appropriate criterion for the
restoration of a right of priority was that the failure to file the international application

|II

within the 12-month priority period was “unintentional” or occurred “in spite of due care”
having been taken, noting that those two alternatives were provided for in Art.13(2)(iv)
PLT.™ Eventually, it was decided to leave the decision as to the applicable criterion to
each receiving Office, which at its option can decide to either apply the

“unintentionality” or the “due care” criterion, or (at the request of the applicant) both.™*

The Working Group on the Reform of the PCT realized the complexity of the resulting
situation, in particular, whether a designated Office in the national phase is obliged to
recognize a decision to restore a right of priority taken by a receiving Office in the
international phase. It was agreed that a decision by the receiving Office to restore the
right of priority would be binding on those designated Offices that applied the same or a
less strict criterion. However, a designated Office that applies a stricter criterion than the
receiving Office would not be bound by the receiving Office’s decision but would be
permitted to decide the matter in the national phase based on its own criterion.** In
addition, the Working Group noted that a decision to restore a right of priority based on

8 “Study regarding the Interface between the Draft Patent Law Treaty and the Patent Cooperation
Treaty” (prepared by Leslie Lewis and Busso Bartels), Document SCP/2_St (March 1999),
ltem 13.02.

9 Ibid., Item 13.03.

"% "Summary of the session” — “"Changes Related to the PLT” (prepared by the Chair), Document
PCT/R/WG/1/9 (November 2002), Item 22 (i).

P Ibid., Item 22 (iii).

2 “"Options for Restoration of the right of priority: 'unintentionality’ criterion; ‘due care’ criterion;
retain priority claim for international phase leaving restoration for national phase” (prepared by
the International Bureau), Document PCT/R/WG/4/1 (March 2003), Item g.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4817.

"3 "Summary of the Session” (prepared by the Chair), Document PCT/R/WG/4/14 (May 2003),
ltem 4o0.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=4817.
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the criterion of “due care” would be binding on designated Offices that applied the
“unintentional” criterion.™*

The time limit for filing a request for restoration of the right of priority before the
receiving Office as introduced on April 1, 2007, was set to be 2 months from the expiry of
the priority period [PCT Rule 26bis.3(a); also see § 4.3]. This provision is in line with
Article 13(2) and Rule 14(4)(a) PLT. Effective July 1, 2008, an extension of the time limit
to pay the fee for restoration was implemented in PCT Rule 26bis.3(d).** The extension
was regarded possible because the decision by the receiving Office on a request for
restoration of the right of priority does not affect the processing of an international
application in the international phase, of the relevant dates for the purposes of prior art
in the international search and preliminary examination or of the date of international
publication because, even if the receiving Office refuses the request to restore the right
of priority, the priority claim remains in the international application (see PCT

Rule 26bis.2(c)(iii): a priority claim shall not be considered void only because the
international application has an international filing date which is later than the date on
which the priority period expired, provided that the international filing date is within the

period of two months from that date).™®

Where a receiving Office intends to refuse (totally or in part) the request for restoration
of the right of priority, the applicant is given the opportunity to make observations within
a time limit which must be reasonable under the circumstances [PCT Rule 26bis.3(g)].

117

This provision is in line with Article 213(6) PLT.

In the corresponding PCT Rule 49ter.2 (entry into force on April 1, 2007) in relation to a
request for restoration of the right of priority before the designated Office, the applicant,
surprisingly, is given only 1 month to file the request.**® According to PCT

Rule 49ter.2(b)(i) this 1-month time limit is to be calculated from the time limit for entry
into the national/regional phase before the designated Office [PCT Article 22]. The initial

4 Ibid., Iltem 4o.

5 “"Report” (adopted by the Working Group), Document PCT/R/WG/9/8 (April 2007), Item 154.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=12542.

% Ibid., Item 155,

"7 Comment by the International Bureau: "Note that, since the PCT is generally silent on such

matters, the availability of hearings and appeals in respect of decisions by the receiving Office”

under PCT Rule 26bis.3(g) is "neither required or precluded by the Treaty but is left to national

law and practice”.

"Restoration of the right of priority” (prepared by the International Bureau), Document

PCT/R/WG/7/3 (April 2005), Annex |, p. 14.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=712q9.

"Restoration of the Right of Priority” (prepared by the International Bureau), Document

PCT/R/WG/5/7 (September 2003), Annex|, p. 15.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=508s5.
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proposal by the International Bureau contained a time limit of 2 months.” Later on, the
request for restoration of the right of priority before the designated Office should be
made “at the time of entry into the national phase”.*** PCT Rule 49ter.2(b)(i) would have
been in alignment with the requirements in the PLT if the time limit specified in the

Rule were 2 months after entry into the national/regional phase to file the request for
restoration of the right to priority.™*

Where a designated Office intends to refuse (totally or in part) the request for restoration
of the right of priority, the applicant is given the opportunity to make observations within
a time limit which must be reasonable under the circumstances [PCT Rule 49ter.2(3)].
This provision is in line with Article 213(6) PLT.

Upon adopting PCT Rule 26bis.3 (restoration of right of priority by the receiving Office),
PCT Rule 49ter.2 (effect of restoration of right of priority by the receiving Office) and PCT
Rule 49ter.2 (restoration of right of priority by the designated Office), options were
created for receiving and designated Offices to declare that their national law is not
compatible with that provision. At present, the list of States with such reservations is still

I 122

rather substantial.”* This reduces the scope of applicability of the provision of

restoration of the right to priority under the PCT.

8.1.1  Definition of the “priority period”

In view of the introduction of the option to request restoration of the right to priority in
PCT Rule 26bis.3 (receiving Office) and Rule 49ter.2 (designated Office) it was considered
necessary to introduce a definition of the term “priority period” into the PCT.**3 An

9 "Options for Restoration of the right of priority: ‘unintentionality’ criterion; ‘due care’ criterion;
retain priority claim for international phase leaving restoration for national phase” (prepared by
the International Bureau), Document PCT/R/WG/4/1 (March 2003), Annex Il, pages 7-9.

In a comment by the International Bureau is was noted that although at that time the PLT had
not yet entered into force "it is proposed to incorporate into the PCT Regulations a provision
with the same requirements as under PLT Article 13(2) and PLT Rule 13(4) and (5) ... so as to
oblige all designated and elected Offices to provide for the restoration of the right of priority”.
See "Summary of the Session” (prepared by the Chair), Document PCT/R/WG/4/14 (May 2003),
Item 43 (g).

In the opinion of the author the remark in the “Summary of the Session” in Document
PCT/R/WG/4/14 under Item 43 (g) was not correct (absence of a time limit) and the previous
setting of a 2-month period for filing the request for restoration before the designated Office
in Document PCT/R/WG/4/1, Annex I, p. 7 was forgotten. This can be inferred from the
comment in document PCT/R/WG/5/7, Annex |, p. 15: "Upon further consideration, it would
appear reasonable to give the applicant at least one month from the applicable time limit under
Article 22 to request restoration before the designated Office.”

A list of receiving Offices with a reservation under PCT Rule 26bis.3(j) and designated Offices
with a reservation under PCT Rule 49ter.1(g) and/or Rule 4gter.2(h) can be found on the WIPO
website.

See http://www.wipo.int/pct/en/texts/reservations/res incomp.html.

"Restoration of the right of priority” (prepared by the International Bureau), Document
PCT/R/WG/7/3 (April 2005), Annex |, p. 2.
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implicit definition of the term priority period in the PCT could be derived from the
wording “being a date falling within the period of 12 months preceding the international
filing date” in an earlier version of PCT Rule 4.10(a)(i) in relation to the declaration of
priority.*** To avoid confusion a definition of the term “priority period” was added to the
PCT Regulations on April 1, 2007 [PCT Rule 2.4]. In addition, it was clarified that PCT
Rule 80.5 (extension due to non-working days) would apply mutatis mutandis to the
priority period [PCT Rule 2.4(b)].

125-126

It is noted that the PLT uses the term “priority period” without definition.* This is not a
problem because no time limits need be calculated under the PLT.

8.1.2 Automatic retention of priority claims

The Working Group on the Reform of the PCT discussed and accepted a proposal to
provide for the automatic retention, during the international phase, of a priority claim
where the international application has an international filing date which is later than the
date on which the priority period expired but within the period of 2 months from that
date.*® Such a priority claim would be retained irrespective of whether the applicant
requests the receiving Office to restore the right of priority and even where such a
request is made but refused by the receiving Office. In other words, such a priority claim
would not be considered not to have been made (as would be the case under the PCT
Regulations in force at that time) and would therefore be taken into account during the
international phase for the purposes of international search and international preliminary
examination, and for the computation of time limits, including that for entry into the
national phase. It was also noted that such retention of a priority claim did not affect the
question of relevant prior art for the purposes of the international search under PCT

% The version of PCT Rule 4.10(a)(i) with this wording was in force from July 1, 1998 to March 31,

2007.

Also see Article 4C(1), (2) and (3) Paris Convention. In particular, Article 4C(1) Paris Convention

specifies two durations for priority periods: “The periods of priority ... shall be twelve months

for patents and utility models, and six months for industrial designs and trademarks.”

See http://www.wipo.int/treaties/en/ip/paris/trtdocs woo20.html

In view of the wording of PCT Rule 2.4(a), it seems that this Rule is only interpreting the term

“priority period” but does not actually fix a “time limit” in the sense of PCT Article 48.

Moreover, the introduction of PCT Rule 2.4(b) would seem to suggest that only PCT Rule 80.5

is considered to be applicable to the “priority period” but not any other Rule. In other words,

since there would not have been a need for PCT Rule 2.4(b) if the “priority period” would be

considered a time limit fixed in the PCT or its Regulations, the inclusion of PCT Rule 2.4(b)

shows that it was meant as an exception.

See Article 13 and Rule 14 PLT. The term “priority period” is not defined in the Explanatory

Notes on the PLT and "Explanatory Notes on the Patent Law Treaty and Regulations under the

Patent Law Treaty adopted by the Diplomatic Conference on June 1, 2000” (prepared by the

International Bureau), Diplomatic Conference for the Adoption of the PLT, Document

PT/DC/48 Prov. (November 2000).

28 wRestoration of the Right of Priority” (prepared by the International Bureau), Document
PCT/R/WG/5/7 (September 2003), Item 6.
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Rule 33, since the relevant date for the purposes of the international search was in any
case the international filing date.”

There was some discussion in the Working Group about how to phrase the retention of
the priority claim. The initial proposal used the term “canceled” in PCT Rule 26bis.2(c):

1 130

“A priority claim shall not be canceled only because ... In the final version of PCT

Rule 26bis.2(c) the wording “not be considered void only” was introduced (entry into

force on April 1, 2007):"*

PCT Rule 26bis.2(c): A priority claim shall not be considered void only because:

(iii) theinternational application has an international filing date which is later than
the date on which the priority period expired, provided that the international
filing date is within the period of two months from that date.

Without knowing the background, the meaning and implication of PCT Rule 26bis.2(c)(iii)

is difficult to understand; in a Practical Advice in the PCT Newsletter the matter was

explained.™?

8.2  Norestoration in the period for filing of a copy of the priority application
under the PCT

There is no provision under the PCT corresponding to the provision in this paragraph for
the restoration of the right of priority where a copy of the earlier application is not filed
within the prescribed time limit.”** The intention of Article 13(3) PLT is to provide a
safeguard in the situation where the applicant cannot submit a copy of an earlier
application within 16 months from the priority date [as required by Rule 4(1) PLT],
because of a delay in the Office with which the earlier application was filed. In such cases,
Article 13(3) and Rule 14(6) and (7) PLT provide for restoration of priority rights if the
applicant has filed a request for a copy of the earlier application with the Office with
which the earlier application was filed by the end of 14 months from the priority date,
and makes a request for restoration within 16 months from the priority date.

9 "Summary of the Session” (prepared by the Chair), Document PCT/R/WG/5/13 (November

2003), ltem 34.

See http://www.wipo.int/meetings/en/details.jsp?meeting id=508s.

Ibid., Item 43.

31 wReport” (adopted by the Assembly), PCT Assembly, 34" (15™ ordinary) session, Document
PCT/A/34/6 (October 2005), Annex II.
See http://www.wipo.int/meetings/en/details.jsp?meeting id=9006.

32 “Practical Advice” in PCT Newsletter 12/2009.
See http://www.wipo.int/pct/en/newslett/practical advice/pa 122009.html.
Also see the "Practical Advice” in PCT Newsletter 04/2007 and 09/2009.

'3 "Study regarding the Interface between the Draft Patent Law Treaty and the Patent Cooperation
Treaty” (prepared by Leslie Lewis and Busso Bartels), Document SCP/2_St (March 1999),
[tem 13.02.
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The Working Group on Reform of the PCT has, as far as known, never discussed the topic.
A reason for this may be that there is simply no need for any such provision: PCT

Rule 17.1(c) already gives the applicant the guarantee that, if he was not able to furnish
the priority document during the international phase (for whatever reason), he will be
given another opportunity for furnishing the priority document during the national phase.
In addition, the advance in technology away from requesting paper copies and switching
to the electronic exchange of priority documents between Offices, Authorities and the
International Bureau appears to have diminished the need for introducing a remedy in
the sense of Article 13(3) PLT. To this end, already on January 1, 2004 a new paragraph
(b-bis) was added to PCT Rule 17.1 relating to the possibility that priority documents may
be available to the receiving Office or to the International Bureau from digital
libraries.”**3> The latter provision is in line with Rule 4(3) PLT.

9 Conclusion and recommendation

The goal of the Patent Law Treaty (PLT) is to “streamline and harmonize” formal
requirements of national and regional patent Offices for the filing and processing of
national and regional patent applications, the maintenance of patents and certain
additional requirements related to patents or patent applications. The PLT does not
establish a completely uniform procedure for all PLT Contracting Parties, but a party to
the PLT is free to require fewer, or more user-friendly, requirements than those
prescribed in the PLT.

Both the PLT and the Patent Cooperation Treaty (PCT) are international treaties on
patent law. As the PCT cannot become a “Contracting Party” to the PLT, there is, ex lege,
no reason for the PCT to comply with the requirements set by the PLT. However,
because the PLT incorporates by reference so many standards prescribed by the PCT as to
the form and contents of international applications, an adequate alignment of the basic
requirements of the PCT with those of the PLT would be desirable, if not compulsory. In
view of the “intimate” relationship between the PLT and the PCT it is strange that a
number of fundamental provisions of the PLT have not been incorporated into the PCT.

The International Bureau of WIPO and the Working Group on Reform of the PCT have
undertaken a substantial effort to promote alignment of the PCT with the letter and
spirit of the PLT. However, in a number of situations the Working Group concluded that

3% "Changes related to the Patent Law Treaty (PLT): Right of priority and priority claims " (prepared
by the International Bureau), Document PCT/R/WG/2/3 (March 2002), Item 4 and Annex.
See http://www.wipo.int/meetings/en/details.jsp?meeting_id=4554.

35 Effective July 1, 2012, the time limit in PCT Rule 17.1(b-bis) for making the request to obtain
the priority document from a digital library will be harmonized with respect to the time limits
PCT Rule 17.1(a) and (b). In addition, the (unused) option of requesting that a receiving Office
obtain a priority document will be removed.

See "Proposed Amendments of Rules 17.1(b-bis) and 20.7(b)” (prepared by the International
Bureau), PCT Working Group, Document PCT/WG/4/10 Rev. (May 2011), Annex IV.
See http://www.wipo.int/meetings/en/details.jsp?meeting code=pct/wg/s.
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“bending” the PCT Rules to accommodate certain PLT provisions would require
amendment of the Articles of the PCT, which is largely impossible. In other situations a
certain amount of reluctance could be sensed on the part of the Working Group to deal
with the matter. In the reports of the meetings of the Working Group often sentences
can be found suggesting that “any proposals to align other provisions under the PCT not
be presented to the Working Group until a future session, as this does not appear to be a
high priority.” In later meetings of the Working Group the matter was never dealt with
again.

9.1 Amendment of the PCT in view of the PLT

The majority of the amendments to the PCT in view of the alignment with the
requirements of the PLT were implemented into the PCT Rules on April 1, 2007. In the
context of this Chapter the following issues were extensively discussed:

Correction of defects in priority claims [PCT Rule 26bis.2].
Restoration of the right of priority by the receiving Office [PCT Rule 26bis.3] and by
the designated Office [PCT Rule 49ter].

o Rectification of obvious mistakes [PCT Rule 91].

Also on April 1, 2007, new Rule 20 PLT entered into force dealing with the accordance of
the international filing date including the incorporation by reference of missing parts or
missing elements in the international application; an in-depth discussion of this subject
was published elsewhere.s®

Already on January 1, 2003, PCT Rule 49.6 was introduced in relation to the
reinstatement of rights after failure to comply with the requirements for
national/regional phase entry within the time limits under PCT Articles 22 and 39(1) [see

§ 6].

9.2 Duration and relief in respect of time limits fixed by the Office

Due to the tight time schedule in the international phase, relief in respect of time limits
under the PCT is rather limited. In addition, the duration of the time limits in the PCT
Rules is often not specified but only indicated as “within a time limit which shall be
reasonable under the circumstances”. However, the term “reasonable under the
circumstances” lacks a definition in the PCT Rules; it also cannot be found in the PCT
Applicant’s Guide and the PCT Administrative Instructions. The preferred option would
be to delete the notion “reasonable under the circumstances” from the PCT in its entirety
and replace it by a time limit with a specified (minimum) duration. Where possible, the
duration of the time limit should be set to be (at least) 2 months, thereby promoting
alignment of the PCT with the provisions of the PLT.

3¢ Cees Mulder: “Filing date requirements under the PCT — Alignment with the PLT?”, The WIPO
Journal, Volume 2, Issue 2 (2011), pp. 173-195. An updated version of this article is included in
Chapter IV of this thesis.
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If the term is maintained in the PCT, a definition including a minimum duration should be
incorporated in the PCT Rules (e.g. in PCT Rule 80). Using undefined terms in legislation,
in particular in patent law treaties, puts the applicant in an uncertain position. To make
things worse, there are time limits in the PCT without a specified duration and where also
the term “reasonable under the circumstances” is not included [see e.g. PCT

Rule 13ter.1(a) and (b), and Rule 60.1(g)]. The lack of the indication of any duration of
time limits should be remedied.

In addition, the frequently-found formulation in the PCT Rules that the time limit “may
be extended by the"” receiving Office or other responsible Authority “at any time before a
decision is taken” [see e.g. PCT Rule 26.2, 55.2(c), 55.3(c) and 60.1(a)] also leaves the
applicant in an uncertain position: if the Office or Authority has already taken the
decision, then there is no remedy in the international phase. So if the applicant finds out
that he has overrun a time limit, he must immediately make a phone call and ask
whether the decision has already been taken. This type of discretionary extension should
be deleted from the PCT Rules in its entirety. Preferably, it should be replaced by a
formulation as can be found in PCT Rule 66.2(e): “"The time limit for replying to the
notification may be extended if the applicant so requests before its expiration.” Such a
formulation would be compliant with Article 112(2)(i) PLT.

Yet another unclear formulation with respect to the duration of time limits can be found
in PCT Rule 26bis.3(d), last sentence, stating that (emphasis added): “"The time limit for
payment of the fee may be extended, at the option of the receiving Office, for a period of
up to two months from the expiration of the time limit applicable under paragraph (e)”.**’
The Rule leaves it to the receiving Offices to decide whether they wish to extend the time
period ex officio or whether they only wish to extent the time limit on request from the
applicant and/or whether such request would need to be submitted prior to the

expiration of the initial time period.

It can be concluded that the existing provisions in the PCT Regulations with respect to
the extension of time limits cause a great deal of uncertainty on the side of the applicants
and give too much freedom for the receiving Offices and International Authorities who
can freely set and determine the duration of the time limits.

During the amendment round of the Regulations under the PCT in April 2007 when a
number of PCT provisions was aligned with the provisions in the PLT, the duration of a
number of time limits in the PCT was better defined and amended to become 2 months.
In addition, the time limits in the newly introduced provisions were in most cases also set
to be 2 months. As far as known, the PCT system did cope very well with these 2-month
time limits. So it seems that despite the fears with respect to the “tight time schedule” in
the international phase, the system is able to deal with situation where the applicants are

7 This sentence was added on July 1, 2008.Also the PCT Applicant’s Guide — International Phase,
ltem 5.064 does not give an explanation.
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given more certainty by allowing them more time. This opens a window of opportunity to
better define and stretch the duration of other time limits in the international phase of
the PCT and, in addition, to consider putting in place a system of allowing extension of a
number of time limits. This would promote further alignment of the provisions of the
PCT with those of the PLT.

9.3 Continued processing

There are no provisions under the PCT for continued processing where the applicant has
failed to comply with a time limit fixed by the Office, as provided for under Article 11(2)
PLT. The Working Group on Reform of the PCT considered that the inclusion into the PCT
Regulations of general provisions providing for the extension of time limits was already
regarded as problematic in view of a proper functioning of the PCT system. Adding an
additional time limit for allowing the applicant to benefit from continued processing was
regarded a bridge too far for the tight timeframe of the PCT.

Article 11 PLT obliges a PLT Contracting Party to provide relief in respect of time limits
“fixed by the Office for an action in a procedure before the Office”. Such relief may be in
the form of an extension of the time limit and/or continued processing. So, in principle,
there is no obligation in the PLT to provide for the extension of an Office time limit.
However, a PLT Contracting Party that does not provide for extension after expiration of
the time limit [Article 12(2)(ii) PLT] is obliged to provide for continued processing
[Article 12(2) PLT]. The PCT does not allow for an extension of time limits after expiry of
the time limit. In some cases the PCT allows an extension of the time limit before the
International Authority takes a decision, but this results in a very uncertain situation for
the applicant. Only in one case the applicant can request extension of the time limit for
replying to a notification prior to the expiration of the time limit [PCT Rule 66.2(e)].

Together with the remarks as indicated in the previous paragraph, the lack of continued
processing further renders the life of an international application from the perspective of
the applicant unreliable and unpredictable.

If a receiving Office or the International Bureau considers the international application
withdrawn, even if this withdrawal is caused by an erroneous determination on the side
of the receiving Office or the International Bureau, such a decision can, in principle, not
be appealed, because the PCT does not provide for an appeal during the international
phase.”® As a relief the PCT provides that an international application which is
(considered) withdrawn may enter the national phase before each designated Office
while applying national law to remedy the loss of rights. However, this is an inefficient
and cost-consuming procedure.

3 |t is noted that providing an “appeal” is not prescribed by the PLT. However, the phrase: “an

action before a board of appeal or other review body constituted in the framework of the
Office” is used in Rule 12(5)(a)(v) and Rule 13(3)(i) PLT in relation to exceptions allowed under
Article 11(3) and 12(2) PLT, respectively.
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It would be welcomed by the applicants if at least in the case that the international
application is considered withdrawn, a remedy such as continued processing were
introduced into the PCT, e.g. by adding a PCT Rule 82quinquies to this effect.”
Introducing such a Rule with a limited scope and seeing how it works out in practice is
conceivable.

9.4 Restoration in the priority period

By adopting PCT Rule 26bis.3 relating to the restoration of the right to priority by the
receiving Office, the PCT was aligned with the corresponding provision in Article 13(2)
PLT. The request for restoration can be based on that the failure to file the international
application within the 12-month priority period occurred in spite of due care required by
the circumstances having been taken or was unintentional, depending on which criterion
is applied by the receiving Office. The time limit for filing a request for restoration of the
right of priority before the receiving Office was set to be 2 months from the expiry of the
priority period, which is in line with the provisions in the PLT. In the corresponding PCT
Rule 49ter.2 in relation to a request for restoration of the right of priority before the
designated Office, the applicant is given only 1 month to file the request; this time limit
should be amended to become 2 months.

Following the adoption of PCT Rules for restoration of the right of priority, options were
created for receiving and designated Offices to declare that their national law is not
compatible with that provision. At present, the list of PCT Contracting States with such
reservations is still rather substantial thereby reducing the scope and applicability of the
provision of restoration of the right to priority under the PCT. The WIPO should actively
promote the reduction of the number of reservations.

9.5 Restoration in the period for filing of a copy of the priority application

There is no provision under the PCT corresponding to the provision in Article 13(3) PLT
relating to the restoration of the right of priority where a copy of the earlier application is
not filed within the prescribed time limit. The intention of Article 13(3) PLT is to provide a
safeguard in the situation where the applicant is unable to submit a copy of an earlier
application within 16 months from the priority date because of a delay in the Office with
which the earlier application was filed. As patent applications between Offices are more
and more exchanged by electronic means, the need for implementing a provision as in
Article 13(3) PLT seems not of high relevance. Another reason is that the PCT system
already provides enough flexibility to file the required certified copy of the priority
document [PCT Rule 17.12(c)].

39 This new Rule could best be inserted after PCT Rule 82quater "Excuse of delay in meeting time
limits due to force majeure” which will enter into force on July 1, 2012.
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Summary and Conclusions

In this thesis, results are presented of a study on the alignment of the European Patent
Convention and the Patent Cooperation Treaty with requirements of the Patent Law
Treaty. The Patent Law Treaty (PLT) was drafted with the aim to “streamline and
harmonize” formal requirements set by national or regional Patent Offices for the filing
of national or regional patent applications and the maintenance of patents. The PLT
provisions refer as much as possible to the provisions of the Patent Cooperation Treaty
(PCT) and its Regulations in order to keep the PLT as simple as possible and to avoid
creating different international standards regarding patent formalities with respect to
national and international applications. The harmonization of procedures under national
and regional patent laws was expected to result in easier access to worldwide patent
protection and cost reduction for applicants in those procedures.

The Patent Law Treaty does not harmonize substantive patent law; instead, the
approach is more to the administrative side of the patent process. Inventors seeking
patent protection must follow certain rules which vary from country to country. The PLT
aims to simplify the rules and make them the same for all Contracting Parties. As is
discussed in this thesis, the PLT did not achieve this goal.

During the last decade, requirements of the Patent Law Treaty have been implemented
in, for instance, the Patent Cooperation Treaty (PCT; April 2007) and in the European
Patent Convention ("EPC 2000"; December 2007). When studying and comparing the
outcome of the implementation, not much “harmonization and streamlining” can be
detected between the PCT and the EPC. In fact, there was more coherence between the
EPC and the PCT with respect to requirements for filing patent applications before both
patent treaties were aligned with the PLT. This is all the more peculiar when it is taken
into account that more than 50% of the patent applications received by the European
Patent Office (EPO) are not European patent applications but international applications,
for which the EPO in its capacity of “receiving Office” has to apply the provisions of the
PCT. The PCT provisions deviate in crucial aspects from the corresponding provisions in
the EPC, such that the response from the EPO is significantly different depending on the
treaty under which the application was filed. This should not be the case.

By way of example, if an applicant or an inventor files a European patent application at
the European Patent Office (EPO) under the provisions of the European Patent
Convention (EPC) or, alternatively, files an international application at the EPO, as
receiving Office under the provisions of the Patent Cooperation Treaty (PCT), the same
EPO has to deal with totally different requirements with respect to:

o The accordance of a date of filing,
o Filing an application by reference to a previously filed application, or
o Filing missing parts of the description or missing drawings.
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In practice, this leads to “strange” situations, such as, e.g.:

O

Upon receiving a European patent application, the EPO will accord a date of filing if
the applicant only files a description; claims are not a filing date requirement.
However, the EPO acting as receiving Office under the PCT, will not accord an
international filing date to an international application if the applicant does not file
at least one claim.

Filing an international application by reference to a previously filed application is
not possible under the PCT, whereas this is allowable under the provisions of the
EPC.

The EPO, acting as receiving Office for an international application, allows an
applicant to file (an entire set of) claims or the entire description as “missing
element”, whereas this is clearly not allowable under the provisions of the EPC
where only “missing parts of the description or missing drawings” can be filed.

If a missing element or part is to be added later on into an international application,
based on an earlier priority application, such priority claim must have been made
on the original filing date, i.e. the “date on which one or more elements referred to
in PCT Article 22(2)(iii) were first received by the receiving Office”.

If an applicant requests insertion of a missing part of the description or missing
drawings into an already filed European patent application, based on an earlier
priority application, the priority claim in question may be added later on.

While aligning the various national patent laws and regional patent treaties with

requirements of the relatively new Patent Law Treaty (PLT), each of the involved

national or regional patent Offices seemingly interpreted the PLT from their own

perspective without much consultation with colleague Offices.

For the purpose of this thesis, a number of subjects of the Patent Law Treaty have been

selected. These subjects of study are:

1)

2)

3)

Requirements for the accordance of a filing date with focus on the following three

issues:

o The basic requirements for according a filing date;

o The filing date in those cases where a missing part of the description or a
missing drawing is filed;

o The filing of an application by reference to a previously filed application.

Relief in respect of time limits including continued processing and reinstatement of

rights, after a finding of due care or unintentionality by the Office.
Restoration of the priority right.

None of the above subjects was present in the Draft PLT put before the Committee of

Experts on the Patent Law Treaty at its first session in December 1995, although some of

the later-inserted provisions were modeled after texts in the Basic Proposal submitted to
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the 1991 Diplomatic Conference on the "Treaty supplementing the Paris Convention for

the Protection of Industrial Property as far as Patents are Concerned”.

1 Negotiation history of the Patent Law Treaty.

Since the continuation of the 1991 Diplomatic Conference in The Hague on the
harmonization of the substantive provisions of patent laws had become impossible in
view of the position taken by the Delegation of the United States of America, it was
agreed in 1995 that another approach for promoting harmonization, covering matters
concerning the formality requirements of national and regional patent procedures,
would be initiated by the World Intellectual Property Organization (WIPO). Five sessions
of the Committee of Experts on the Patent Law Treaty, and three sessions of its successor,
the Standing Committee on the Law of Patents (SCP), were held to develop the “Basic
Proposal” as presented to the Diplomatic Conference for the Adoption of the Patent Law
Treaty, which was held in Geneva from May-June 2000.

During the negotiation process, a number of provisions in the PLT were brought forward
by the Delegations in order to accommodate the local practice in their home countries. If
no agreement could be reached on the implementation of such a requirement, often the
desired amendment was incorporated in the PLT but without prescribing it as
mandatory. As a consequence, the Patent Law Treaty contains a puzzling mix of
compulsory requirements (“shall”) and optional requirements which may be
implemented as compulsory (*may require”) by a PLT Contracting Party. Such diversity
of requirements does not stimulate the achievement of the goal of the PLT to
“streamline and harmonize” formal requirements set by national and regional Patent
Offices for the filing of national or regional patent applications and the maintenance of

patents.

From studying the documents relating to the negotiation history of the Patent Law
Treaty, it can be inferred that the role of the World Intellectual Property Organization
(WIPO) in the negotiation process resulting in the PLT was more of a facilitating nature
than aimed at obtaining a Treaty that encompasses mainly compulsory requirements.
The inclusion of optional requirements should only have been allowed in a limited
number of exceptional cases. On the other hand, it can be understood that the desire to
reach an agreement on a Patent Law Treaty, often made it necessary to bridge
differences; this was not always possible, and this is one of the reasons why there are so

many alternative routes in the PLT.

As the Patent Law Treaty does not directly involve the World Intellectual Property
Organization, because there are no centralized functions, the International Bureau of
WIPO merely acts as depository of the PLT and is not in a position to give an official

interpretation of the Treaty, as such interpretation is the exclusive competence of the
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PLT Contracting Parties. When asked, the WIPO will provide assistance to an aspirant
PLT Contracting Party. Example texts have been prepared by the International Bureau of
WIPO, which can be used as a guidance on how the requirements of the PLT can be
implemented in the national/regional law; these texts have no official status. An aspirant
PLT Contracting Party is, of course, free to make its own choices when implementing the
Patent Law Treaty in its national/regional patent law. Nevertheless, it is believed that
such textual suggestions would be helpful in understanding and illustrating the scope of
the PLT and would stimulate a more uniform implementation of the PLT in
national/regional patent laws. A more active role of the World Intellectual Property

Organization would be welcomed in this respect.

2 Filing date requirements

Article 5 of the PLT governs the requirements for the accordance of a date of filing. In
particular, Article 5(1) PLT prescribes the maximum and minimum number of elements of
an application required for according a filing date. First, the Office receiving the
application documents needs to be satisfied that the elements which it has received are
intended as an application for a patent. Second, the Office must be provided with
indications which identify the applicant and/or allow the applicant to be contacted.
Instead of such indications, the Office may accept evidence allowing the identity of the
applicant to be established or allowing the applicant to be contacted by the Office. Third,
the Office must have received a disclosure of the invention, either in the form of what
appears to be a description or, where permitted, a drawing in place of that description. In
addition, a Contracting Party is obliged to accept, at the time of filing, the replacement
of the description and any drawings in an application by a reference to a previously filed

application, subject to certain formal requirements [Article 5(7) PLT].

The PLT also provides rules for establishing a filing date in those cases where a part of
the description or drawing is missing from the initially filed application [Article 5(6) PLT].
Normally, the filing of a missing part or drawing results in the accordance of a later filing
date. However, if the application claims priority of an earlier application, and the missing
part or drawing is “completely contained” in the earlier application, the originally

accorded filing date will be maintained.

2.1 European Patent Convention

In Chapter Il of this thesis, the requirements in the European Patent Convention (EPC) for
the accordance of a date of filing and the option to file missing parts of the description or
missing drawings are discussed in relation to requirements of the PLT. The filing date
requirements of the PLT were fully adopted in the EPC [Rule 40(z) EPC].
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With respect to the filing of missing parts of the description or missing drawings based
on content which is “completely contained” in an earlier application from which priority is
claimed, the Guidelines for Examination in the European Patent Office implementing

Rule 56(3) EPC allow an applicant to add the priority claim after the filing date of a
European patent application. This is a direct violation of Article 5(6)(b) PLT and, in
addition, is in conflict with the requirement that a patent application may not be
amended to contain subject-matter extending beyond the content of the application as
filed [Article 2123(2) EPC]. It is recommended to amend Rule 56(3) EPC to bring it into
conformity with Article 5(6)(b) PLT. Alternatively, the section of the Guidelines should be
amended to stipulate that, if an applicant desires to file missing items based on content
in a priority application, the priority claim should have been made on the initial filing date
of the application. This would bring the EPC in line with the requirements of the PLT.

In Chapter Il of this thesis, the filing date requirements are discussed in relation to filing
a European patent application by reference to a previously filed application. Upon
implementing the “filing by reference” requirements, the EPO made its own selection
from the mix of compulsory and optional requirements as given in Article 5(7)(a) and
Rule 2(5)(b) PLT. In particular, Rule 40(2) EPC states that the applicant must state the
filing date and number of that application and the Office with which it was filed, and
indicate that the reference replaces the description and any drawings. In addition,

Rule 40(3) EPC requires an applicant to file a certified copy of the previously filed
application within two months of filing the application. Rule 40(3) EPC contains the
additional requirement that the applicant must file a translation of the previously filed
application in those cases, where that application is not in an official language of the
EPO. Although both the filing of the copy and the translation of the previously filed
application are mentioned in the same paragraph of Rule 40 EPC, the EPO has decided to
treat these requirements differently. Whereas the filing of the copy is made compulsory
for the accordance of the date of filing, the filing of the translation is considered as an
issue of formalities. Hence, if an applicant does not file the certified copy of the
previously filed application in due time, his application will not be treated as a European
patent application. On the other hand, the date of filing already accorded to his
application will be retained if the applicant does not furnish a required translation of the
previously filed application. The fact that one element in a paragraph in a Rule titled
“Date of filing” is treated as a filing date requirement, whereas another element in the
same paragraph is not, renders Rule 40(3) EPC unclear. It is recommended to move the
requirement to furnish a required translation to another Rule.

In practice, the option of “filing by reference” appears already to have become outdated
as a result of advances in transmission technology and should not be regarded as a
preferred option for filing a patent application. Therefore, the option of “filing by
reference” could be abolished in Rule 40(1)(c) EPC, thereby at the same time deleting
Rule 40(2) and (3) EPC.
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Although the implementation of filing date requirements in the EPC 2000 closely follows
the PLT provisions, it has resulted in a system that is substantially more complicated
than under the EPC 1973, thereby defying the aim of streamlining the PLT.

2.2 Patent Cooperation Treaty

In Chapter IV of this thesis, the requirements in the Patent Cooperation Treaty (PCT) for
the accordance of a date of filing and the option to file missing parts of the description or
missing drawings are discussed in relation to requirements of the PLT.

Both the PLT and the PCT are international treaties on patent law. The PCT cannot
become a “Contracting Party” to the PLT. So there is, ex lege, no reason for the PCT to
comply with the requirements set by the PLT. A main feature of the PLT is that it
provides standardized formality requirements for patent applications which are filed with
a national or regional patent Office. Instead of defining these requirements again or
differently in the PLT, it was decided to incorporate by reference the provisions of the PCT
and its Regulations, wherever appropriate, into the PLT. The main reason for this is that
the PCT already regulates in detail the formality requirements with respect to patent
applications. As the PLT is directly linked to the PCT, it seems “strange” that the PCT
does not better “comply” with the basic requirements of the PLT, e.g. with respect to the
accordance of the international filing date.

The International Bureau of WIPO and the Working Group on Reform of the PCT have
undertaken a substantial effort to promote alignment of the PCT with the letter and
spirit of the PLT. However, in a number of situations the Working Group concluded that
“bending” the PCT Rules to accommodate certain PLT provisions would (also) require
amendment of the Articles of the PCT which is largely impossible. In other situations a
certain amount of reluctance could be sensed on the part of the Working Group to deal
with the matter. In reports of the meetings of the Working Group often sentences can be
found suggesting that “any proposals to align other provisions under the PCT would not
be presented to the Working Group until a future session, as this does not appear to be a
high priority.” In later meetings of the Working Group the matter was never dealt with
again.

In preparation for the Diplomatic Conference for the Adoption of the Patent Law Treaty,
the International Bureau investigated how future changes to the PCT could be
incorporated by reference into the PLT. This principle, which was not explicitly dealt with
in the provisions of the Basic Proposal of the PLT, was implicitly assumed in order to
make the interface between the PLT and the PCT viable over time. The International
Bureau could not identify any identical or analogous provisions in other international
treaties. Various options to deal with this problem were discussed at the Diplomatic
Conference, resulting in the adoption of Article 16 and 17(2)(v) PLT. In addition, an
“Agreed Statement” was formulated during the Conference, consolidating the
relationship between the PLT and the PCT. The effect of Article 16(1) PLT is that any
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revisions, amendments and modifications to the PCT will only apply for the purpose of
the PLT under certain conditions.

With respect to issues relating to the filing of an international application only the issue
of filing missing parts of the description or missing drawings was incorporated in the PCT
[PCT Rule 20.5]. Other issues prescribed in the PLT, such as the requirements for
according an international filing date to an international application and the filing of a
description and/or drawings by a reference to another application were not
implemented.

With respect to the filing date requirements, PCT Article 11(1) prescribes a number of
requirements which are much more restrictive than what is prescribed in Article 5(2) PLT.
The most notorious difference is the compulsory presence of “a part which on the face of
it appears to be a claim or claims” [PCT Article 11(2)(iii)(e)]. A way to circumvent this in
the PCT would be to regard claims as a “legal fiction”. A proposal to this effect, prepared
in great detail by the International Bureau, included the introduction of a suitably worded
pre-printed statement to be included in the Request Form as well as the presence of
“claim-like” wording in the description. Unfortunately, the proposal was not accepted.

With respect to “filing by reference”, the PCT was not aligned to the PLT. There was an
initial proposal which would provide for a reference to another document replacing the
description, drawings and claims. Later on, the matter of “filing by reference” in the
sense of the PLT was not pursued in the Working Group on Reform of the PCT. With
today’s tools of filing an application electronically, providing for filing by reference has
lost its advantages.

With respect to the filing of missing parts of the description or missing drawings, the PCT
has “stretched” the requirements of the PLT by allowing applicants to file also a missing
claim or claims [PCT Rule 20.5 PCT]. This would seem logical, because claims are a filing
date requirement under the PCT. However, the PCT also allows an applicant to file, under
the same provision, all the claims or the entire description as a so-called “"missing
element” [PCT Rule 20.3 and 20.6]. There is no equivalent provision in the PLT. All these
possibilities have been incorporated in PCT Rule 20 implementing the filing date
requirements, thereby making it one of the more complicated Rules in the PCT. Allowing
an applicant to late file the entire description or the entire set of claims should not have
been implemented in the PCT.

As said before, it is strange that a number of fundamental provisions of the PLT have not
been incorporated into the PCT. This is all the more peculiar, because in earlier years
flexibility to the PCT system was added by amending the Regulations under the PCT,
while mitigating the rigidity of certain PCT Articles. On a number of occasions this
resulted in inconsistencies between the PCT Articles and its Regulations. In the same
spirit, it would have been possible to realize a better alignment between the PCT and the
PLT. In particular, mitigation of the compulsory presence of claims when filing an
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international application in view of the requirements in the PLT is desirable and would
have been possible. Users of the PCT system would welcome a better alignment of at
least some filing date-related requirements and provisions dealing with defects which
may affect the filing date.

3 Relief in respect of time limits

Article 11 of the PLT governs the requirements for the extension of time limits and for
“continued processing” of an application or a patent. In general, Article 11 PLT obliges a
PLT Contracting Party to provide relief in respect of time limits. Such relief may be in the
form of an extension of the time limit [Article 11(2) PLT] and/or continued processing
[Article 12(2) PLT]. Relief in respect of the time limit is subject only to the filing of a
request and, where applicable, to the payment of a fee. Accordingly, the applicant or
owner concerned may not be required to state the grounds on which the request is based
or to file evidence with the Office. In particular, a PLT Contracting Party is not permitted
to make the grant of the relief under Article 11 PLT conditional on a finding of due care or
unintentionality by the Office.

The relief a PLT Contracting Party is obliged to provide under Article 11(1) and (2) PLT is
restricted to time limits “fixed by the Office for an action in a procedure before the
Office”. Itis for each PLT Contracting Party to decide which time limits are fixed by the
Office. A typical example of a time limit fixed by Offices is the time limit for response to
an examiner’s substantive examination report.

It is important to realize that Article 11(12) PLT does not oblige a PLT Contracting Party to
provide for the extension of a time limit fixed by the Office. However, a PLT Contracting
Party that does not provide for extension after expiration of the time limit [Article 11(2)(ii)
PLT] is obliged to provide for continued processing under Article 11(2) PLT in respect of
these time limits.

Article 12 PLT obliges a PLT Contracting Party to provide for the reinstatement of rights
with respect to an application or patent following failure to comply with a time limit for
an action in a procedure before the Office. In contrast to Article 11 PLT, where an
applicant cannot be required to state the grounds on which the request is based, such
reinstatement is subject to a finding by the Office that the failure occurred in spite of all
due care required by the circumstances or, at the option of the PLT Contracting Party,
was unintentional. In further contrast to Article 12 PLT, Article 12 PLT is not restricted to
time limits fixed by the Office, although there are some exceptions.

3.1 European Patent Convention

In Chapter V of this thesis, the requirements in the European Patent Convention (EPC)
for the extension of time limits and the remedy of further processing are discussed,
whereas Chapter VI deals with the remedy of re- establishment of rights.
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The European Patent Convention (EPC) distinguishes two types of periods: the so-called
“Office periods” and “Convention periods”, depending on whether the duration of the
period is specified by the European Patent Office (EPO) or fixed in an Article or Rule of
the EPC, respectively.

If “a period to be specified” by the EPO is missed in grant proceedings or in ex parte
appeal proceedings, further processing may be requested. There is only one exception in
the EPC: further processing is ruled out if the applicant does not respond in due time to
an invitation to repair deficiencies in the priority claim [Rule 59 EPC, but see § 4.1].
Article 11 PLT only provides for relief in respect of time limits fixed by the Office. Hence,
the EPO need not provide for further processing in relation to Convention periods in view
of the PLT. Nevertheless, in many cases the EPO allows an applicant to file a request for
further processing if a Convention period has not been observed although there is an
extensive list of Convention periods for which further processing is ruled out.

In the EPC 2000 revision, the scope of application of “further processing” [Article 121 and
Rule 135 EPC] was broadened in order to make it the standard legal remedy in cases of
failure to observe periods in the procedure up to the grant of the European patent.
Further processing is the main remedy under the EPC for non-observance of a period
before the EPO. However, the availability of this remedy under the EPO is limited to
grant proceedings and to appeal proceedings after refusal of the application. This is in
line with the exceptions listed in Rule 12(5) PLT. However, the EPO does not allow further
processing in limitation/revocation proceedings [Article 105a EPC].

In addition, the Article on re-establishment of rights [Article 122 EPC] was amended to
take account of the broadening of the scope of application of further processing. The
EPO will grant a request for re-establishment of rights, provided the prescribed
conditions have been met [Article 122(2) and Rule 136 EPC]. In particular, the request for
re-establishment must be filed within two months from the removal of the cause of
non-compliance with the period, but at the latest within one year of expiry of the
unobserved period. What is new in the EPC 2000 is that re-establishment in the priority
period [Article 87(1) EPC] has become possible (see § 4.1).

Due to the requirement of proving “all due care” in Article 122(1) EPC, the remedy of
re-establishment of rights is not as straightforward and reliable as further processing. In
addition, a request for re-establishment does not have suspensive effect on the
proceedings. Therefore, any person may, under certain conditions, start using the
invention and continue such use without payment. Re-establishment of rights is ruled
out for periods in respect of which further processing can be requested. As almost half of
the periods in the EPC Implementing Regulations are excluded from further processing,
the remedy of re-establishment of rights is, in principle, available in respect of all these
periods. In addition, re-establishment of rights is available if the proprietor of a European
patent in opposition or subsequent appeal proceedings fails to observe “a period to be
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specified” by the EPO. Because further processing is only possible for applicants,
re-establishment is, in principle, available in these periods.

Upon aligning the European Patent Convention with requirements of the Patent Law
Treaty, the legislator chose for a relatively complete implementation into the EPC of the
requirements in relation to relief in respect of time limits and reinstatement of rights as
prescribed in the PLT. In addition, in many cases, the EPO allows relief beyond what is
prescribed in the PLT. However, the EPC is not compliant with the PLT in some cases.
Although the duration of a large number of periods has been fixed in the EPC Articles and
Rules, and although the remedy of further processing is frequently ruled out in respect of
these periods, the number of possible remedies available to parties before the EPO is
significantly beyond what is prescribed in the PLT.

3.2 Patent Cooperation Treaty

In Chapter VIl of this thesis, the requirements in the Patent Cooperation Treaty (PCT) for
relief in respect of time limits under the PLT and the remedy of reinstatement of rights in
the PCT are discussed.

Due to the tight time schedule in the international phase, relief in respect of time limits
under the PCT is rather limited. In addition, the duration of the time limits in the PCT
Rules is often not specified but only indicated as “within a time limit which shall be
reasonable under the circumstances”. However, the term “reasonable under the
circumstances” lacks definition in the PCT Rules; it also cannot be found in the PCT
Applicant’s Guide and the PCT Administrative Instructions. The preferred option would be
to delete the notion “reasonable under the circumstances” from the PCT in its entirety
and replace it by a time limit with a specified (minimum) duration. Where possible, the
duration of the time limit should be set to be (at least) two months, thereby promoting
alignment of the PCT with the provisions of the PLT.

If the term is maintained in the PCT, a definition including a minimum duration should be
incorporated in the PCT Rules. Using undefined terms in legislation, in particular in
patent law treaties, puts the applicant in an uncertain position. To make things worse,
there are time limits in the PCT without a specified duration and where also the term
“reasonable under the circumstances” is not included. The lack of the indication of any
duration of time limits should be remedied.

In addition, the frequently-found formulation in the PCT Rules that the time limit “may
be extended” by the receiving Office or other responsible Authority “at any time before a
decision is taken” also leaves the applicant in an uncertain position: if the Office or
Authority has already taken the decision, then there is no remedy in the international
phase. So, if the applicant finds out that he has overrun a time limit, he must
immediately make a phone call and ask whether the decision has already been taken.
This type of discretionary extension should be deleted from the PCT Rules in its entirety.
Preferably, it should be replaced by a formulation as can be found in PCT Rule 66.2(e):
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"The time limit for replying to the notification may be extended if the applicant so
requests before its expiration.” Such a formulation would be compliant with
Article 11(2)(i) PLT.

It can be concluded that the existing provisions in the PCT Regulations with respect to
the extension of time limits cause a great deal of uncertainty on the side of the applicants
and give too much freedom to the receiving Offices and International Authorities who
can more or less freely set and determine the duration of the time limits.

During the amendment round of the Regulations under the PCT in April 2007, when a
number of PCT provisions was aligned with the provisions in the PLT, the duration of a
number of time limits in the PCT was better defined and amended to become two
months. In addition, the time limits in the newly introduced provisions were in most
cases also set to be two months. As far as known, the PCT system did cope very well with
these 2-month time limits. So, it seems that despite the fears with respect to the “tight
time schedule” in the international phase, the PCT system is able to deal with situations
where the applicants are given more certainty by allowing them more time. This opens a
window of opportunity to better define and stretch the duration of other time limits in
the international phase of the PCT and, in addition, to consider putting in place a system
of allowing extension of a number of time limits. This would promote further alignment
of the provisions of the PCT with those of the PLT.

There are no provisions under the PCT for continued processing if the applicant has failed
to comply with a time limit fixed by the Office, as provided for under Article 112(2) PLT.
The Working Group on Reform of the PCT considered that the inclusion into the PCT
Regulations of general provisions providing for the extension of time limits was already
regarded as problematic in view of a proper functioning of the PCT system. Adding an
additional time limit for allowing the applicant to benefit from continued processing was
regarded a bridge too far for the “tight time schedule” of the PCT. However, it would be
welcomed by the applicants if at least in the case that the international application is
considered withdrawn, a remedy such as continued processing were introduced into the
PCT. Introducing of such a Rule with a limited scope and seeing how it works out in
practice is conceivable.

The issue of introducing “reinstatement of rights” was discussed in the Working Group on
Reform of the PCT in order to promote alignment of the PCT with the requirements in
Article 22 PLT. As a result, PCT Rule 49.6 was introduced in relation to the reinstatement
of rights after failure to comply with the requirements for national/regional phase entry
within the prescribed time limits. The discussions were based on the recognition that
Article 3(2)(b)(i) PLT expressly provides that the provisions of the PLT and the
Regulations under the PLT are applicable, subject to the provisions of the PCT, to
international applications in respect of the time limits applicable under PCT Articles 22
and 39 in the Office of the PLT Contracting Party. In other words, under the PLT, any
national Office of a State which is both a PLT and a PCT Contracting Party and which acts
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as a designated or elected Office under the PCT is obliged to apply the provisions of the
PLT, in particular Article 12 PLT in relation to reinstatement of rights, to an international
application which missed the applicable time limit for entry into the national phase

before that Office. PCT Rule 49.6 was introduced into the PCT already on January 1, 2003.
Upon adopting the Rule, the option was created for designated Offices to declare that
their national law is not compatible with that provision. Unfortunately, the list of States
having such reservation is still rather substantial. The WIPO should actively promote the
reduction of the number of reservations.

The provision of PCT Rule 49.6 is the only instance where the PCT provides for
reinstatement of rights. The Working Group on Reform of the PCT, as far as known, has
never discussed introducing the remedy of reinstatement of rights for missing any other
time limit in the PCT.

4 Restoration of priority

Article 13(2) PLT obliges a PLT Contracting State to provide for the restoration of the
priority right in those cases where a subsequent application is filed after the expiration of
the priority period, but within a time limit which may not be less than two months from
the date on which the priority period expired. A reference to Article 15 PLT was included
in Article 13(2) PLT to clarify that due account is taken of the provisions of the Paris
Convention. The request for restoration of a priority claim may be filed after the filing of
the subsequent application, provided that it accompanies the request for restoration.

In addition, Article 13(3) PLT obliges a PLT Contracting State to provide for the
restoration in those cases where a right of priority is lost because of the failure, on the
part of the Office with which the earlier application was filed to provide a copy of that
application in time, to comply with the prescribed time limit, despite a timely request for
that copy having been made. Since the time limit for filing the priority document is
normally established by national legislation or under a regional treaty, but not by the
Office, a remedy in this respect will normally not be available by way of extension of the
time limit or continued processing under Article 11 PLT. The request for restoration of a
priority claim may be filed after the filing of the subsequent application, provided that it
accompanies the request for restoration.

4.1 European Patent Convention

In Chapter VI of this thesis, the requirements in the European Patent Convention (EPC) in
relation to the remedy of re-establishment of rights in the priority period and for failure
to file a certified copy of the priority application are discussed. In both cases the EPC
employs the term “re-establishment of rights” instead of “restoration” as used in the
PLT.

For re-establishment of the priority period under Article 87(1) EPC, the minimum time
limit fixed by Rule 14(4) PLT has been incorporated: the period for filing such requests
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ends two months after expiry of the priority period [Rule 136(1) EPC]. The normal period
of one year for requesting re-establishment of rights does not apply here in view of the
central importance of establishing the date of filing and/or priority for the valid claiming
of priority.

The procedure for filing priority documents under the EPC is regulated via Rule 53(1) EPC.
If the priority document is not provided within 16 months from the earliest period date
claimed, the EPO will invite the applicant to provide it within “a period to be specified”
[Rule 59 EPC]; the applicant may request extension of the period before expiry of the
normal period. As further processing in the period of Rule 59 EPC is ruled out,
re-establishment of rights is, in principle, possible in respect of the late filing of the
priority application.

By providing a remedy for the loss of a priority right in relation to the delayed filing of the
subsequent application as well as in relation to the failure to file a copy of the priority
application in due time, the EPC has been aligned with the requirements of the PLT.

4.2 Patent Cooperation Treaty

In Chapter VIl of this thesis, the remedy of restoration of the priority right in the PCT is
discussed.

By adopting PCT Rule 26bis.3 relating to the restoration of the right to priority by the
receiving Office, the PCT was aligned with the corresponding provision in Article 13(2)
PLT. The request for restoration can be based on the fact that the failure to file the
international application within the 12-month priority period occurred in spite of due care
required by the circumstances having been taken or was unintentional, depending on
which criterion is applied by the receiving Office. The time limit for filing a request for
restoration of the right of priority before the receiving Office was set to be two months
from the expiry of the priority period, which is in line with the provisions in the PLT. In
the corresponding PCT Rule 49ter.2 in relation to a request for restoration of the right of
priority before the designated Office, the applicant is given only one month to file the
request; this time limit should be amended to become two months.

Following the adoption of PCT Rules for restoration of the right of priority, options were
created for receiving and designated Offices to declare that their national law is not
compatible with that provision. At present, the list of PCT Contracting States with such
reservations is still rather substantial, thereby reducing the scope and applicability of the
provision of restoration of the right to priority under the PCT. The WIPO should actively
promote the reduction of the number of reservations.

There is no provision under the PCT for the restoration of the right of priority in those
cases where a copy of the earlier application has not been filed within the prescribed
time limit. The intention of Article 13(3) PLT is to provide a safequard in the situation
where the applicant cannot submit a copy of an earlier application within 16 months from
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the priority date, because of a delay in the Office with which the earlier application was
filed. The Working Group on Reform of the PCT has, as far as known, never discussed the
topic. A reason for this may have been that the PCT system already provides enough
flexibility to file the required certified copy of the priority document. In addition, the
advance in technology away from requesting paper copies and switching to the
electronic exchange of priority documents between Offices, Authorities and the
International Bureau appears to have diminished the need for introducing a remedy in
the sense of Article 13(3) PLT. To this end, already on January 1, 2004 a new paragraph
(b-bis) was added to PCT Rule 17.1 relating to the possibility that priority documents may
be available to the receiving Office or to the International Bureau from digital libraries.
The latter provision is in line with the PLT.

5 Conclusions

When the Patent Law Treaty was negotiated in the nineties of the previous century, the
emphasis was on making the filing of a patent application as simple and user-friendly as
possible. Inventors and small business enterprises were afforded easy access to filing a
patent application. The requirements for the accordance of a filing date were reduced to
an absolute minimum, rendering it practically impossible to miss this date. As a
consequence, procedures had to be put in place at the Offices allowing the applicant to
meet additional requirements (such as furnishing a set of claims) at a later stage. All this
laid a heavy administrative burden on the Offices which have to deal with such
applications.

In the present time, the focus of the national Offices and intergovernmental
organizations dealing with national and regional patent applications, is moving away
from the needs of the applicants to issues such as how to deal with huge numbers of
patent applications in a more efficient manner. Therefore, the procedural requirements
of the Patent Law Treaty are regarded as counterproductive to achieving that objective.
Perhaps, this is also one of the reasons why accession to the Patent Law Treaty of
countries and intergovernmental organizations, such as the European Patent
Organization, takes place at a slow pace.

In view of the above, the final conclusions of this study on the alignment of the European
Patent Convention and the Patent Cooperation Treaty with requirements of the Patent
Law Treaty can be summarized as follows:

(i) The Patent Law Treaty did not achieve the goal of streamlining and harmonizing
formal requirements set by national or regional Patent Offices for the filing of
national or regional patent applications and the maintenance of patents.

(ii) The Patent Law Treaty contains too many optional requirements which may be
implemented as compulsory (*may require”) by PLT Contracting Parties allowing
them too much freedom when implementing requirements of the Patent Law
Treaty in their national and regional patent laws.
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(i)

(iv)

(vii)

(viii)

(ix)

(x)

The World Intellectual Property Organization could play a more active role in
issuing instructions and guidelines on how to implement the Patent Law Treaty in
national and regional patent laws. A preferred manner of implementing the Patent
Law Treaty could be advocated.

The alignment of the European Patent Convention with requirements of the Patent
Law Treaty was done in an exemplary manner. In line with their original intention,
the European Patent Organization should accede to the Patent Law Treaty.

In view of the “intimate” relationship between the Patent Law Treaty and the
Patent Cooperation Treaty, the latter Treaty could and should have been better
aligned with the requirements of the Patent Law Treaty. Too many crucial
provisions of the Patent Law Treaty have not been adopted by the Patent
Cooperation Treaty.

The large differences in the degree of alignment of the European Patent
Convention with requirements of the Patent Law Treaty as compared to the Patent
Cooperation Treaty, obliges the European Patent Office to respond in a
substantially different manner depending on whether an applicant files a European
patent application or an international application. This counteracts the aim of
streamlining the Patent Law Treaty.

The provision in the Patent Law Treaty allowing an applicant to file a missing part
of the description or a missing drawing based on content which is “completely
contained” in an earlier application from which priority is claimed, while
maintaining the originally accorded filing date, is a powerful tool because it permits
an applicant to complete his application without losing his priority claim.

The option of “filing an application by reference to a previously filed application” as
prescribed in the Patent Law Treaty has become outdated by advances in
transmission technology and should be abolished.

The obligation of a PLT Contracting State to provide for relief in respect of time
limits either by means of providing an extension of the time limit or by providing
continued processing is one of the major achievements of the PLT.

The obligation of a PLT Contracting State to provide for restoration of priority
rights is a powerful instrument to rectify mistakes in relation to priority claims,
allowing applicants to counteract the unintentional loss of such rights.
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